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SERVICE MARKS USED BY SELLERS OF GOODS— 
REALISM OR DOGMA? 


By Lewis S. Garner* 







Since service marks became registrable under the Act of 1946, 
4 much difference of opinion has arisen as to whether, and when, 
marks used by sellers of goods in connection with various services, 
identify such services and distinguish them from the services of 

other, so as to be registrable.' 

Section 3, of the Act of 1946 provides that “. . . service marks 
used in commerce shall be registrable .. .” Section 45 defines a 
service mark as one “... used in the sale or advertising of services 
to identify the services of one person and distinguish them from 
the services of others, and includes without limitation the marks, 
names, symbols, titles, designation, slogans, character names, and 
distinctive features of radio or other advertising used in com- 
merce.” Under Section 45 “. .. a mark shall be deemed to be used 
in commerce... on services when it is used or displayed in the sale 
or advertising of services and the services are rendered in com- 
merce.” “Commerce” is defined as “. . . all commerce which may 
lawfully be regulated by Congress.” 

The recorded legislative history indicates that the drafters of 
the Act did not thoroughly consider the questions arising from the 
fact that sellers of goods sometimes perform rather distinct serv- 
ices and so want to register the marks they use for them. The 
legislature obviously considered only, or primarly, the relatively 
clear-cut types of services performed by such industries as laund- 

ries, insurance companies and hotels. They did not exclude the 
former type, they simply did not think about it much, if at all. 
The Act of 1946 does not exclude services by sellers of goods, ex- 
cept as it requires such marks to distinguish and identify services. 


































*Member of Illinois Bar; partner in the firm Woodson, Pattishall & Garner, Chicago, 
Illinois; Associate Member USTMA. 

1, Robert, ‘‘THE New TRADE-MARK MANUAL’’, p. 42 (1947); Lunsford, ‘‘ THE 
PROTECTION OF TRADE SLOGANS’’, T.M.R. 409, 416 (1952); Allen, ‘‘Servic—E Marks 
FOR SERVICES CONNECTED WITH THE SALE OF MERCHANDISE BEARING THE MAarK’’, 39 
T.M.R. 973 (1949). The decisions are discussed below. 
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If the purpose of this paper were only to state the existing 
law, the half-dozen existing decisions on the subject would be dis- 
cussed at this point. Since, however, the aim here is also to ex- 
amine the factual situation, to decide what the law should be, such 
will be done first. The decisions can be discussed later in the light 
of the conclusions as to what they should have been. Readers not 
familiar with them can turn now to the section below, “The Present 
Law.” 


Questions involving trade-marks and service marks must be 
answered mainly in relation to how purchasers react, since the 
function of such marks is to identify brands of goods or services 
for purchasers. What, then, do marks mean to the average pur- 
chaser, if they are used by sellers of goods, but are used to promote 
sales of goods in connection with their various service activities? 
Do purchasers ever use them to identify the services? If so, when? 
What tests can be used to estimate this? 


Assistant Commissioner Leeds held in the case of Ex parte 
Handmacher-V ogel, Inc., 44 TMR 191, that such marks, under some 
circumstances, at least, can identify the services, since sometimes, 
at least, the service is distinct from the sale of goods. The fact 
that the service is performed by sellers of goods, even for the pur- 
pose of promoting such sale, does not, then, conclusively mean that 
the mark cannot identify a service. 


This certainly accords with reality. It is apparent from every- 
day experience that many producers of goods conduct various 
service activities which are recognized by purchasers as definite, 
distinct, services, even though they are related to the sale of goods 
and are to promote the sale of goods, and purchasers know it. Pur- 
chasers use such marks to identify the service and to distinguish 
it from the services of others. Purchasers can recognize and use a 
service mark to identify a service even though they also use it to 
identify the brand of goods. If purchasers so use the mark, it 
must be registered as a service mark under the express provisions 
of the Act of 1946, regardless of the purpose of the service, the 
amount of reference made to the goods, or anything else whatever. 
The question is not whether the mark is used for, or means, other 
things also, but whether it does distinguish a service. These other 
things are factors m the question whether the mark does dis- 
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tinguish a recognizable, definite service to purchasers, but they 
are only cumulative, not conclusive factors. 

There are a multitude of service acts constantly performed in 
the sale of goods which are so intimately connected with it and so 
incidental to it that they are not recognized or thought of by the 
public as distinct services. Purchasers simply never think of 
them as such. An example would be the wrapping of a pound of 
butter and handing it to the purchaser. Yet, theoretically and 
analytically, these unquestionably are services, but yet, also, 
common sense dictates that marks claimed for them should not be 
registrable. The reason, however, is not the purpose of the service, 
its relative amount, its nature, how much it advertises the goods, 
or anything else except that it is not recognized by the public as a 
distinct service. Naturally, then, a mark used with it does not 
identify and distinguish a service. 

Many of the decision on the subject strongly emphasize one 
or two factors which actually are mere evidence, not conclusive 
tests, as to how the public reacts. So little reference is made to the 
final and ultimate question of what the actual public reaction is, 
that the conclusion is compelled that this ultimate question, which 
all other factors merely lead up to, is actually forgotten or ignored. 
Prior to the Handmacher decision there was a definite implication 
that any service marks used by sellers of goods would be denied 
registration, at least if there were any connection of any kind 
between the goods and the services. The mildest comment that can 
be made of this position is that it makes a mere test the final rule 
and completely ignores the plain facts as to what purchasers often 


do. 


All sales of goods involve services, some of them quite sub- 
stantial. Yet the Patent Office has not rejected trade-marks be- 
cause some distinct service was connected with the sale of the 
goods. The test is simply whether the trade-mark distinguishes 
the goods. The same test should apply to service mark applications. 


But now that the Handmacher decision has established that 
marks used for services by sellers of goods can under some cir- 
cumstances distinguish and be registered, it remains to determine 
what those circumstances are. The extreme situations are easy— 
or should be—but the borderline cases remain. The question of 
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whether trade-mark meaning exists in purchasers’ minds is a 
question of plain fact, but it cannot be determined with certainty 
except by psychoanalyzing every purchaser. Therefore, the best 
possible tests must be devised and the trier of fact will then have 
to make a final “educated” estimate based on them. 


The tests should be all those factors which might cumula- 
tively and together affect the purchasers’ reaction. Some of these 
are the following: 


1. If someone else used the same mark in connection with 
the same service (whether or not connected with the sale of goods) 
would the public be likely to think that the first service was con- 
nected with the second? If so, the first mark must have had serv- 
ice mark meaning—there hardly can be service mark confusion 
without service mark meaning. 


If someone produced a new radio program under the mark 
Tae Music You Want Wuen You Want It, is there any doubt 
that persons familiar with the original program would assume 
that it was sponsored by r.c.a. victor? If listeners to this type of 
program were asked what they think of when this service mark is 
mentioned, they would undoubtedly answer “A symphony music 
record program of k.c.a. victor.” If they were asked “Don’t you 
also think of z.c.a. victor records?” the answer would be affirma- 
tive. If they were then asked “But you couldn’t recognize the pro- 
gram by that slogan and also, at the same time, be reminded of 
R.C.A. VICTOR records, could you?” The interviewees would think 
that their intelligence was being insulted. 


Suppose some new program used Ma PERKINS for a title— 
would not confusion certainly result? Suppose someone advertised 
and conducted a recipe and cooking information service under the 
name MARIE GIFFORD? The confusion that would result would be 
proof that the mark had service mark meaning and should have 
been registered. 

2. Another factor is: how is the service activity referred to 
and advertised? Purchasers are sensitive to suggestion, and if 
the activity is advertised as a distinct service it probably will come 
to be recognized as one. For instance, retailers of butter do not 
ordinarily attempt to make a distinct service out of their act of 
wrapping it and handing butter to customers. A store might, how- 
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ever, advertise the quality of its store service in general, and 
might adopt and publicize some mark to represent the service 
aspects of its selling over the counter—the friendliness, intelligence 
and experience of its clerks in helping people to pick out the goods 
they want. If the mark were so used to represent these services, 
it would undoubtedly develop such meaning to the public, despite 
the fact that, absent such development, the public would not think 
of such services as distinct services. The services would then be 
merged into the sale of the goods. 

3. <A third factor is whether, in the service, the goods being 
promoted are referred to. Suppose they are, however—suppose 
they are referred to very much—does this prevent service mark 
meaning? Reference being made to the goods is only important to 
the extent that it prevents reference to the services. The question is 
not whether there is reference to the goods, but whether there is a 
substantial amount of reference to the service. 

4. Another factor is whether the service is used for the pur- 
pose of promoting the sale of goods. Does this very much affect 
the question of whether the service is recognized by the public 
as a service? If it is obviously a promotional service is it not 
obviously a service? The purpose of the service does not prevent 
it being a distinct service. 


5. A fifth factor is whether the activity is of a type which in 
general in the past has been recognized as a definite, distinct serv- 
ice by the public involved. If so, it obviously is likely to be recog- 
nized as one in the particular case. But even though not previously 
recognized as a distinct service, it might still be made one by time 
or advertising. 


6. Is the service paid for directly, or separately from pay- 
ment for the goods? If directly, it is easier to assume that it is 
recognized as a distinct service. If not, however, it can still easily 
be recognized by the public as a service, since the public is used 
to receiving free many things which are clearly recognized as 
distinct services, such as free entertainment, especially, but also 
free advice on insurance, real estate, and banking, free auto serv- 
ices, free cooking schools, and many others. 


7. The amount or size of the service activity is a factor. If 
the service is very slight it is not so likely to be recognized as a 
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distinct one, and probably no one will try to establish and publicize 
a very slight activity as a service. But at times they might, and 
successfully. 

8. Whether the service has any relation to the goods being 
promoted is a factor. If it is entirely different from the goods, it 
is easier to assume that it is not merged in the sale of the goods, but 
is recognized as a distinct service. If it is necessary to the sale of 
the goods, such as instructions for use, it is not so easy to decide 
that it is a distinct service. It may be recognized as a service, how- 
ever, even though it does have some, and perhaps much, connection 
with the goods. 

9. Whether the service is rendered on one’s own goods or on 
others’ is another factor. If it is rendered on the goods one is 
selling, as in the Pacific Coast Aggregates case, infra, one cannot 
as readily estimate that it will be recognized as a service distinct 
from the sale of the goods, but it still might be, under some cir- 
cumstances. 

10. Which did the owner do first, sell goods or services? This 
fact is not of much importance, particularly since the public often 
does not know which came first. The fact cannot then, have much 
effect on whether the service is thought of as such by the public. 

11. If the mark used for the service is different from that 
used for the goods, the service is somewhat more likely to be 
recognized as a distinct service. 

12. In addition to these factors, which are in the nature of 
circumstantial evidence, there may be direct evidence on the ulti- 
mate question itself. This would be testimony, by affidavits or 
surveys, of actual purchasers, that they use the mark to identify 
and distinguish the service. Almost as direct would be testimony 
of specialists in the trade to the effect that, from their knowledge 
and experience, the particular public involved would be likely to 
or has used the mark to identify and distinguish the service. 

These factors are all cumulative. In any particular case one or 
two of them may be so important that the decision will turn largely 
on them, but the other factors must always be considered. 

There is always administrative difficulty in having to draw 
the line between services which are not recognized as distinct 
services and those which are. However, there is no more difficulty 
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in having to draw this line than in deciding whether a descriptive 
mark has no trade-mark meaning, or whether the public has come 
to use it as a trade-mark. Ultimately, in both situations the trier 
of fact must consider all factors and evidence, and then weigh 
each of them as well as possible for the final result. If all factors 
are duly considered, reasonable people may differ on the exact 
relative weight to be given to each, and, consequently, on the final 
result. If there is error, appeal or time will have to rectify it. 
Although in many service mark situations the line will be hard to 
draw, in a surprising number of them the answer will be obvious. 


It does not follow that because some service marks are regis- 
tered, all trade-marks must be registered as service marks. A 
service mark must identify and distinguish a service activity, and 
most trade-marks do not. Because the mark happens to be used 
on the goods does not mean that it cannot identify a service. 


The Patent Office now recognizes that the existence of primary 
meaning does not prevent secondary trade-mark meaning, since 
purchasers are intelligent enough to recognize and use both mean- 
ings. The Patent Office must likewise recognize that the furnishing 
of services and the sale of goods often coincide and overlap, and 
that because a mark identifies goods does not mean that it cannot 
also identify a service, provided the service activity is pointed 
out and distinguished as a service by usage, advertising, publicity, 
ete. Again, the question is not what else the mark means or 
identifies, but whether it identifies a service. 


In the case of radio and television programs, especially, the 
public may identify them as coming from a particular sponsor, or 
from a particular network, or perhaps the public also connects 
them with some actor or comedian. Sponsors, networks, and actors 
often change. Who, then, should own and register the service 
mark? As with any other new problem, the answer can be found 
by applying fundamental trade-mark principles to the new facts. 


As to trade-marks, the rule is clear that they need only indicate 
that the product comes from a single source. Sometimes the public 
knows who the source is, but such is not necessary. It is well- 
recognized that the public seldom does know this. Purchasers use 
a trade-mark to identify a product as belonging to a brand or line, 
because such is how they obtain uniformity of quality. They do 
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not obtain it by knowing who the source is. There is no reason 
why the rule does not and should not also apply to marks which 
identify services. If they identify, they are registrable to whom- 
ever controls them, and for as many fields of goods as they do 
identify, exactly like trade-marks. If a program is sponsored by a 
soft drink and also a shoe manufacturer and the evidence indicates 
that the public uses the alleged service mark to identify the pro- 
gram as an entertainment service of both sponsors, it should be 
registered to both. As sponsors change, it will be a question of 
evidence as to when the mark has ceased to identify one sponsor 
and has begun to identify another. This is no different in principle 
from trade-marks and trade-names, which are constantly being 
abandoned by one party and adopted by another. As between 
sponsors and the networks, agencies, or actors, etc., the marks 
should be registered to whomever controls the program, again 
for the same reasons that apply to trade-marks. 


The Present Law 


How do the existing decisions on the point compare with the 


tests set forth above? Each of them stresses certain of the tests, 
only, with no indication that the others were considered. More- 
over, in each decision, one or two such tests are treated as though 
they were the final rule instead of being merely factors. The final 
statutory questions: “Does the mark distinguish?” Is so seldom 
mentioned that one is forced to conclude that it was not adequately 
considered. 


In the first reported decision, Ex parte Pacific Coast Aggre- 
gates, Inc., 41 TMR 1132, the Assistant Commissioner held that 
marks for services which are performed “separate and apart” from 
the sale of goods, are registrable, but that marks for services 
rendered “incidental” to the sale of goods, and “merged in” such 
sale are not. He held that the act of processing and transporting 
concrete to the place of use was incidental to and merged in the 
sale of concrete. 

In Ex parte Tampax Incorporated, 41 TMR 1128, the Assistant 
Commissioner held that all marketing of goods involves some acts 
of service, and that incidental services are not enough for registra- 
tion. The only “service” for which the mark there was used was an 
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“information service” resulting from such information about the 
goods sold as was shown on the package itself and perhaps in 
accompanying pamphlets. It was argued by the applicant that 
the words of the mark itself, No BELTS, NO PINS, NO PADS, provided 
a service of information, and that merely promoting and selling 
the goods was itself a service. The axiom “Bad cases make bad 
law” certainly applies here. 

In Ex parte Radio Corporation of America, 92 USPQ 247, 42 
TMR 346, 93 U.S.P.Q., 106 (1952), the Assistant Commissioner 
admitted that the words “The Music You Want When You Want 
It,“ “... may also function to identify a program...” which by the 
plain terms of the statute meant that, without more, it was required 
to be registered. He refused registration, however, because the 
primary purpose of the words was to promote the sale of the pro- 
duct. The factor that the goods were often referred to in the pro- 
gram was stressed, along with the fact that the applicant was not 
solely in the entertainment business. 


On appeal, 98 U.S.P.Q. 157, the Court of Customs and Patent 
Appeals affirmed on the same grounds. 


In Ex parte The Elwell-Parker Electric Company, 42 TMR 
691, the Assistant Commissioner made the usual obvious observa- 
tion that the applicant was not solely in a service business. The 
mark was INDUSTRIAL LoGIsTiIcs used on information pamphlets and 
similar material, covering the use of applicant’s products and 
similar products. Registration was refused because the informa- 
tion referred to the applicant’s goods and because the service was 
incidental to the sale of the goods. 

The Assistant Commissioner failed to mention the important 
final conclusion, that because of these facts the mark did not 
identify a service. It could identify despite all these facts. The 
conclusion is compelled that he did not make this final and neces- 
sary conclusion, but held that because of these facts it was un- 
necessary to give much consideration to whether the mark actually 
identified a service, or, even worse, that he would deny registration 
although it did. 


In Ex parte The Arco Company, 43 TMR 293, the alleged serv- 
ice consisted mainly of advising customers on how to use the 
goods sold. It would require a careful examination of the facts to 
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determine whether these were acts likely to be recognized by the 
public as a distinct service. But again the Examiner-in-Chief 
failed even to mention this basic question, and refused registration 
because the applicant had to perform these services in order to 
sell the goods, and the services were used to promote the sale of 
goods. These factors are indicative, but do not necessarily prevent 
service mark meaning. 

In Ex parte The Procter & Gamble Company, 43 TMR 747, 
the mark Ma PERKINS was used for a radio program. The situation 
was approximately the same as in Ex parte Radio Corporation of 
America, supra. The Examiner in chief noted the following: that . 
the legislative history of the Act of 1946 indicates that only serv- 
ices by companies not selling goods were specifically mentioned 
by the framers of the Act; that the purpose of the service was to 
promote the sale of goods; that all sales of goods involve some 
services, some of them very slight. He did not then conclude that 
the mark did not distinguish a service. In a five page opinion he 
did not refer to that basic question, directly or indirectly. 

Would another similar program using MA PERKINS in the same 
way be attributed by the public to anyone but the makers of Oxydol 
brand soap? What does the Examiner in Chief imagine that the 
public used to identify the program? Do they call it the “WXYZ 
at ten o’clock” program? Some may call it the oxypoL program, 
and some the “Procter & Gamble” program, but certainly a sub- 
stantial number, to say the least, call it the Ma PERKINS program. 
The question is not whether some call it something else, if they do, 
but whether a substantial number call it this. If they do, why 
should the facts mentioned by the Examiner in Chief prevent 
registration? 

In Ex parte Handmacher-Vogel, Inc., 44 TMR 191, the mark 
WEATHERVANE was used on sport clothes and also in connection with 
the service of sponsoring a golf tournament. Assistant Commis- 
sioner Leeds correctly concluded, at p. 415: 

“,..a manufacturer, seller or distributor of goods who sup- 

plies a bona fide service or services over and above those 

normally expected and only incidentally related to the further- 
ance of such manufacture, sale or distribution is entitled to 


have the registrability of his mark judged by the standards 
ordinarily applied in determining registrability—whether the 
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mark used to identify the service is the same as or different 
from that used to identify the goods.” 


This is certainly correct, although probably under some cir- 
cumstances a mark could identify a service even though the service 
were closely connected with the sale of goods, and were merely an 
accessory to the sale of goods, and were even rather incidental to 
such sale. As to the facts of this particular case, it is questionable 
whether the applicant would have gone to the expense of the “tie- 
in” ads and promotion mentioned in the decision, unless the appli- 
cant expected that they would serve to closely connect the service 
with the goods, in the public mind. 

But the old unrealism reasserted itself in Ex parte Armour 
& Company, 100 U.S.P.Q. 123 (1953), where the service mark 
MARIE GIFFORD was used on a service of supplying recipes and 
cooking information. It was held that the service was used to 
promote the sale of goods, and that the public knew that it was 
used for such purpose, whereby, the mark did not identify a serv- 
ice. Does this necessarily follow? 

If the service mark on the labels for the goods, encouraging 
purchasers to ask for recipes, did not advertise a service, what 
conceivably did it do? It was stated that “The expression is merely 
information given to consumers that they may write to a particular 
person to obtain a free recipe booklet...” If this is not advertising 
and identifying a service, what in the world is it? Can there be any 
doubt that, if someone else did the identical thing under the iden- 
tical mark, the public would think that he was connected with 
Armour? If so, the mark should be held to identify a service, as of 
course it actually does. 

In conclusion, service marks used by those who sell goods 
can at times identify source. The answer as to just when they do 
must be an estimation based on consideration and weighing of all 
possible factors. No single, shorter, easier test can properly 
cover all situations. 
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OBJECTS OF THE A.I.P.P.1. AND ITS INFLUENCE ON THE DRAFTING 
AND AMENDMENT OF THE INTERNATIONAL CONVENTION 


By H. A. Gill 


The author and the Council of the British Group of the International Asso- 
ciation for the Protection of Industrial Property have kindly given us per- 
mission to reprint this paper which was delivered to this group as the first 
William Henry Ballantyne lecture on October 28, 1953. 


In view of the possibility that one of the next meetings of the Inter- 
national Association for the Protection of Industrial Property may be held in 
the United States, we believe that many of our readers will be interested in 
learning in more detail about its history, constitution and aims. ED. 


The Council of the British Group of the A.I.P.P.I. has decided 
to commemorate the life and work of its late honorary secretary 
by establishing an annual lecture to bear his name, and I have been 
given the honour of delivering the first such lecture. We all knew 
and loved Willie Ballantyne, whose stimulating enthusiasm for 
the A.I.P.P.I. made the activities of our British Group go with a 
swing. He will be sadly missed, not only by the members of the 
British Group, but by his fellow members of the International 
Association whom he met so often on Executive Committees while 
planning the ordinary meetings of the Association and its other 
activities. Willie Ballantyne was Honorary Secretary of the 
British Group from the year 1928 until 1950, either alone or with 
another member, but he always bore the main burden of the secre- 
taryship and usually held the Council Meetings in his own office. 
He was made a membre d’honneur of the International Association 
in 1948. Those of us who attended the Congresses of the Asso- 
ciation in Rome (1928), Budapest (1930), London (1932), Berlin 
(1936), Prague (1938), The Hague (1947) and Paris (1950) well 
know how active he was in organising those congresses, and in 
arranging for the preparation of the various “Rapports” by our 
members upon the topics assigned for discussion. Both he and 
his personal secretary, Miss Muriel Johnson, earned our lasting 
gratitude for all that they did to insure the safe travel and comfort 
of ourselves and our ladies when participating in these congresses. 


I feel sure that the memory of Willie Ballantyne is safe to be 
(1936), Prague (1938), The Hague (1947) and Paris (1950) well 
honoured for many years to come by all the members of the Asso- 
ciation, and of the British Group in particular, but I can think of 
no better way to put on record our lasting gratitude for his de- 
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voted labours for the A.I.P.P.I. than to have an annual lecture 
bearing his name, and I am proud to be able to initiate the series 
of these lectures. 


In the year 1949, our Group had two most important lectures 
delivered to it dealing with the International Convention, the one 
by Mr. Robert Burrell, Q.C., on the history of the Convention itself, 
and the other by Sir Lionel Heald, Q.C., now H.M. Attorney 
General, dealing with desirable amendments in the Convention. It 
will not be easy to maintain the standard set by those lectures 
while saying something fresh on the subjects discussed, particu- 
larly as the intended Diplomatic Conference of Member Countries 
for revision of the Conventon, which was to have been held in 
Lisbon in 1951, did not take place and there is no certainty now 
when it will be held, so that the Convention still stands as it did 
after the London Conference of 1934. 


I propose, therefore, in this lecture to deal with the objects 
of the A.I.P.P.L, and the way in which this Association, through 
the work of its national groups and its Congresses, influences the 
drafting and amendment of the Convention itself. Any amendment 


in the International Convention involves the unanimous approval 
of the official delegates assembled from time-to-time for the pur- 
pose of such revision, but the A.I.P.P.I., which has no unanimity 
rule, serves a very useful purpose in finding out in the meantime 
what a majority of the National Groups desire by way of revision. 


The A.I.P.P.I. was established in Brussels in the year 1897, 
and its affairs are governed by what are called Statutes, revised 
in the year 1927 at Geneva, and again last year, and now compris- 
ing 12 Articles. The first of these Articles defines the objects of 
the Association in broad terms, in relation to all forms of Indus- 
trial Property and the suppression of unfair competition or trad- 
ing. The second Article deals with membership by national groups, 
and by parties not resident in countries where such groups exist, 
and the fees payable for membership. Other Articles deal with the 
membership of the executive committee, the appointment of a 
Rapporteur General, a Secretary General and Assistant Secretary, 
and a Treasurer General, also with the printing and circulation 
of reports in three languages, English, French and German, with 
the right of delegates to speak in any of these three languages at 
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the congresses and to require translations of the speeches, with the 
preparation of the agenda for congresses and the collection of 
“Rapports” for reading and so forth. The Statutes seem to have 
worked well in practice and to call for no further important revi- 
sion at present. 


Apart from the period of the two world wars and a year or 
two after each of these, the A.I.P.P.I. has held its congresses with 
considerable regularity, generally in alternate years, the intervals 
being occupied by meetings of the executive committee, and the 
putting forward of an agenda with subjects for discussion at the 
ensuing congresses. In any year in which there was a Diplomatic 
Conference for revision of the Convention, the Congress of the 
Association was not held partly, no doubt, because many of its 
leading members were active in the sittings of the Official body. 
This applied, for example, in 1925, when the Hague Conference 
was held, and in 1934 when the London Conference was held. 


Among the projects canvassed by the Association and subse- 
quently incorporated in the official Convention, have been the com- 
plete independence of Patents (Art. 4 bis) and of Trade Marks 
(Art. 6D), the restrictions upon working requirements (Art. 5) 
with the alternative of compulsory licences in place of revocation 
for non-working, the extinction of the local third party right 
(Art. 4A) except when it arose before the priority date of the 
patent (Art. 4B) and the right to base claims on features of the 
original invention not specifically claimed at the time of filing 
in the Country of Origin (Art. 4H). These are only a few of the 
amendments which can be said to have originated with the 
A.I.P.P.I. and to have been adopted, sometimes after obstruction 
for a time by one or more countries, as was the abolition of the 
third party right, until it was finally passed at the London Con- 
ference in 1934. Since then, the Association has approved by large 
majorities, or even unanimously, some further revisions of the 
Convention which would have been submitted for official approval 
at the Lisbon Conference if it had been held in 1951 as intended. 
Among the amendments so approved was, for example, one initi- 
ated by Great Britain which would ensure the right of a patentee 
to convert a patent-of-addition into an independent patent if the 
basic patent was declared invalid or revoked. Another amend- 
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ment generally approved at the Hague in 1947, was one which 
would replace the requirement for unanimity of all member 
countries at Diplomatic revision Conferences by a clause stating 
that any change in the Convention approved by four-fifths of the 
countries voting should be incorporated in the Convention. This 
proposal originated after the Hague Conference in 1925, when 
Hungary and Italy alone opposed the abolition of the third-party 
right, and their opposition could have been over-ruled if a four- 
fifths majority would have sufficed to carry the resolution. As it 
turned out, it was possible to secure unanimity on the point by 
the time that it came before the London Conference in 1934, but 
many advocates of the four-fifths vote sufficing to carry amend- 
ments to the Convention still desire to see this incorporated so as 
to prevent any chance in future of factious opposition by one or 
two countries vetoing desirable amendments. 


It must be realised, however, that a unanimous vote at a Diplo- 
matic revision Conference will be needed to pass the four-fifths 
majority rule, and it hardly seems likely that such unanimity 


could be attained. Moreover, some doubt is now expressed as to 
the wisdom of this proposal, because dissenting countries would 
probably decline to ratify the amended Convention, so rendering 
the position of affairs still more confused that at present. Other 
resolutions generally approved at one or more Congresses have 
dealt with the right to claim multiple priority dates and also partial 
priorities when further developments are included in the specifica- 
tion. The right to claim multiple priorities is covered by Section 2, 
sub-section 5, of the British Patents Act of 1949, and partial pri- 
orities are covered by Section 4, sub-section 6, of that Act, so that 
Great Britain is ready to subscribe to this revision of the Conven- 
tion when it comes up for consideration at any time. The restora- 
tion of patents which have been allowed to lapse by mistake has 
often been discussed and has been one of the points strongly urged 
by the British Group, but such restoration has generally been con- 
fused with increases in the time limit for paying renewal fees with 
fines for delay. In Paris, a resolution was approved unanimously 
providing for restoration with reservation of rights of third par- 
ties when the application has been made within 12 months of the 
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lapsing. It is something to have got so far with the recognition 
of the need for restoration in proper cases. 


The criticism of members of the A.[I.P.P.I., and of the Dip- 
lomatic Revision Conferences, has been made that national groups 
are not sufficiently objective in their outlook, but tend to approve 
only those amendments which accord with the existing provisions 
of their own laws, rather than to support changes which would be 
for the general good, even if they would involve amendments in 
their own domestic legislation. 


Great Britain has often been blamed in the past for failing to 
carry out the spirit of the Convention in a satisfactory manner, 
but by now we have surely fallen into line and there can be little 
or no criticism, of the way in which we have implemented the Con- 
vention. In fact, this country has always been exemplary in amend- 
ing its laws to comply with the changes in the Convention, and 
depositing ratifications at an early date. However, we should not 
deny that up to the time of the Hague Convention our guiding 
principle in regard to patented inventions had been the assump- 
tion that each invention arose complete ab initio, that anything 
added afterwards, or not originally claimed, was disconforming 
matter, and the only way to give a right of priority was to date 
back the application to the Convention date. That had the effect of 
making renewal fees payable earlier and the end of the patent term 
to occur earlier than it would do if Convention priority was not 
claimed. No other Convention countries outside the Common- 
wealth adopted this view, and we were constantly assailed at 
congresses for adopting practices which were detrimental to the 
interests of other countries’ patentees. We now recognise how 
inventions often develop during their first year and how valuable 
it is to patentees to be able to claim two or more priority dates, 
and to add further developments at the time of filing in other 
countries, without risk of objections due to disconformity. It was 
not until the Patents Act of 1949 that Great Britain gave both 
these rights fully, while imposing no penalty on the Convention 
patentee due to dating back, which shortened the term and made 
renewal fees fall due earlier. Some of these rights were conferred 
by the 1938 Act, but there were still several limitations to be re- 
moved by the 1949 Act. As far as I know now our Country is as 
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liberal as any other in its application of the Convention to patent- 
able inventions, but there are still some countries which do not 
permit multiple priority dates to be claimed or partial priorities, 
and we are now in a position to press through the International 
Convention for the amendment of such countries’ laws so as to 
render the Convention more generally useful. 


The United States of America was the only country that found 
another way of penalising patentees who were prevented, often 
through no fault of their own, from filing their applications in 
U.S.A. within a year of the first foreign application. In all other 
countries the belated applicant merely lost his priority date, but 
that did not matter much if there had been no publication of the 
invention. The U.S.A. law, however, made the late filing a complete 
bar to the grant of a U.S.A. patent unless the U.S.A. patent was 
granted first. No excuse such as force majeure sufficed to avoid the 
consequences of late filing, and the only way to overcome the diffi- 
culty was to delay the grant of the home patent on the invention 
until the U.S.A. patent was actually granted. At one time, the only 
way in which the sealing of a British patent could be delayed was 
by what was called a bogus opposition; and there must have been 
hundreds of such oppositions before the amendment was intro- 
duced into our law allowing the sealing to be delayed for as long 
as was necessary—at a substantial cost to the patentee—to secure 
the grant of the U.S.A. patent first. Now, at long last, the U.S.A. 
has amended its law so that since January Ist, 1953, no such delay 
of sealing in the home country is necessary when the filing of an 
application is too late to claim Convention priority in U.S.A., so 
that now all that the patentee suffers who files late in U.S.A., is 
loss of his priority date, as in all other countries of the Union. 


It was not for lack of pressure by other countries that this 
amendment in the American law was so long delayed. I remember 
once raising the point in Washington with Mr. Conway P. Coe, 
when he was Commissioner of Patents, and, of course, he agreed 
that the U.S.A, law was unreasonable, but he said that, whenever 
there was a proposal to amend it, they were told by members of 
Congress that this was “not a time to give any concessions to for- 
eigners,” and so the anomaly persisted for many years more to the 
great disadvantage of foreign, and particularly British, patentees 
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because it was only countries such as ours which required its 
patents to be sealed within a limited period from the date of the 
application, which suffered so severely from the arbitrary Ameri- 
can law. 


To my mind, it is the most important function of the A.[.P.P.L. 
to air the grievances which Convention applicants suffer in other 
countries of the Union, and to endeavour to make the procedure in 
claiming Convention priority as uniform as possible, in spite of the 
divergent requirements of the various countries in regard to the 
filing and prosecution of patent, trade mark and design applica- 
tions. 


During the last year or two, proposals have been discussed for 
a European centre where all patent applications could be searched 
for novelty, and for establishing an International Trade Mark 
search department at Berne. The Trade Mark proposals were 
linked with the Madrid arrangement for the International filing of 
Trade Marks at Berne, and as Great Britain is not a party to that 
arrangement I need not consider them further here, although there 
is something to be said for the view that it is a mistake to ignore 
separate Conventions, such as the Madrid Arrangement, to which 
we are not parties, because some amendment of such a Convention 
might have serious repercussions upon our Trade Mark or other 
rights and obligations. For the same reason we should probably 
do well to have observers appointed to keep track of proposals for 
unifying the laws of a set of countries, such as those forming the 
Benelux group, in case they might affect our own national interests. 
As far as patents are concerned, the proposal for an international 
search is really part of a bigger scheme for a European Patent 
Office to replace, wholly or in part, the various national Patent 
Offices, leading to the issue of a single patent covering all the 
countries adhering to the scheme. It does not seem very likely that 
Great Britain will ever adhere to the scheme for an International 
Patent, and if that comes at all, it must do so gradually, but there 
is something to be said for establishing an International searching 
office, the results of whose searches would be available to the ex- 
aminers and the public in each country where a patent was applied 
for. The effect on the patent of prior publications could be gov- 
erned in each country by its own laws, so that only publications 
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available in Great Britain before the priority date or dates would 
be effective here. 


There has been a proposal that the Berne Office should keep a 
register of Convention Patent Applications, but up to the present 
we have doubted the practicability of such a scheme. However, I 
believe that at the recent meeting of the Executive Committee at 
Locarno, our delegates have agreed, at least for a trial period, to go 
so far as to supply lists of British Patent Applications, and per- 
haps some other particulars, to Berne for use in case the register 
proposal can be made effective. 


There have been proposals also in regard to the minimum re- 
quirements for all Convention countries for insuring the effective 
filing of a Convention patent application. These were probably too 
detailed in prescribing the formal application documents, the num- 
ber of copies of the specification and drawings, the sizes of these, 
the materials used and so forth, to commend them to all Conven- 
tion countries, but I think we should consider any such scheme on 
its merits, particularly if it is modified to avoid insistence on 
details which are not likely to be generally agreed. There is no 


inherent reason, I think, for rejecting such a scheme defining the 
minimum requirements for securing the initial Convention filing 
rights, provided that each country can call later for any additional 
documents that it wants for complying with its own laws. 


As far as desirable amendments in the Convention are con- 
cerned, and in spite of the adverse vote at the Vienna Congress, I 
think we should not give up all hope that some day in the future an 
amendment may be approved allowing for extensions of term of 
patents on proof of inadequate remuneration, loss due to hostili- 
ties and so forth. The fact that many countries have already 
granted extensions of term following the last war, while others, 
such as the Union of South Africa, have passed laws recently deal- 
ing with such extensions of term, should help in preparing the 
ground for a general provision in the Convention on such lines at 
some future time. 


We should continue to urge that the Convention should pro- 
vide for the patenting of new chemical products, as well as their 
method of manufacture, and I believe that the Executive Com- 
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mittee at its recent meeting in Locarno gave great encouragement 
to this proposal. 


Having in mind the case decided in March, 1953, before a 
Queen’s Bench Divisional Court, in which Parke Davis and Co. 
tried to get a Court order of prohibition against the Comptroller 
in respect of an application for the grant of a license under Section 
41 of the Patents Act, 1949, it is desirable that we should urge for 
the inclusion in the Convention of a clause saying that Clause 
5A(4) shall not apply to applications for compulsory licences in 
respect of the uses of chemical products for medicinal purposes or 
for foods, and that such licences may be granted at any time dur- 
ing the life of a patent. There would be no harm in having this 
included in the Convention itself, although the Divisional Court 
held that to be the law here in any case. It might well be introduced 
as part of the Article defining the patentability of chemical prod- 
ucts, say in the form of a proviso that in so far as such products 
are usable as medicines or in foodstuffs, their patents should be 
subject throughout their term to the grant of compulsory licences. 


As regards the proposal made at Vienna to require Conven- 
tion countries to grant patents for new plants, including products 
when cultivated from seed, I believe there has recently been con- 
siderable agitation on behalf of agriculturalists and horticulturists 
in this Country for some protection for those who introduce new 
and valuable varieties. We shall have to give serious considera- 
tion to this demand, although I expect it may have to be met by 
some separate legislation giving short-term protection outside 
the Patent Laws. We know that U.S.A. and some other countries 
now grant patents of limited duration for plants, but we have very 
little information yet as to how the scheme has worked in practice 
there, how the features of the new varieties are defined and how 
infringement is proved. 


As regards Trade Marks, I can express what I have to say 
very briefly. Registration in the Country of origin should not be a 
necessary prelude to registration in other countries. That would 
sweep away the necessity for some extended form of Part B reg- 
istration in this and other examining countries in order to enable 
marks to be registered abroad when they are not per se registrable 
under the laws of the Country of origin. Part B registration in 
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Great Britain was originally introduced, no doubt, in part at least, 
to permit registration here of doubtful marks with a view to reg- 
istration abroad, but there are still many valuable Trade Marks in 
use which cannot be registered at all, even in Part B. These marks 
cannot be protected in foreign countries so long as registration in 
the home country is an essential preliminary. I should like to see 
some form of defensive registrations recognised for well-known 
trade marks to cover goods for which the mark is not actually used 
or intended to be used, although I fully appreciate that there is 
difficulty in defining what are to be regarded as well-known marks 
which merit such special consideration. The right of assignment 
of Trade Marks without the transfer of goodwill is another im- 
portant development to strive for. I should like to see “telle quelle” 
omitted from Article 6A of the Convention, and I feel sure that 
a majority of the members of the British Group share this view, 
but it seems that a considerable number of Convention countries 
value the expression as a background for Trade Mark registra- 
tions, in spite of the weakening effect of Article 6B, which largely 
undermines any real value of the words. I think, however, that 
it is not worth while to worry further over the words “telle quelle” 
unless attempts are made to modify the Convention so as to en- 
force registrations of all marks “telle quelle.” We have not suffered 
appreciably by the retention of “telle quelle” for so long, in spite 
of accusations by other countries that we are not carrying out the 
requirements of the Convention in this respect. 


The claiming of priority from a date of filing is of minor im- 
portatce in the case of Trade Marks, though vital in the case of 
patents, and the Convention is mainly of use for Trade Marks in 
securing the inclusion of reasonable provisions in the laws of Con- 
vention countries in regard to the registration, assignment and 
maintenance of Trade Marks of externa! origin, without insistence 
on any priority rights. 


Speaking generally, it would be an advantage to have longer 
periods for consideration of the agenda of future Congresses by 
the National groups, coupled with the circulation of some official 
summary of national views by the Bureau at Berne, before the 
assembly of the congresses. Proposals to this effect are before the 
executive committee of the A.I.P.P.I. as it was considered that the 
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Vienna congress was to some extent a waste of time, due to inade- 
quate preparations and prior consideration by the National groups. 
I feel sure that the British Group will support any proposals de- 
signed to render the work of the regular congresses of the P.LP. 
more valuable. Perhaps the social side of their activities may have 
to become rather less prominent in future. 

More frequent Diplomatic Revision Conferences are certainly 
needed if the Convention is to be kept up to date and developed to 
meet the expressed wishes of the National Groups of the A.I.P.P.I. 
It will be good news when a date is fixed for the next Official Re- 
vision Conference. 
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NEW POLICY OF THE FEDERAL TRADE COMMISSION 
TOWARD REGISTERED TRADE-MARKS? 


(Federal Trade Commission v. Standard Sewing Equipment Corp., 
Case No. 5888.) 


There has just been published an initial decision by Hearing 
Examiner Frank Hier which, if confirmed by the Commission will 
mark an important development in the Commission’s attitude 
toward registered trade-marks. It should be stated at the outset, 
however, that this initial order may be appealed, and we are 
advised that the case will be appealed to the Commission in due 
course. 


Apparently this case started out as an ordinary proceeding 
under Section 5 of the Federal Trade Commission Act, requiring 
the respondent, Standard Sewing Equipment Corporation, of New 
York, to cease and desist from importing Japanese-made sewing 
machines into the United States without affirmative and clear dis- 
closure of the Japanese origin of the product. In connection with 
this question and as a collateral point, the Examiner found that 
use by Standard of its registered trade-mark unrversaL added to 
the confusion among members of the American public on the 
ground that the word unrversaL not only suggested American 
origin but also suggested a business association with the U. S. 
registrant of the word unrtversau for a long line of kitchen and 
household appliances (not including sewing machines). The 
Examiner specifically noted that the owner of the United States 
registration of untversaL for household appliances, the firm of 
Landers, Frary & Clark had never protested the use of the name 
UNIVERSAL by Standard on sewing machines. He further noted that 
apparently the Trade-Mark Division of the U. S. Patent Office 
had been satisfied that there was no likelihood of confusion between 
the two UNIVERSAL marks. 


Despite these facts, the Hearing Examiner ruled that con- 
tinued use by Standard of its registered trade-mark may result 
in confusion on the part of the public and that there had been 
evidence before him by which such possibility of confusion was 
clearly established. He therefore ruled as follows: 


“Registration of a brand or trade name or mark with the 
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U.S. Patent Office for use on a class of products does not 
confer on the registrant the unqualified right to use such name 
where to do so is to confuse such products with products of 
even an entirely different class in the mind of the consumer 
because of the identity of the brand, the widespread currency 
and favorable acceptance of the latter products and their 
closeness in function and usage to the class of products for 
which such registration has been issued. Registration of a 
trade-mark is not controlling in a suit for unfair competition 
arising out of its use, * * * and the practice or rulings of the 
Patent Office cannot create a conclusive vested right in the 
registrant. * * * 


As a result, the Examiner considered it not only his duty to enjoin 
such allegedly confusing use of the name UNIVERSAL but also spe- 
cifically found that no remedy “short of complete excision” would 
give adequate protection to the public. He said: 


“The record is barren of any suggestion by experienced per- 
sons as to how adequate protection against the confusion 
which the evidence demonstrates, can be achieved short of 
complete excision of the name UNIVERSAL.” 


And again: 


“. . the evidence is clear that any such decalcomania mark- 
ing can easily, quickly and effectively be obliterated by the 
superimposition thereon of a different decaleomania unde- 
tectable by anyone other than an expert. The record shows 
the same with metal plaques, which can be removed in a mat- 
ter of minutes, without trace, to the ordinary purchaser of 
the removal. From the demonstration of this in the hearing 
room, it would appear also that another and different plaque 
could be attached with rivets in the same holes without easily 
discernable marks of substitution.” 


Should this decision of the Hearing Examiner be upheld by 
the Commission, it would probably be the first instance in which 
the Federal Trade Commission, acting on behalf of the public and 
apparently against the will of the owner of the registered trade- 
mark alleged to be in conflict with the respondent’s mark, would 
enjoin the continued use of a registered trade-mark on the ground 
that, contrary to the findings of the Patent Office, the respondent’s 
mark should never have been registered for the reason that it 
should have been held to be in conflict with another person’s regis- 
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tered mark, although this latter person never raised an objection 
to the respondent’s registration. 


NOTE 


Since the above initial decision was issued, the FTC News Summary 
No. 30, dated March 8, 1954, reports that the Commission has since 
that time issued cease and desist orders enjoining the use of the names 
of CHAMPION (by Sewing Machine Factors, San Francisco) and 
HUDSON (by Astor Industries, Inc., New York) on sewing machines 
of Japanese origin. However, it seems that contrary to the UNIVERSAL 
ease, the respondents in these two cases did not have registrations in 
the Patent Office for the names CHAMPION and HUDSON respectively. 


LL 
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REPORT ON JOINT MEETING OF PATENT OFFICE 
OPERATIONAL REVIEW COMMITTEE AND REPRESENTATIVES 
OF THE AMERICAN PATENT LAW ASSOCIATION 


The following Report was sent to the Association by the courtesy of the 
Honorable Arthur W. Crocker, Assistant Commissioner of Patents.—EDb. 


On January 28, 1954, Commissioner Robert C. Watson 
appointed a Patent Office Operational Review Committee, consist- 
ing of Assistant Commissioner Arthur W. Crocker, Chairman, 
Assistant Commissioner Daphne Leeds, Solicitor E. L. Reynolds, 
and Patent Interference Examiner H. Magil, to review the func- 
tions and operations of the Patent Office for the purpose of reduc- 
ing the cost of operation of the Office. 

In order to present the view of the patent and trade-mark 
profession regarding possible changes affecting the public and 
practitioners before the Office, the American Patent Law Associa- 
tion designated four of its members to meet with the Patent Office 
Committee. The APLA representatives are Mr. Guy R. M. del 
Giudice, Chairman of the Committee on Relations with the Patent 
Office, Mr. Richard K. Stevens, Vice-Chairman of the same com- 
mittee, and Mr. Boynton P. Livingston and Mr. John L. Esterhai, 
members of the Committee on Trade-Marks. 

The first joint meeting was held on February 26, 1954, at- 
tended by Commissioner Watson, the four members of the Patent 
Office Committee, and three of the representatives from the APLA. 
A number of proposals on the agenda were considered favorably. 

In matters affecting both the patent and trade-mark practice, 
the following changes were approved: 

Discontinue recording decisions of the Commissioner and 
Supervisory Examiners in manuscript volumes. 

Discontinue letters acknowledging receipt of various 
papers, particularly in contested cases. Addressed and 
stamped receipt cards attached to the papers would continue 
to be returned to the attorneys. 

Discontinue sending, as a regular matter, Office letters 
approving stipulations in contested patent and trade-mark 
cases. Addressed and stamped receipt cards attached to the 
stipulation by the attorneys would be returned, indicating 
approval. 

A proposal to discontinue publication of the annual vol- 
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umes of Commissioner’s Decisions was considered, but final 
conclusion was deferred pending further study. 

Revision of the various lists and indexes in the Official 
Gazette, with corresponding revision in the Annual Index. 
The List of Trade-Mark Applicants, Classified List of Trade- 
Marks Registered, and the Lists of Inventions, including re- 
issues, plants, and designs, would be eliminated. Revision of 
the format and simplification of the remaining lists would be 
put into effect. 


In matters affecting only the trade-mark practice, the follow- 
ing changes were approved: 


Discontinue the notices of publication and of allowance. 

Discontinue sending notice of a petition for cancellation 
to the attorney who obtained the registered mark. 

A proposal for revising the format of the printed copies 
of trade-marks so as to condense and simplify the arrangement 
was approved subject to a further check of views on the 
modification. 
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NOTES FROM THE PATENT OFFICE 
The Drawing in Trade-Mark Applications 


By Katharine I. Hancock* 


The drawing is a necessary part of a trade-mark application, 
and it serves the purpose of presenting those elements which con- 
stitute the essence of the trade-mark in clear and permanent form 
suitable for reproduction in the certificate of registration. Certain 
requirements relative to preparation of the drawing are set forth 
in Trade-Mark Rule 9. 


The trade-mark on the drawing should agree in all details of 
form and content with the mark as it appears on acceptable speci- 
mens submitted in the application, for a mark may be registered 
only in the form in which it is shown to have been used. Ex Parte 
Toledo Scale Co., 63 U. S. P. Q. 98. 


Since the purpose of the drawing is to show only the trade- 
mark itself, such things as representations of the goods, of labels 
or of containers, or matter which may appear on the specimens but 
which is not a part of the trade-mark, should not be included on 
the drawing. On occasion, however, it may be desirable or neces- 
sary to show the position of the mark on the goods, or on a label 
or a container, and in that event it is advisable that the outline of 
the goods, label or container be shown in dotted lines to distin- 
guish and set it off from the matter which is claimed as the trade- 
mark. The unregistrable representation should then be disclaimed. 


The trade-mark on a drawing sometimes includes lining for 
color or some element which might seem to designate color lining. 
The significance of color lining, or of features which might be 
interpreted as color designations, should be explained in the 
application in order that it will be clear exactly what constitutes 
the trade-mark. Three general situations usually arise relative to 
lining: (1) Lining which corresponds to the Patent Office key for 
indicating color (see Trade-Mark Rule 9), without color being 
claimed as an essential feature of the mark. In that situation, a 
statement in the application that the drawing is lined for a (spe- 
cified) color may be followed by the statement that no claim is 
made to color. (2) Lining which corresponds to the Patent Office 


*Trade-Mark Examiner, U. 8. Patent Office; Member of District of Columbia Bar. 
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key for color, with color being an essential feature of the mark. 
In this situation, a statement in the application that the drawing 
is lined for a (specified) color is sufficient and limits the mark to 
the color indicated. If desired, however, a statement that color is 
a material feature of the mark may be set forth affirmatively. (3) 
Lining or stippling which is merely for the purpose of producing 
a shading effect, or which is an integral element of the design of 
the mark. It is advisable that the significance of such features be 
described, along with a statement that they do not represent color, 
so that the nature of the trade-mark will not be misinterpreted. 


Additions to the mark on the drawing after the filing of the 
application are ordinarily not permitted. This does not refer to 
corrections in style of type, for example, to bring the drawing into 
conformity with the specimens; nor does it refer to additions of 
insignificant matter such as the name of the goods or a word 
similar to “brand.” It does mean that proposals to add significant 
matter which would materially change the nature of the mark and 
thereby require a new search of the Patent Office records on the 
basis of the altered mark, will not be entertained. 


Deletions from the mark on the drawing may be made during 
prosecution of the application, but they can be made only upon a 
request signed by the applicant, since an attorney is not em- 
powered to amend an applicant’s affidavit that the drawing pre- 
sented truly represents the trade-mark sought to be registered. 
Ex parte John David, 35 U.S. P. Q. 126, (27 TMR 772). 


Sometimes it is possible to take advantage of a previous draw- 
ing and thus avoid preparing a new drawing. See Trade-Mark 
Rule 6.6. A drawing from an abandoned application under the 
Trade-Mark Acts of 1905, 1920 or 1946 may be transferred to and 
used in an application under the Act of 1946. Also, a drawing 
from a registered file under the Act of 1905 or 1920 may be trans- 
ferred to and used in an application under the Act of 1946. How- 
ever, transfers of drawings from registered files under the Act of 
1946 to other pending applications under the Act of 1946 have not 
been permitted. Further, drawings prepared prior to July 1, 1926, 
are not eligible for transfer because requirements as to the size 
of the drawing prior to that date differed from the present re- 
quirements as to size, and a transfer would necessitate altering 
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the drawing. Transfers can be made only if the original mark and 
original applicant are identical with those in the new application, 
so that no change is necessary either in the mark or in the signa- 
ture which appears on the original drawing. When a drawing is 
transferred from a file, it is necessary to place a print of the 
drawing in the file from which the drawing is taken, so that the 
original record will remain complete. 


Under the Trade-Mark Act of 1946 an applicant’s name may 
appear on the drawing, but it is not required as was the case 
under the Acts of 1905 and 1920. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 
Canada 
New Canadian Trade Marks Act 


The introduction of the new Canadian Trade Marks Act, which 
was originally expected to become law on January 1, 1954, has 
been further postponed. While the exact date of the introduction 
has not been decided, it is expected that it will come into force in 
June or July, 1954. 


Great Britain 


Infringement—Concurrent User—Acquiescence 


The following British decision is considered of sufficient 
importance to warrant full briefing thereof: 


Electrolux Ld. v. Electric Ld. and another (Court of Appeal, 
71 R.P.C. 23). The trade-mark rLecTrux was registered by the 
Plaintiffs in 1928 but they did not use the mark at all until 1947. 
The trade mark ELECTROLUX, however, was used by the Plaintiffs 
in relation to a substantial business in the manufacturing and sale 
of various domestic appliances, particularly vacuum cleaners. The 
Defendants began to use and registered ELEcTRIX Lp. in the Com- 
panies Register about 1933 and began to use ELECTRIX as a trade- 
mark at least as early as 1936 on a small scale. The Plaintiffs 
became aware of Defendants and their trade-mark in 1939 and 
considered taking action against ELECTRIx as an infringement of 
ELECTROLUX, (not ELECTRUX, since apparently at this time the Plain- 
tiffs had forgotten they owned reLectrux). In 1940, because of 
the war, Plaintiffs ceased manufacturing and entered into a con- 
tract with the Defendants to be supplied with parts, some of which 
were identified with the ELEcTRIx mark. After the war, both Plain- 
tiffs and Defendants resumed manufacturing, the Defendants on 
a greatly increased scale. At this time, Plaintiffs began to use 
ELECTRUX On a cheaper model of vacuum cleaner previously sold 
under the ELEcTROLUx mark. It was conceded by Plaintiffs at the 
trial that the revival of the rLecrrux mark was purely for the 
purpose of having a better case in an infringement action against 
ELECTRIX since it was believed that ELEcTRIx was closer to ELECTRUX 
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than ELECTROLUX; and Plaintiffs wanted to avoid a counter-action 
to have the registration of ELEcTRUx expunged. Only after the 
use of ELEcTRUx had begun, Plaintiffs wrote to Defendants on 
June 9, 1947 informing them that rLecrrrx was considered to be 
an infringement of ELEcTROLUX and ELECTRUXx and asking Defend- 
ants to cease using ELECTRIX in respect of vacuum cleaners. After 
a delay of 18 months, the Plaintiffs began their infringement suit. 
It was brought out at the trial that during the 18 months delay, 
Defendants attempted to register the trade-mark Lecrrixa and that 
at the direction of the Registrar of Trade Marks, the Defendants 
asked the Plaintiffs, as owners of the registration of ELEcTRUx, for 
their consent. The Plaintiffs deliberately delayed replying in the 
negative to this request until after their plans to revive ELECTRUX 
were well under way. 


Having concluded that eLecrrix did not infringe ELECTROLUX, 
the Trial Court was faced with the following issues: (1) Is this 
word or mark eLecrrix used by the Defendants an infringement of 
ELECTRUX?; (2) Must the Plaintiffs be taken so to have acquiesced 
to the use by the Defendants of ELEcrrix that they cannot now 
obtain relief; and (3) was the use by the Plaintiffs of ELEcTRUx 
bona fide so as to prevent an action to expunge the registration 
thereof on the ground of non-use? The Lower Court found on all 
issues in favor of the Plaintiffs, with the exception of the type of 
damages available to Plaintiffs. This side issue was dealt with 
in a separate Hearing and is reported at 43 TMR 708. On the 
question of infringement, the judgment was suspended so that 
Defendants could apply to the Registrar of Trade Marks for regis- 
tration of ELEcTRIx on the ground of “honest concurrent user”. 


On appeal, it was held: (1) The Lower Court was correct in 
finding that reLecrrix infringed ELECTRUX, even though no evidence 
of confusion was offered since this is a question upon which the 
trial Court must make up its own mind. The Appellate Court did 
not consider it relevant that the first six letters of both marks were 
the same as the first six letters of the common word “electricity”. 
(2) Although the Appellate Court felt “no little sympathy for the 
Defendants, and have been not a little envious of the good fortune 
which has attended the Plaintiffs, though no doubt they may justly 
attribute it to the astuteness of their advisors . . .” it was held 
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that there had been no such acquiescence which would deprive the 
Plaintiffs of the right to the equitable remedy of injunction. It 
was nevertheless held, albeit somewhat reluctantly, that no case 
for acquiescence or “equitable estoppel” had been made out. The 
Defendants were aware of Plaintiffs marks and Plaintiffs made 
no representations which could be construed to indicate that Plain- 
tiffs had no objection to the use of mLecrrix. (3) Without attempt- 
ing a definition of bona fide use of a trade-mark, the Appellate 
Court held that since Plaintiffs had in fact used ELECTROLUX in a 
genuine commercial sense, the registration of ELECTRUX was not 
open to attack on the grounds of non-use. All the Plaintiffs did 
was to take steps to perfect their title to their trade-mark which 
steps, although injurious to the Defendants, they were entitled 
to take. It was emphasized that if the Plaintiffs had no registra- 
tion for ELEcTRUXx their use would not have been such as to enable 
them to apply for registration on the ground of “honest concurrent 
user”. The trial Judge stated in this connection, “Does the fact 
of registration affect the quality of the use? In my judgment, it 
does. The fact of registration confers upon the proprietor the 
right of exclusive use, a right which he retains so long as his 
mark is on the Register, whatever other marks are in use in the 
market. By reason of his registration, he is absolved from the 
consideration of the possibility of deception or confusion in the 
market in the exercise of his statutory right, and is entitled to 
proceed upon the footing that if deception of confusion should 
ensue, that consequence must be entirely attributed to the wrong- 
ful act of some unauthorized person.” 


The judgment in favor of Plaintiffs on all issues was stayed, as 
in the Lower Court, pending the determination of the Defendants’ 
application to register ELEcTRIx on the ground of “honest concur- 
rent user”. Furthermore, the Plaintiffs’ registration of ELEcTRUX 
was restricted to exclude “floor polishes”, since there had been no 
use at all on those goods. 


Similarity of Corporate Names 


In a recent case, 73 R.P.C. 3, Plaintiffs, Harold Lee (Mantles) 
Ltd. and Harlee Ltd., sued for passing off and sought to enjoin 
the Defendants from using their corporate names, Harold Harley 
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(Fashions) Ltd. and Harold Harley (Sales) Ltd. The Plaintiffs 
manufacture and sell children’s overcoats and suits. The Defend- 
ants design and sell women’s dresses. The Court dismissed the 
action for passing off for lack of evidence and also dismissed the 
action to restrain the use of the Defendants’ corporate name on 
the ground that there was no likelihood of confusion among the 
public or trade since the parties dealt in different goods. The 
fact that the Plaintiffs owned and used the trade-mark HaARLEE and 
LEEMARK and also manufactured and sold overcoats and suits for 
teen-agers and junior misses was given due consideration. 


Haiti 
International Conventions 


On August 27, 1953, the Haiti National Assembly ratified the 
following International Conventions: 
(1) Madrid Arrangement of April 14, 1891 dealing with false 
indications of origin; 
(2) La Haye Arrangement of November 6, 1925, regulating 


the international registration of industrial designs and 
patterns ; 

(3) Paris Convention of March 20, 1882; 

(4) Madrid Arrangement of April 14, 1891 regulating the 
International registration of trade-marks; 

(5) Geneva Convention of September 6, 1952 on copyrights. 


Iran 
Compulsory Registration for Pharmaceuticals, Food, and Medicines 
By a decree dated 23rd April, 1949, trade-marks used in rela- 
tion to pharmaceuticals, food, and medicines must be registered. 
The Ministry of National Economy, Price Stabilization Vepart- 
ment, has issued a notice dated 8th October, 1953 stating that the 
provisions of the Decree will henceforth be enforced. According 
to the Decree the number of the Iranian registration must be affixed 
to each parcel. 
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LOOZ, INC. v. ORMONT, et al. 
No. 14617 T—D. C. S. D., Calif.—July 27, 1953 


ComMMON Law TRADE-MaRKS—NATURE OF RIGHTS 
A trade-mark exists only as appurtenant to an established business and does 
not exist in gross. 
TrRADE-MarK AcT oF 1946—REGISTRABILITY—IN GENERAL 
A merely descriptive mark not entitled to registration and if registered does 
not prohibit modified use by others; thus if mark merely conveys to purchaser the 
product, quality or use intended it lacks distinctiveness and is not subject to ex- 
clusive appropriation but where person seeks to identify his business by adding to 
an ordinary word something by way of illustration or otherwise to identify his 
product courts will grant limited protection. Here Looz accompanied by picture 
of a woman, for ‘‘saline cathartic’’, whether misspelling for ‘‘lose’’ or not does 
not describe the product and constitutes a good mark as registered but when used 
in connection with a new product designed to reduce weight the mark becomes 
descriptive. 
UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
In conflicts between weak marks where adoption took place innocently at about 
same time courts may apportion territory but in realm of unfair competition courts 
are dealing with practices which injure public by creating confusion as to source of 
goods and if use is not innocent equitable considerations call for different action. 
UnFAIR COMPETITION—TRADE AND COMMERCIAL NAMES 
Court will not protect later appropriator at expense of public confusion by a 
territory apportionment where first comer used distinctive word as corporate name, 
trade name and trade-mark under which it sold its product for years, regardless 
of lack of trade-mark infringement. 
UnFralrR COMPETITION—SCOPE OF RELIEF 
Must be proof of actual loss of sales for damages in unfair competition con- 
trary to trade-mark infringement where presumption of loss is inferred from proof 
of use of mark and evidence of sales. 


Action for trade-mark infringement and unfair competition by Looz, 
Inc. v. Ormont, et al. Judgment for plaintiff. 

Mason, Graham, Collins Mason, William R. Graham and Reuben Freedman, 
of Los Angeles, California for plaintiff. 

J. G. Moser, of Los Angeles, California for defendants. 

YanxkwicH, Chief Judge. 

On May 6, 1947, the plaintiff, an Illinois corporation, began using the 
trade name of Looz in conjunction with a saline cathartic. On August 19, 
1948, it applied to the United States Patent Office for its registration as 
a trade mark. 15 U.S.C. § 1051 et seq. It was allowed on December 4, 1951. 
The mark consisted of four block letters, the end letters being about twice 
the size of the two center letters. Above the two center letters in the mark 
is the portrait of a girl in a circle, the circle being shaded on the inside. 
The statement, as finally allowed, read: 
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‘*T,00z, Ine., a corporation duly organized under the laws of the 
State of Illinois, located at Chicago, Illinois, and doing business at 
4804 West Chicago Avenue, Chicago 51, Illinois, has adopted and is 
using the trade mark shown in the accompanying drawing, for a 
Saline Cathartic, in Class 18, Medicines and pharmaceutical prepara- 
tions, and presents herewith five specimens showing the trade mark 
as actually used in connection with such goods, the trade mark being 
applied to tags or labels affixed to the containers for the goods, and 
requests that the same be registered in the United States Patent Office 
on the Principal Register in accordance with the act of July 5, 1946. 
The portrait of the girl appearing on the drawing is fanciful. The 
lining in the mark and drawing is used to indicate shading. 

‘‘The trade mark was first used on May 6, 1947, and first used in 
commerce among the several States which may lawfully be regulated 
by Congress on May 6, 1947. 

“Looz, Inc. 


‘‘By Andrew M. Begale, 
‘*President.’’ 


The trade mark finally registered in the Principal Register bore No. 


551,474. 


Registered Dec. 4, 1951 







Exhibit A 
Registration No. 551,474 


PRINCIPAL REGISTER 
Trade-Mark 


UNITED STATES PATENT OFFICE 
Looz, Inc., Chicago, Il. 


Act of 1946 


Application August 19, 1948, Serial No. 563,746 


Bz 


STATEMENT 
LOOZ, Inc., a corporation duly organized under the laws of the State of Illinois, 











located at Chicago, Illinois, and doing business at 4804 West Chicago Avenue, Chicago 
51, Illinois, has adopted and is using the trade-mark shown in the accompaning drawing, 
for a SALINE CATHARTIC, in Class 13. Medicines and pharmaceutical preparations, 
and presents herewith five specimens showing the trade-marks as actually used in con- 
nection with such goods, the trade-mark being applied to tags or labels affixed to the 
containers for the goods, and request that the same be registered in the United States 
Patent Office on the Principal Register in accordance with the act of July 5, 1946. The 
portrait of the girl appearing on the drawing is fanciful. The lining in the mark 
and drawing is used to indicate shading. 

The trade-mark was first used on May 6, 1947, and first used in commerce among 
the several States which may lawfully be regulated by Congress on May 6, 1947. 


LOOZ, INC. 
By ANDREW M. BEGALE, 


On July 8, 1952, the plaintiff registered his trade mark with the 


President. 
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Secretary of the State of California, Calif. Bus. & Prof. Code, §14270. In 
the labels on which the mark was used by the plaintiff, the product to which 
it applied was characterized as ‘‘a saline carthartic’’. The injunction con- 
tained on it was to eat more leafy vegetables, fruit and fruit juices, eat 
less starchy foods such as white bread, potatoes, sweets, fatty foods, ete. 
The direction for taking was two tablets at bedtime and two tablets before 
breakfast with a glass of water. 


I. Distinctive TrapE MarKs 


Although the labels and the mark stressed the product as a cathartic, 
in the advertising the reducing quality of the product was stressed. Plain- 
tiff advertised its product in newspapers in the States of Illinois and In- 
diana. It sold its products through dealers who advertised it through 
newspapers and wholesalers who distributed it in interstate commerce. 
While the evidence is rather slight as to any sales made in California, it 
may be assumed that some of the advertisements circulated in California. 
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There is evidence that the Chicago newspapers in which some of the adver- 
tisements appeared, had a slight circulation in California. 


After some controversy with the United States Food and Drug Admin- 
istration, the plaintiff, in 1951, for over a year, desisted from the sale of 
the product in interstate commerce. Then in March of 1952, it developed 
a new formula which was actually manufactured for it by a pharmaceutical 
concern and put on the market on June 18, 1952. While the same mark 
was attached to the product and it was called an ‘‘improved formula’’, it 
was an entirely different product. Instead of being a cathartic, the pri- 
mary object of which is to aid elimination of wastes from the body, it was 
designated to help curb and lessen the appetite by providing added non- 
nutritive bulk (Loozine), and supply certain vitamins and minerals. 

The defendants, in the latter part of 1951, began to use the word 
Looz on a preparation called ‘‘a dietary reducing aid.’’ The mark did not 
use the fanciful woman’s figure which is a part of the plaintiff’s mark, but 
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the advertising throughout insisted on the reducing effects of the formula. 
Although the defendants used separate corporate structures controlled by 
members of the same family to divide the business in which they were 
engaged, one concern selling direct to the public, another selling only to 
wholesalers, no attempt was made to secure any status for Looz. While 
the advertisements referred to the product as being manufactured by Looz, 
the evidence showed that at no time was a certificate filed under the law 
of California, showing that some of the defendants were doing business 
under the name. Cal. Civil Code, §§2466-2470. This, despite the fact that 
some of the labels contained the statement ‘‘Manufactured for and distrib- 
uted by Looz’’. As the principal defendant, Mr. Ormont admitted, there 


Exhibit C 
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T. M. ROI U. S. Pat. Office 
IMPROVED FORMULA 

A Dietary Food Supplement 
designed to help you curb or 
lessen the appetite by provid- 
ing added non-nutritive bulk 
(Loozine) and supply certain 
Vitamins and Minerals. 


No Special Diet to Follow 
INGREDIENTS —————> 
PRICE $3.00 60 TABLETS 
Distributors LooZ Inc. 
4806 W. Chicage Ave. 
Chicago 5), Ill. 


$5.50 40 Day supeLy 
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See circular inside for Looz Reducing Plan. 
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3 Tablets contain: Loozine (Carboxymethylcellulose 


3 grs. and methylcellulose 18 grs., both non- 
bic Acid) 9 mgm.; Calcium (DiCalcium) 90 mgm.; 
Phosphorous (Phosphate). 144 mgm. 


nutrifives); Vitamin B, (Thiamin HCi) 1 mgm.; 
Vitamin Bz (Riboflavin) | mgm.; Vitamin C (Ascor- 


120 Tablets ....... 
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never was, in fact, such an organization. The only entity of the kind is 
the plaintiff’s organization, which has used Looz as a corporate name and 
as a trade name and a part of its mark since 1947. 

The plaintiff has expended large sums of money during the period of 
its existence in advertising both its old and new product. While the amount 
so expended does not compare with that spent by the defendant, it is, none- 
theless, substantial. The defendant, it should be noted, has literally satu- 
rated the air lanes of the eleven western States with radio advertising of 
its product. It was admitted that during one period nearly one-half million 
dollars in advertising produced sales of only $650,000. That the defend- 
ant’s advertising may have, indeed, helped the plaintiff need not be denied. 
But here again, we are confronted with the question of prior right and 
use both in the realm of trade mark and unfair competition. 

We dispose of the claim of the defendant that it is entitled to relief 
by way of cross complaint by pointing to the fact that it is the late-comer 
in the field, that it has appropriated a substantial part of the plaintiff’s 
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trade name and mark, that it has referred in its advertising to a non- 
existent organization named Looz for which the product ‘‘is manufactured’’ 
and has not even taken the trouble of taking out a certificate of doing 
business under such fictitious name. Under no principle of law or equity 
would the defendant be entitled to relief in the circumstances. 


The real problem is: Is the plaintiff entitled to relief under the com- 
plaint on the theory of infringement of the plaintiff’s trade mark or unfair 
competition ? 

Plaintiff seeks relief by way of injunction and damages, under both 
theories. 

II. Trapr NAMES AND TRADE MARKS 


We consider briefly some fundamental legal principles. 


In the law of the United States, a trade name or trade mark does not 
exist in gross, as an abstract or independent property right. It is only a 
method used by a person to designate his business or his goods. It exists 
only as appurtenant to an established business or trade in connection with 
which it is used. 3 Callmann: Unfair Competition and Trade Marks, 2nd 
ed., 1950, See. 66.3, p. 1103: Treager v. Gordon-Allen, Limited, 71 F.2d 
766, 768 [24 TMR 419]; Hanover Star Milling Co. v. Metcalf, 240 U.S. 
403, 406, 413; see the writer’s opinion in Brooks Bros. v. Brooks Clothing 
Co. of Calif., 60 F.Supp. 442, 449 [35 TMR 99], and cases cited in Note 
12 of that opinion. 


A mark which is merely descriptive is not entitled to registration. 15 
U.S.C. § 1052(e) (1); Cal.Bus. & Prof. Code, § 14201. And if registered, 
it does not close the field to others who use it in a modified form for differ- 
ent purposes. 


It is, at times, difficult to determine of what distinctiveness consists. 
3 Callmann, op.cit., See. 69. But, generally, if the mark merely carries to the 
purchaser the image of a specific product or the quality associated with it, 
or the object for which the product is intended, it lacks distinctiveness and 
is not the subject of exclusive appropriation. Thus, the term ‘“‘gall cure’’ 
in conjunction with the representation of a horse could not be appropriated 
exclusively for use by the makers of remedy for horses. Bickmore Gall Cure 
Co. v. Karnes Mfg. Co., 126 F. 573. The word rip-J1mp on an ironing table, 
step ladders or stepstools could not be the subject of exclusive appropria- 
tion, as the mark merely described the ‘‘rigid’’ quality of the goods. J. R. 
Clark Co. v. Rich Ladder & Mfg. Co., 168 F.2d 314. A pictorial represen- 
tation of a can with powder flowing from it into a toilet bowl could not 
constitute an exclusive trade mark for a toilet bow! cleaner. Judson Duna- 
way Corp. v. Hygienic Products Co., 178 F.2d 461 [40 TMR 113]. The use 
of RITE-RITE is a trade name of pens did not prevent the use of RITE-CRAFT 
by another. Rite-Rite Mfg. Co. v. Rite-Craft Co., 181 F.2d 226 [40 TMR 
418]. See Walgreen Drug Stores, Inc. v. Obear-Nester Glass Co., 113 F.2d 
956 [30 TMR 477, 529]. 
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In these, as in other cases, the courts have been generous in protecting 
the person who has sought to identify his business or the goods he sold. 
And even when denying him exclusiveness, they have allowed him to stay 
in the field if he had added something to an ordinary word either by way 
of an illustration or otherwise, to identify his product. 


If these principles are applied to the facts in this case, it becomes 
evident that the plaintiff’s mark in its original form is good. The trade 
mark is for a ‘‘saline cathartic’. The word Looz evidently is the misspell- 
ing of the word ‘‘lose’’. Neither it nor the picture of the woman accom- 
panying it has anything to do with a laxative, the object of which is to 
allow an easier elimination of waste materials. In American pharmacopoeia, 
a laxative is not considered as aiming at reducing a person’s weight, al- 
though one might conceive that excessive use might so prevent a person 
from properly digesting food that a slight reduction in weight might result. 
The average person does not buy a laxative for the purpose of losing weight. 
So that, assuming that the word Looz stands for ‘‘lose’’, it does not, either 
alone or in conjunction with the fanciful picture of the woman in a circle, 
describe a laxative, saline or other. Much less does it describe a product 
aimed to reduce excessive weight from persons using it. So, in that respect, 
the trade mark as registered and as originally used is not merely descriptive. 
but when we come to the new formula, the situation alters. For the new 
formula changes entirely the nature of the product to which the mark at- 
tached from ‘‘a saline cathartie’’ to a ‘‘dietary food supplement’’, the chief 
aim of which is to achieve reduction in weight. 


III. APPROPRIATION OF TRADE NAME aS UNFAIR COMPETITION 


The defendant has appropriated the word Looz without the fanciful 
woman’s figure encased in a circle. It uses it on the product which is 
definitely claimed to reduce weight. Its advertising emphasizes that fact 
and blatantly calls it ‘‘fool-proof’’. In the minds of persons who have 
seen the newspaper advertisements and listened to the radio advertisement, 
there is confusion of source. This extended to the drug trade. The plaintiff 
listed the product in the catalogue of the trade known as the ‘‘Drug Topics 
Red Book’’. There are, in the record, communications addressed to the 
plaintiff indicating confusion of source caused by the defendant’s product. 
A representative of one of the large drug companies, McKesson and Rob- 
bins, complained by letter to the plaintiff that a price offer was being made 
by one of the plaintiff’s representatives which was different from the price 
at which they were purchasing the product from the plaintiff. The fact was 
that the offer was being made by the agents of the defendant. 


When there is a conflict between marks and the original mark is not a 


strong one, courts, at times, have apportioned territory. Hanover Star 


Milling Co. v. Metcalf, 240 U.S. 403; United Drug Co. v. Theodore Rectanus 
Co., 248 U.S. 90. In view of this, the defendants urge that, as the business 
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of the plaintiff was localized, to a certain extent, in the States of Illinois 
and Indiana, and other middle western States, while theirs had been de- 
veloped in the eleven Pacific Coast States, the businesses might co-exist 
without interference. 


But in the realm of unfair competition, we are dealing with practices 
which injure the publie by creating confusion as to the source of goods. 
See, American Distilling Co. v. Bellows and Company, 1951, 102 Cal.App.2d 
8, 25. When this is the case, and we are not confronted with persons who 
innocently have adopted, at or about the same time, the same trade mark or 
trade name, as was the situation in the cases just cited, equitable considera- 
tions call for different action. 


When the first comer in the field has had a distinct word as its corpo- 
rate name, has used it as a trade name, has had a trade mark under that 
name, and has marketed under it products for a period of years, the later 
appropriator is not entitled to the protection of equity at the expense of 
publie confusion. See, Jackson v. Universal International Pictures, Inc., 
36 Cal.2d 116. And so the conclusion to be reached in this case can be 
stated briefly in this manner: 


The plaintiff has been using the word Looz as a trade name and as a 
corporate name since 1947. It has a trade mark in California and a federal 
trade mark embodying the name Looz. As to the product for which the 
registrations were made, the mark was not descriptive. The defendant has 
not applied the mark to a product similar to the original product. As to 
the product which came into later use and which the defendant is also 
marketing, the word Looz is not distinctive but descriptive because it stresses 
loss of weight as the result of consuming the product. So the defendants 
are not infringing the registered mark. But they are using a name which 
has been preempted by others, and used legitimately as a trade name and 
the name of a corporation. They are using it in such manner as to give 
the impression that their product is manufactured for and distributed by 
a concern named 1ooz and there is only one legal concern named Looz in 
the field, that of the plaintiff. See, Hastern Columbia, Inc. v. Waldman, 
30 Cal.2d 268, 271 [37 TMR 586]; Note, Trade Name Infringement as 
Unfair Competition, 40 Cal.LawRev. 571.1 


1. There are to be found in the books, many cases decided before Erie Railroad Co. 
v. Tompkins, 304 U.S. 64, 65, and dating to a time when unfair competition was governed 
as by general federal principles and not, as now, by State law, in which the appropriation 
of a substantial part of a trade name, under circumstances similar to those existing 
in this case, was forbidden under the law of unfair competition, where the similarity 
was such as likely to lead to confusion. And this, regardless of the validity or in- 
validity of the trade mark and although the word appropriated was an ordinary English 
word. Illustrative are: ‘‘Home Comfort’’ as the title for a magazine in favor of the 
first user who had applied the word ‘‘Comfort’’ to a publication. Gannert v. Rupert, 
127 F. 962. ‘‘Sta-Kleen’’ for a tooth brush against a prior use of the word ‘‘Keep- 
clean’’. Florence Mfg. Co. v. J. C. Dowd & Co., 178 F. 73. ‘‘Photo-Play Journal’’ 
for a magazine devoted to motion picture productions in favor of a prior user of 
‘*Photoplay’’ for a magazine of similar character. Photoplay Pub. Co. v. La Verne 
Pub. Co., 269 F. 730. ‘‘Queen Brand’’ as applied to women’s apparel in favor of the 
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It is elementary that unfair competition may exist in the absence of 
trade mark infringement. Brooks Bros. v. Brooks Clothing Co., 60 F.Supp. 
442, 447 [35 TMR 99], and cases cited in Footnote 6 of that case. When 
this is the case, a different measure of damage applies. In trade mark 
infringement, presumption of loss is inferred from proof of use of the mark 
and evidence of sales, while in unfair competition, the law calls for proof 
of actual loss of sales. Mishawaka Rubber & Wool Mfg. Co. v. S. S. Kresge 
Co., 316 U.S. 203 [32 TMR 254]; Champion Spark Plug Co. v. Sanders, 331 
U.S. 125, 131 [837 TMR 323]; Modesto Creamery v. Stanislaus Creamery 
Co., 168 Cal. 289, 295; J. C. Penney Co. v. H. D. Lee Mercantile Co., 120 
F.2d 949, 958. 

Judgment will, therefore, be for the plaintiff on the ground of unfair 
competition for injunction and damages. 


ROSS-WHITNEY CORPORATION v. SMITH KLINE & 
FRENCH LABORATORIES 


No. 13420—C. A. 9—September 16, 1953 


UNFAIR COMPETITION—PLEADING AND PRACTICE 
Suit for unfair competition properly before District Court where infringement 
of trade-mark DEXEDRINE is alleged under title 28 U.S.C.A. 1338 and hence Court 
has jurisdiction, regardless of diversity of citizenship and jurisdictional amount, 
to determine the substantial and related claim that appellants are guilty of unfair 
competition in copying the appearance and name of appellees’ tablet. 


CouRTS—J URISDICTION 
Where SKF expended over $1,200,000 in advertising the finding that the 


amount in controversy exceeds $3,000.00 is amply supported by the evidence. 
TRADE-MarK Act oF 1946—TITLE 
Question of whether name for patented article passes to the public in the 
expiration of the patent depends on whether the public considers it as a generic 
term or identifies it with the source of the product, in which latter event it may be 
protected; where the product may only be obtained by prescription the generic 
term is of no concern to purchaser and mark, by reason of advertising may indi- 


prior user of ‘‘Queen Make’’. Queen Mfg. Co. v. Isaac Ginsberg § Bros., 25 F.2d 284. 
‘*Fashion Row’’ as applied on both men’s and women’s apparel as against ‘‘ Fashion 
Park’’ similarly applied. Fashion Park, Inc. v. The Fair, 49 F.2d 830 [21 TMR 305]. 
‘*Toilet-San’’ as applied to porcelain cleaner in powder form in favor of prior user of 
‘‘Sani-Flush’’. Hygiene Products Co. v. Huntington Laboratories, Inc., 139 F.2d 508 
[34 TMR 50]. ‘‘Blind-Kraft’’ as applied to brooms, brushes, mops and furniture 
made by blind persons in favor of ‘‘Blindecraft’’ similarly applied. San Francisco 
Ass’n for the Blind v. Industrial Aid for the Blind, Inc., 152 F.2d 532 [36 TMR 14]. 
‘“General Finance Loan Company’’ and ‘‘General Finance Corporation’’ as applied 
to a firm engaged in making small business loans in favor of a prior user for the same 
business of the name ‘‘General Loan Company’’. General Finance Loan Co. v. General 
Loan Co., 163 F.2d 709, 710 [37 TMR 755]. 

In most of the cases just cited,—excepting Queen Mfg. Co. v. Isaac Ginsberg ¢ 
Bros., supra, Fashion Park, Inc. v. The Fair, supra; Hygiene Products Co. v. Huntington 
Laboratories, Inc., supra; and, San Francisco Ass’n for the Blind v. Industrial Aid 
for the Blind, Inc., supra; which turned on the validity of the trade mark,—the courts 
enjoined the late comer in the field despite the fact that the word appropriated was an 
ordinary word. They held that even an ordinary word could, by use, become so 
associated with a particular business as to warrant enjoining others, under the doctrine 
of unfair competition, from using it in similar businesses. 
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cate source to physicians and druggists and such finding is supported by the 
evidence and not clearly erroneous. 
UNFAIR COMPETITION—BASIS OF RELIEF 

Deception of the public and confusion of goods brought about by fraudulent 
practices constitute unfair competition where the injured product has acquired 
either a technical trade-mark or a secondary meaning. 

Functional features such as the round shape and scoring of tablets cannot 
acquire secondary meaning nor can white color where tablet is composed of white 
powder but where plaintiff adopts distinctive heart shaped tablet and orange color 
for purpose of identifying plaintiff’s product, subsequent adoption by defendant 
of identical size, shape and color sets stage for confusion which is not prevented 
by marketing tablets in clearly marked bottles since they may be sold apart from 
the container. 

TrRADE-MarRK Act or 1946—REGISTRABILITY—IN GENERAL 

Use of phrase HEART BRAND DEXEDRINE since it includes plaintiff’s mark 
DEXEDRINE suggests that the tablet is the product of either SKF or a licensee 
of SKF. 

Basis OF RELIEF—IN GENERAL 

Use in advertising circulars of phrase WE GUARANTEE A CHANGE OF HEART 
together with sample heart shaped tablets which are Chinese copies of the SKF 
tablet tends to encourage druggists to substitute regardless of whether the drug- 
gists were advised of the facts or not since the wrong was the placing in the 
druggists hands of the means of deception. 

CourTS—PLEADING & PRACTICE 

Motion for preliminary injunction may be decided on affidavits and an injunc- 
tion should issue to maintain the status quo and to prevent irreparable injury to 
SKF from defendants substandard tablets, since investment of defendants is small 
and ultimate rights are protected by bond to be posted by SKF. 


Appeal from District Court for Southern District of California. Action 
by Smith Kline & French Laboratories v. Ross-Whitney Corporation et al., 
for trade-mark infringement and unfair competition. Defendants appeal 
from order granting preliminary injunction. Affirmed. 


Robert C. Whitney, of Beverly Hills, California and Louis 8S. Edelberg 
and Samuel Greenfield, of Los Angeles, California for appellants. 


Lyon & Lyon, Leonard 8. Lyon and Reginald E. Caughey, of Los Angeles, 
California and Ballard, Spahr, Andrews & Ingersoll, Charles I. Thomp- 
son, and William 8. Rawls of Philadelphia, Pa., for appellee. 


STEPHENS, Circuit Judge. 

Smith Kline & French Laboratories, known as SKF, is principally en- 
gaged in the manufacture of prescription drugs which are sold to pharma- 
cists. In 1936 SKF obtained the patent! on the combination drug, benzyl 
methyl carbinimine, and put it on the market under the name BENZEDRINE 
which was registered as a trade mark with the United States Patent Office.? 
In 1938 the American Medical Association adopted the name amphetamine 
sulfate as its official designation for the combination. 

Some years after acquiring the patent on amphetamine sulfate, SKF 

1. U. 8S. Patent No. 1,879,003 issued in 1932 to Gorden A. Alles, and later as- 


signed to SKF. See SKF v. Clark & Clark, 3 Cir., 1946, 157 F.2d 725. 
2. Registration No. 337,407, issued August 4, 1936. 
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developed through research the dextro-optical isomer of amphetamine 
sulfate, i.e., dextro-amphetamine sulfate, which it put on the market in 1939 
under the name DEXEDRINE registered as a trade mark with the United 
States Patent Office.® 


At first, SKF marketed the BENZEDRINE in five or ten milligram dosage 
in the form of a round, white tablet with beveled edges and a concave 
bottom, and marketed the DEXEDRINE in a five milligram yellow tablet. In 
May 1949 SKF changed the form of its BENZEDRINE and DEXEDRINE tablets. 
The new BENZEDRINE tablet was colored pinkish-brown. It was in form 
similar to an equilateral triangle with sides slightly curved and points 
rounded. A straight furrow bisecting the tablet ran across it to one of the 
rounded corners. The tablet resembled what may be termed a Valentine 
heart. The new DEXEDRINE tablet had the same size and shape, but was 
colored orange. Between 1949 and 1951, SKF expended over $1,200,000 
to advertise and publicize the new size, shape, and color combinations of 
its BENZEDRINE and DEXEDRINE tablets. SKF'’s patent expired on ampheta- 
mine sulfate and dextro-amphetamine sulfate in November, 1949, and 
other companies began to manufacture and sell the drugs under various 
brand names.* 


In 1951, the Ross-Whitney Corporation doing business as the Heart 
Pharmaceutical Co. of California, hereinafter referred to as appellants, 
began the manufacture, advertisement, and sale of a dextro-amphetamine 
sulfate tablet which in size, shape, and color exactly duplicated SKF’s 
DEXEDRINE tablet. Appellants labeled their product HEART BRAND DEXE- 
DRINE and offered it for sale at a price considerably below that of SKF’s 
DEXEDRINE. 


In an action instituted against appellants in the United States District 
Court for the Southern District of California, SKF charged appellants 
with trade mark infringement and unfair competition. In its complaint 
SKF prayed that the court issue a temporary restraining order and a 
preliminary and permanent injunction to prevent appellants from manu- 
facturing, selling, offering for sale, advertising or otherwise dealing with 
medicinal tablets in imitation of SKF’s DEXEDRINE or in using the trade 
mark DEXEDRINE. 


The District Court, Judge Leon B. Yankwich presiding, declined to 
issue an ex parte temporary restraining order, but entered a rule to show 
cause why a preliminary injunction should not issue. The matter was 
heard before Judge James M. Carter who ordered a preliminary injunction 
after making preliminary findings of fact and drawing preliminary conclu- 
sions of law which are summarized as follows: 


3. Registration No. 373,000, issued November 21, 1939. [See Exhibit D.] 
4. E.g., ADRIZINE; DEXTRONE; AMPHADEX; and D.A.S. are some of the brand 
names under which dextro-amphetamine sulfate is sold by other manufacturers. 
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PRELIMINARY FINprinGs or Fact 


1. SKF is a citizen of Pennsylvania and appellant is a citizen 
of California, and the amount in controversy exceeds $3,000.00. 

2. SKF is using DEXEDRINE as its trade mark for dextro-amphe- 
tamine sulfate. 

3. DEXEDRINE is marketed in a unique, distinctive, non-functional, 
well-advertised color and shape combination which has acquired a 
secondary meaning in the wholesale and retail drug trade. 

4. Dextro-amphetamine sulfate is a potent drug which may be 
sold only on prescription. 

5. DEXEDRINE is sold in bottles bearing SKF ’s trade mark, but 
the tables do not individually contain the trade mark. 

6. Appellants have duplicated the size, shape, and color of SKF’s 
DEXEDRINE tablet. 

7. Certain retail pharmacists have purchased appellants’ tablets 
and ‘‘palmed them off’’ as SKF’s and appellants have made that 
possible with their counterfeit tablets in bottles labeled HEART BRAND 
DEXEDRINE. 

8. DEXEDRINE is a valid trade mark and not a synonym for 
dextro-amphetamine sulfate or the generic name of a drug. 

9. Some of appellants’ tablets were not of the potency of SKF’s 
DEXEDRINE. 

10. SKF has suffered irreparable injury in that large quantities 
of appellants’ tablets have been distributed throughout the United 
States and have enabled druggists to palm off appellants’ product 
for SKF’s. 


PRELIMINARY CONCLUSIONS oF LAW 


1. The court has jurisdiction over the parties. 

2. DEXEDRINE is SKF’s valid trade mark for dextro-amphetamine 
sulfate. 

3. Neither the trade mark DEXEDRINE nor the shape-color com- 
bination of SKF'’s tablets is in the public domain. 

4. Appellants unfairly competed with SKF and infringed the 
DEXEDRINE trade mark. . 

5. Some of appellants’ tablets were misbranded in violation of 
the Food Drug and Cosmetics Act. 

6. SKF has suffered and will continue to suffer irreparable in- 
jury unless a preliminary injunction is granted; and therefore SKF 
is entitled to a preliminary injunction. 


Accordingly, an order of preliminary injunction was entered by which 
appellants were enjoined, jointly and severally, until a final determination 
in the action, 


‘‘from making, advertising, offering for sale, delivering or selling 
dextro-amphetamine sulfate, or any drug having similar therapeutic 
effects, in tablets having the combination of shape and color of plain- 
tiff’s product, or in any other shape and color so closely resembling 
the combination of shape and color of plaintiff’s product as to be 
likely to enable druggists to palm off defendant’s product as plaintiff’s 
product; * * *.” 


Appellants were further ordered to obtain clearance from the court if they 
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wished to market their product in a different shape and color, and they 
were enjoined from using the trade mark DEXEDRINE. SKF was required 
to put up a $25,000 bond to secure appellants if they are subsequently 
found to have been “‘wrongfully enjoined’’. See Rule 65(c), Federal 
Rules of Civil Procedure, Title 28 U.S.C.A. 


This appeal is from the preliminary injunction. See Title 28, U.S.C.A. 
§1292. 
JURISDICTION 


In its complaint SKF alleges both infringement of a registered trade 
mark and unfair competition. Title 15 U.S.C.A. §1121 bestows upon the 
United States District Court original jurisdiction in civil suits for trade 
mark infringement without regard to the amount in controversy or the 
lack of diversity of citizenship of the parties. And Title 28 U.S.C.A. 
§1338(a) bestows jurisdiction on the District Court in civil cases affecting 
registered trade mark. Thus, there can be no doubt that the suit for trade 
mark infringement is properly before the District Court. 


The suit for unfair competition is also properly before the District 
Court for several reasons, First, since there is an allegation of infringe- 
ment of SKF'’s trade mark DEXEDRINE before the District Court, Title 28 
U.S.C.A. §1338(b) gives the court jurisdiction to determine at the same 
time the substantial and related claim by SKF that appellants are guilty 
of unfair competition in copying the appearance and name of SKF'’s tablet. 


Furthermore, this court recently held in Stauffer v. Exley, 9 Cir., 
1950, 184 F.2d 962 [40 TMR 960], that the District Court has original 
jurisdiction over causes alleging unfair competition where the acts com- 
plained of affect interstate commerce even in the absence of diversity of 
citizenship of the parties and jurisdictional amount and where there is no 
substantial and related claim under the federal trade mark laws. Citing 
15 U.S.C.A. §1126(b), (h) and (i).° 


In any event, the District Court has jurisdiction under Title 28 
U.S.C.A. §1332. There is the required diversity of citizenship since SKF 
is a citizen® of Pennsylvania and appellants are citizens of California. And 
the District Court’s finding that the amount in controversy exceeds 
$3,000.00 is supported by the evidence that SKF had a substantial invest- 
ment in DEXEDRINE and its peculiar shape-color-size combination by virtue 
of the $1,200,000 spent in advertising alone from May 1949 to Septem- 
ber 1951.7 


desiccating hig iaaasaaiatiijalincialgriieniaatpasitacaniattliniite 

5. See, also, Pagliero v. Wallace China Co., 9 Cir., 1952, 198 F.2d 339 [42 TMR 
839]. 

6. For the purposes of diversity, a corporation is a ‘‘citizen’’. Barrow Steamship 
Co. v. Kane, 1898, 170 U.S. 100; Thomas v. South Butte Mining Co., 9 Cir., 1916, 230 
F. 968; United States v. Southern Pacific R. Co., 9 Cir., 1892, 49 F. 297. 

7. See Del Monte Special Food Co. v. California Packing Corp., 9 Cir., 1929, 34 
F.2d 774 [19 TMR 443]; Indian Territory Oil §& Gas Co. v. Indian Territory Illwminat- 
ing Oil Co., 10 Cir., 1938, 95 F.2d 711 [28 TMR 295]. 
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LIMITED QUESTION BErorE Court oF APPEAL 


The decision to grant or to refuse a preliminary injunction lies within 
the District Court’s sound exercise of its discretion. In an appeal from 
the grant of a preliminary injunction, the question before this court is, 
did the District Court abuse its discretion in granting a preliminary in- 
junction %8 


The ruling on the motion for a preliminary injunction leaves open the 
final determination of the merits of the case. However, to the extent that 
the merits have been indicated by affidavit or testimony before the trial 
court, they must be considered in an appeal from the granting of a pre- 
liminary injunction since it is the rule in this circuit that the district court 
has not abused its discretion if ‘‘the possibility that the plaintiff may make 
out a case upon the merits’’ has been established. Northwestern Steve- 
doring Co. v. Marshall, 9 Cir., 1930, 41 F.2d 28, 29. 


TRADE Mark? 


Does SKF have a valid trade mark in the name of DEXEDRINE? It is 
appellants’ contention that the name DEXEDRINE became so identified with 
SKF’s product during the period of the patent as to become the generic 
name of the product, and that upon the expiration of SKF’s patent both 
the patent and its generic name fell into the public domain. SKF takes 
the position that DEXEDRINE is a trade mark for a drug, the generic name of 
which is dextro-amphetamine sulfate. 


When a new product or machine is patented and then marketed for the 
duration of the patent under a particular name, if the consumer so identi- 
fies the name with the article itself, without regard to the source of its 
manufacture, that name may become the generic designation of the product 
and as such enters the public domain along with the patent at the end of 
the protected period.1° The generic designation may have originated as a 
proper name, or a descriptive name,!* or even an invented name.!? How- 
ever, to the extent that the given name is identified in the mind of the 


8. Owen v. Perkins Oil Well Cementing Co., 9 Cir., 1924, 2 F.2d 247; Kings 
County Raisin & Fruit Co. v. U. 8. Consol. S.R. Co., 9 Cir., 1910, 182 F. 59; Weiner 
v. National Tinsel Mfg. Co., 7 Cir., 1941, 123 F.2d 96. 

9. ‘*The term ‘trade mark’ includes any word, name, symbol, or device or any 
combination thereof adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those manufactured or sold by others.’’ Title 15 
U.8S.C.A. §1127. 

10. See Title 15 U.S.C.A. §1064(c); Singer Mfg. Co. v. June Mfg. Co., 1896, 163 
U.S. 169; Kellogg Co. v. Nat. Biscuit Co., 1938, 305 U.S. 111 [28 TMR 569]. 

11. ‘‘Singer’’ is the generic description of a type of sewing machine: Singer 
Mfg. Co. v. June Mfg. Co., 1896, 163 U.S. 169. 

12. ‘‘Shredded Wheat’’ is the generic description of a particular breakfast 
cereal composed of ‘‘whole wheat which has been boiled, partially dried, then drawn 
or pressed out into thin shreds and baked’’ to form a pillow-shaped biscuit. Kellogg 
Co. v. Nat. Biscuit Co., 1938, 305 U.S. 111, 113 [28 TMR 569]. 

13. ‘‘Aspirin’’ is the generic description (for some purposes later referred to in 
this opinion) for the drug ‘‘acetyl salicylic acid’’, also called ‘‘monoaceticacidester of 
salicylicacid’’. Bayer Co. v. United Drug Ca, SDNY, 1921, 272 F. 505. 
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consumer with the source of the product, the name may be protected.!* 
‘‘There is no presumption of law, without proof of the fact * * *, that a 
name used on a patented article passes to the public on the expiration of the 
patent.’’ President Suspender Co. v. MacWilliam, 2 Cir., 1916, 238 F. 
159, 163. 


We find it significant that the combination drug dextro-amphetamine 
sulfate (or DEXEDRINE, as designated by SKF) is so powerful that it can be 
obtained by the consumer only as a patient on a physician’s prescription. 
He cannot purchase DEXEDRINE or the combination drug by generic name 
over the counter. It follows that he is not concerned with the designation 
of the product, but the prescribing doctor and the pharmacist are con- 
cerned. Therefore, it is irrelevant that the patient for whom the drug is 
prescribed may or may not know its generic name or the name coined by 
the manufacturer. Since the manufacturer’s market for the drug is, in 
fact, the prescribing physician through the pharmacist, the word DEXEDRINE 
through advertising as to identification by size, shape, and color in tablet 
form may well come to mean SKF’s preparation of dextro-amphetamine 


sulfate. 


To paraphrase the American Law Institute’s Restatement of Torts, 
1938 ed., Vol. 3, §735, Illustration 3: 


‘A [i.e., SKF] invents a medicinal product for which he secures 
a patent and which he markets to druggists for resale. He gives the 
product the name [dextro-amphetamine sulfate] and markets it under 
the name DEXEDRINE as his trade mark. He sells the product in bulk 
to druggists who then put it up in smaller packages and sell it to con- 
sumers aS DEXEDRINE prepared by them. In the course of years DEXE- 
DRINE becomes the only name by which the product is known to con- 
sumers and they regard the name as the generic designation for the 
product. Druggists, however, know the technical name and know that 
DEXEDRINE is A’s brand name for the product. A’s interest in the 
designation is then not protected in sales to ultimate consumers; but 
it is protected, as far as practicable, in sales to druggists.’’15 


The record abounds with affidavits of doctors and pharmacists stating 
that to them the name DEXEDRINE designates the dextro-amphetamine sulfate 
tablets marketed by SKF. Therefore, the District Court’s preliminary 
finding that DEXEDRINE is SKF'’s trade mark for dextro-amphetamine sul- 
fate is not clearly erroneous. 

Furthermore, SKF’s statement of registration of the trade mark 
DEXEDRINE was in evidence before the court. And there are exhibits of 
bottles in which SKF distributes its preparation. On the label of each 
bottle there appears the word DEXEDRINE footnoted with an asterisk after 
which appears: ‘‘T.M.Reg.U.S.Pat.Off.”’ and a reproduction of the tablet, 


14. ‘*Prest-O-Lite’’ is not the generic description of an acetylene gas package 
upon which the patent has expired. Searchlight Gas Co. v. Prest-O-Lite Co., 7 Cir., 
1914, 215 F. 692. ‘‘Ideal’’ is not generic description of a type of hairbrush. Hughes 
v. Alfred H. Smith Co., 2 Cir., 1913, 209 F. 37 

15. Cf. Bayer Co. v. United Drug Co., 1921, 272 F. 505. 
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indicating its color, shape, and size with the designation ‘‘Trade [picture] 
Mark.’’ We conclude that the requirements of Title 15 U.S.C.A. §§1051, 
1072, and 1111, have been complied with and accordingly the District 
Court did not err in its preliminary conclusion that DEXEDRINE is a valid 
trade mark. 

Unrair COMPETITION 


SKF also alleges in its complaint that appellants have engaged in 
unfair competition by counterfeiting SKF'’s pEXEpRINE tablet with “the 
intent and suggestion * * * that the purchasers [i.e., pharmacists] in filling 
prescriptions for DEXEDRINE would substitute said imitation tablets for the 
distinctive tablets of [SKF] * * * thus deceiving the physicians and their 
patients and causing irreparable damage and injury * * * to [SKF'’s] good 
win © 9 9," 

Fraudulent practices which induce confusion of goods and deception 
of the public have been proscribed as outside the realm wherein competi- 
tive forces may operate freely and untrammeled.!7 In order to prove the 
fraud it is necessary to establish that the name or appearance of the 
injured product has acquired either a technical trade mark or a secondary 
meaning,!® the copying of which would lead to confusion; and that the 
copying product is intended to be palmed off!® upon the thereby deceived 
consumer. 


When DEXEDRINE was first put on the market it was sold in the form 


of a round, yellow, scored or furrowed tablet. As was pointed out in 
Smith Kline & French Laboratories v. Clark & Clark, 3 Cir., 1946, 157 
F.2d 725, the roundness?° and scoring?! are functional features which can- 
not acquire a secondary meaning. Since that case dealt with Benzedrine 
which was a white tablet,?? there was no holding as to whether the yellow 
coloring formerly employed by SKF to distinguish its pEXEDRINE tablet 
was functional. 


However, in 1949 SKF changed the color and shape of its pDEXEDRINE 


16. Allegation XIX of the Complaint. 

17. See 63 C.J., Trade Marks, Trade Names and Unfair Competition, § 104(3) ; 
Restatement of Torts §§ 760, 712, 717, 741; 148 ALR 13; 24 Cal Jur. Trade Marks, etc. 
§ 16. As Judge Goodrich said in Q-Tips, Inc. v. Johnson § Johnson, (43 TMR 64), 
3 Cir., 1953, — F.2d —, at p. — (98 USPQ 86, 87), ‘‘It is worth pointing out, at the 
start of our discussion, that we are in a field where the tendency of the law ‘has 
been in the direction of enforcing increasingly higher standards of fairness or com- 
merical morality in trade. The tendency still persists.’ Restatement of Torts, Vol. 
III, page 540.’’ 

18. See Lucien LeLong, Inc. v. Lander Co., 2 Cir., 1947, 164 F.2d 395, 397; 150 
ALR(n) 1067 et seq., 1071. 

19. See G. H. Mumm Champagne v. Eastern Wine Corp., 2 Cir., 1944, 142 F.2d 
499 [34 TMR 196]; Zangerle § Peterson Co. v. Venice Furn. Novelty Mfg. Co., 7 Cir., 
1943, 133 F.2d 266, 269; My-T-Fime Corp. v. Samuels, 2 Cir., 1934, 69 F.2d 76 
[24 TMR 141]. 

20. For economy of manufacture. 

21. To enable the patient to take smaller dosages by splitting the tablet. 

22. The inactive ingredient which comprises the bulk of the tablet is sugar milk, 
a white substance. Therefore, in the court’s opinion, the white color of the tablet was 
functional. 
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tablet to an orange, Valentine-like heart, and advertised the change widely 
in an effort to develop a distinctive tablet which would point to SKF as 
the manufacturer without actually putting SKF’s initials on the tablet. 
According to the affidavits of doctors and pharmacists submitted by SKF, 
its campaign met with considerable success. Whether or not the heart 
shape is functional in that it prevents the tablet from rolling away when 
dropped, we do not decide. It is clear that there is evidence to the effect 
that the shape and color of the tablet were for the purpose of identifying 
SKF'’s product DEXEDRINE. Thus, the Court’s preliminary finding that the 
color and shape combination employed by SKF has acquired a secondary 
meaning is not clearly erroneous. 


Appellants’ marketing of a dextro-amphetamine sulfate tablet identi- 
eal, for all practical purposes, in size, shape, and color to SKF’s dextro- 
amphetamine sulfate tablet sets the stage for possible confusion of the two 
products. Appellants’ argument that there is no confusion since their 
tablets are sold by them in, and are dispensed by the pharmacists from, 
bottles which are unambiguously marked, was not necessarily controlling 
on the trial judge. Moreover, appellants have labeled their product as 
HEART BRAND DEXEDRINE. And, as we have already pointed out, the term 
DEXEDRINE is SKF'’s trade mark for dextro-amphetamine sulfate. Since 
a trade mark refers to the source of a product, the use of the name DEXE- 
DRINE by appellants’ even in connection with the prefix Heart Brand, 
suggests that the tablet is the product either of SKF or a licensee of SKF. 
In other words, SKF'’s reputation is involved. In such a circumstance the 
label does not prevent conscious or accidental confusion of the two products 
when DEXEDRINE is prescribed. Furthermore, since the tablets look alike, 
no label could prevent unethical pharmacists from substituting appellants’ 
tablets for SKF’s without detection and to the deceit of the prescribing 
doctor and his patient. 


Confusion or invited substitution is indicated by the showing that 
appellants’ advertising circular contains the slogan WE GUARANTEE a 
CHANGE OF HEART and encloses two samples of heart-shaped tablets 
which are Chinese copies of SKF’s DEXEDRINE tablet, and by the showing 
that appellants’ tablet is sold at a lower price. The combination of appear- 
ance, name, and advertising employed by appellants could well lead the 
trial judge to conclude that (paraphrasing a paragraph from Warner & 
Co. v. Lilly & Co., 1924, 265 U. S. 526,) ‘* * * * efforts of [appellants] to 
create a market for HEART BRAND DEXEDRINE were directed not so much to 
showing the merits of that preparation as they were to demonstrating its 
practical identity with SKF'’s pEXEpDRINE, and, since it was sold at a lower 
price, inducing the purchasing druggist, in his own interest, to substitute, 
as far as he could, the former for the latter. In other words, [appellants] 
sought to avail [themselves] of the favorable repute which had been estab- 
lished for [SKF ’s] preparation in order to sell its own.’’? Warner & Co. 
v. Lilly & Co., supra, 529, 530. 
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Whether or not the sales to the pharmacists were deceptive, ‘‘sales to 
the ultimate purchasers are of the product in its naked form out of the 
bottle; and the testimony discloses many instances of passing off by retail 
druggists of [appellants’] preparation when |SKF’s] preparation was 
ealled for. That no deception was practiced on the retail dealers, and that 
they knew exactly what they were getting is of no consequence. The 
wrong was in designedly enabling the dealers to palm off the preparation 
as that of [SKF].’’ [Italics ours.] Warner & Co. v. Lilly & Co., supra, 
at 530. [We have interpolated ‘‘appellants’’’ for ‘‘petitioner’s” and 
““SKF’s’’ for ‘‘respondent’s’’ in paraphrasing the cited opinion. ] 










We conclude that there is sufficient evidence to support the prelimi- 
nary conclusion that appellants had engaged in unfair competition. 






THE PRELIMINARY INJUNCTION 







Appellants argue that the preliminary injunction must fall because 
based on affidavits rather than on oral testimony, and because it does not 
conform to the requirements of Rule 65(d) of the Federal Rules of Civil 
Procedure, 28 U.S.C.A. 


In support of its contention that oral testimony is necessary to sustain 
a preliminary injunction, appellants quote from Sims v. Greene, 3 Cir., 
1947, 161 F.2d 87, 88, as follows: 


‘‘The allegations of the pleadings and affidavits filed in the cause are 
conflicting. Such conflicts must be resolved by oral testimony since 
only by hearing the witnesses and observing their demeanor on the 
stand can the trier of fact determine the veracity of the allegations 
made by the respective parties. If witnesses are not heard the trial 
court will be left in the position of preferring one piece of paper to 
another * * *. Rule 65(a) provides that no preliminary injunction 
shall be issued without notice to the adverse party. Notice implies an 
opportunity to be heard. Hearing requires trial of an issue or issues 
of fact. Trial of an issue of fact necessitates opportunity to present 
evidence and not by only one side to the controversy.’’ 
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In our view, a preliminary injunction may be granted upon affidavits. 
A requirement of oral testimony would in effect require a full hearing on 
j the merits and would thus defeat one of the purposes of a preliminary 
§ injunction which is to give speedy relief from irreparable injury. Where 
the injunction is granted, the enjoined party is protected by the require- 
ment that the petitioner post a bond and by the requirement that the 









court support its discretionary action with findings of fact and con- 
clusions of law. However, even granting the premise that oral testimony 
must be had to resolve material conflicts in affidavits presented upon the 
motion for the issuance of a preliminary injunction, affidavits would be 
F sufficient in the circumstances of the instant case because there is no 
; dispute as to the basic facts. Appellants manufacture and sell dextro- 
, amphetamine sulfate tablets in the same shape, size, and color as SKF’’s; 
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and appellants designate their tablets HEART BRAND DEXEDRINE, while SKF 
calls its tablets just plain DEXEDRINE. 


As for the requirement of notice and a hearing, affidavits meet the 
requirements of due process. 

Rule 65(d) requires that ‘“‘[e] very order granting an injunction * * * 
shall set forth the reasons for its issuance; shall be specific in terms; shall 
describe in reasonable detail, and not by reference to the complaint or other 
document, the act or acts sought to be restrained * * *.’’ Rule 65(d), 
Federal Rules of Civil Procedure. 


The order for preliminary injunction clearly sets forth the persons 
to whom it applies and enjoins them ‘‘until the final determination of this 
action from making, advertising, offering for sale, delivering or selling 
dextro-amphetamine sulfate, or any drug having similar therapeutic effects, 
in tablets having the combination of shape and color of plaintiff’s product 
or in any other shape and color so closely resembling the combination of 
shape and color of plaintiff’s product as to be likely to enable druggists to 
palm off defendants’ product as plaintiff’s product; * * *’’ and from mar- 
keting their product in any other shape and color except ‘‘upon prior 
application to this [the District] Court, at which time, the distinctive 
features which defendants will be required to use will be determined 
* * *”’ and from “making any use whatsoever of the trade mark DEXEDRINE 
or any imitation or simulation thereof in connection with pharmaceutical 
products * * *.’”’ The above quoted injunction is clear and unambiguous 
in its terms; and it carries out its purpose of restraining appellants from 
dealing in a product in such a way as to create confusion to SKF'’s detri- 
ment. 


And finally the order of injunction sets forth as the reason for its 
issuance that otherwise ‘‘ plaintiff will suffer irreparable loss, injury (and) 
damage.’’ Those reasons are specific enough for the requirements of Rule 
65(d), especially when read in connection with the Court’s findings of 
fact as to SKF’s injury.?* 


Appellants also take the position that the injunction is too broad in 
that it requires them to cease manufacturing or selling its dextro-am- 
phetamine sulfate in the same shape as SKF’s. Appellants argue that a 
preliminary injunction must maintain the status quo, which in their view 


23. Findings of Fact. ‘‘17. That plaintiff by reason of the specific facts hereto- 
fore set forth, suffered irreparable injury, loss (and) damage, particularly in that large 
quantities of defendants’ tablets have been distributed to druggists unknown to plaintiff, 
in various parts of the United States of America, and druggists have, and may 
in the future continue, to palm off said tablets for plaintiff’s tablets in filling 
physicians’ prescriptions calling for and specifying plaintiff’s DEXEDKINE tablets 
to the deception of the medical profession and consumers, and the continued distribu- 
tion of defendants’ tablets, unless restrained, will cause further and continued 
irreparable injury, loss (and) damage to plaintiff. 

‘*18. That plaintiff has suffered irreparable injury, loss (and) damage by reason 
of defendants’ deliberate use of its trade mark DEXEDRINE and the continued use, 
unless restrained, will cause further and continued irreparable injury, loss (and) 
damage to plaintiff.’’ 
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would permit them to continue sales to present customers. Otherwise, they 
claim, their business would be destroyed prior to the oral hearing on the 
merits. Citing Dollinger v. Horkan, 1918, 202 S.W. 978. 


The maintenance of the status quo is only one of the reasons for which 
a preliminary injunction may be granted. It may also be granted to pre- 
vent irreparable injury.2* Since SKF’s reputation would be prejudiced 
by the substitution of a tablet which looked like SKF’s but which the 
District Court found did not conform to the labeled potency, SKF would 
suffer irreparable injury. On the other hand, appellants’ business which 
they describe in their brief as a ‘‘small business, enough to earn a fair 
living for the members of the corporation and their individual families’’, 
would seem to be amply protected by the bond of $25,000 which the trial 
court ordered and which has been posted. 

The findings of fact and conclusions of law are all preliminary and 
are not to be construed as foreclosing any findings and conclusions to the 
contrary based upon evidence which may be received at the trial on the 
merits. However, pending a decision on the merits, the preliminary in- 
junction shall stand. 


Affirmed. 


MODEL-ETTS CORP. v. MERCK & CO., INC. 
No. 85-300-D.C.S.D., N. Y.—September 17, 1953 


TRADE-MarK Act oF 1946—REMEDIES—EVIDENCE 
Unsworn letters from customers consisting of conclusions, speculation and 
hearsay comment not entitled to consideration on motion for preliminary injunction. 
Papers fail to show nature and extent of plaintiff’s advertising or consumers 
familiarity with name or amount of business involved or cause of loss of business 
and therefore in absence of showing of danger of irreparable injury preliminary 
injunction must be denied, particularly in view of showing by defendant of extent 
of its business and injury that would be suffered by them by granting of injunction 
and since object of a preliminary injunction is to preserve status quo. 
TRADE-MarK Act or 1946—REMEDIES—SIMILARITY OF GooDS 
In determining trade-mark infringement similarity of goods should be con- 
sidered and while products here are designed to achieve same purpose they are sold 
in different forms as cracker and tablet and hence likelihood of confusion is lessened 
and also there is considerable difference in the dress of the packages. 


Action by Model-Etts Corp. v. Merck & Co., Inc. for trade-mark in- 
fringement and unfair competition. Plaintiff moves for preliminary in- 
junction. Motion denied. 

Steinberg & Schwartz, of New York, N. Y. for plaintiff. 

Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N. Y. for 
defendant. 

Drmock, District Judge. 

Plaintiff, Model-etts Corp., moves for a preliminary injunction in its 





24. 43 CJS, ‘‘Injunctions’’ § 17. 







































286 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 
SS 


action for trade mark infringement and unfair competition. It is the 
manufacturer of an appetite satient sold under the trade mark MODEL-ETTS. 
Plaintiff started using this trade mark for its product in July 1951. The 
product is in the form of a tablet which is claimed to be effective in reduc- 
ing the desire for food. It is marketed in jars. Plaintiff sells its product 
primarily in health food stores and organizations. 

Defendant, Merck & Co., Inec., manufactures a product which serves 
the same purpose as plaintiff’s product under the trade mark MELOzETs. It 
started using this trade mark in October 1952 and the complaint was filed 
in this ease in June 1953. While defendant’s product serves the same 
purpose, it differs from plaintiff’s product in form. MODEL-ETTS are in the 
form of tablets while MELozeTs are in the form of crackers. The places 
where MELOZETS are generally sold also differ from the places where 
MODEL-ETTS are sold for defendant’s product is primarily sold in drug 
stores. 


Plaintiff in moving for preliminary injunction is seeking a drastic 
remedy. The affidavit in support of its motion, however, shows little more 
than the similarity that exists on the face of the two trade marks and gen- 
eral allegations as to the extent of injury already suffered and irreparable 
injury anticipated. With respect to the injury already suffered, plaintiff 
says that its total sales in the early part of its second season for this prod- 
uct, the first six months of 1953, were approximately one-seventh the sales 


for the first six months of 1952. There is no indication, however, as to the 
total amount of sales during any period. Likewise with respect to adver- 
tising, it is stated, “plaintiff did extensive advertising and arranged for 
even more extensive advertising by its distributors.’’ This statement is 
not amplified by specific details in the affidavit. Attached to the affidavit 
are photostats of two letters said to have been received by plaintiff from its 
distributors. These letters contain the opinions of, facts known or observed 
by and information told to the writers. In both letters the writers say 
that they are losing business on MODEL-ETTS because of the similarity of 
their name to that of MELozets. They write of their advertising efforts on 
behalf of MopEL-ETTS and the poor results produced. One letter contains 
information related to the writer by retailers concerning what their clerks 
probably have done in view of the similarity in name of these two products. 
In the other, there is speculation as to the confusion of customers between 
the two names. While communications from customers can, for some 
purposes, be admissible in trade mark cases, e.g. to show confusion on the 
part of the customers who wrote them, Parfumerie Roger & Gallet v. M.C.M. 
Co., 2 Cir., 24 F.2d 698, I do not think that such matters as are contained 
in these letters, opinions and extrinsic facts, can properly be presented in 
unsworn documents. Even if I were to treat them as properly verified 
affidavits, I would not accord them great weight. It may be that on motions 
for a preliminary injunction such as this, where speedy disposition can be 
of prime importance, the strict rules of evidence should not be enforced. 
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These letters, however, consist largely of generalities, conclusions, specu- 
lation and indefinite hearsay comment obtained from persons not specifically 
described and I am not disposed to give them any weight. See Hart v. 
Yellowley, 2 Cir., 284 F. 245, 247; Behre v. Anchor Ins. Co., 2 Cir., 297 
F. 986, 990; Bowles v. Montgomery Ward & Co., 7 Cir., 143 F.2d 38, 42. 


Although plaintiff urges quite strongly upon the court the need for a 
preliminary injunction it has supplied no specific and detailed facts with 
respect to the nature and extent of the advertising of its trade mark, or the 
eonsumer’s familiarity with the trade mark, or the extent or amount of 
business involved in the use of the trade mark. Indeed I cannot say, on 
the basis of the evidence before me, that plaintiff’s trade mark had earned 
any good will that should be protected. It is true that plaintiff shows 
that it has suffered a serious loss of business percentage-wise but neither the 
cause nor amount has been shown. Defendant contends that increasing 
competition from other products, inefficacy of plaintiff’s product and the 
superior consumer acceptance of defendant’s product may have resulted in 
plaintiff’s loss of business. It points out that the active ingredient of its 
product is methyleellulose which has the property of swelling when wet 
so that, when taken before meals and followed by a glass of water, it con- 
tributes to a sense of satiety and consequently less food is eaten. It then 
goes on to state on the basis of the stated ingredients of Moprl-ETTs, and 
without contradiction, that each MELOZETS cracker contains 38 times as 
much methyleellulose as each tablet of MoDEL-ETTS contains carboxymethy]l- 
cellulose. It then contends that since the dosage is the same there may not 
be enough methylcellulose in a MopEL-ETTs tablet to have any effect what- 
soever and that therefore they could not attract any repeat customers. On 
the evidence before me, I would have to speculate as to the cause of such a 
fall of business in plaintiff’s second season of selling this product. For 
aught that appears some other reason accounted for the loss. What I must 
conclude, however, is that plaintiff has not supplied evidence of danger of 
irreparable injury to plaintiff or shown facts from which that result can 
be inferred. In the absence of such evidence and such a showing the 
issuance of a temporary injunction cannot be justified. Lawrence v. St. 
L.-S.F. Ry., 274 U.S. 588; Behre v. Anchor Ins. Co., 2 Cir., 397 F. 986, 
990, supra. 

As I have explained, it is difficult for me to appraise the nature and 
extent of the injury plaintiff is likely to suffer. On the other hand, defend- 
ant has gone at least so far as to show that over 500 salesmen have sold 
MELOZETS to over 40,000 drug stores and have endeavored to promote its 
product by contact with physicians. In addition, it has distributed free 
samples to thousands of physicians. Thus, should I endeavor to weigh the 
balance of convenience, see Hamilton Watch Company v. Benrus Watch 
Company, Inc., 2 Cir., June 30, 1953, in deciding whether or not to grant 
a preliminary injunction, the balance would preponderate in defendant’s 
favor. In effect, what plaintiff seeks is that I reverse the positions occu- 
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pied by the parties at the time this suit began and shift the loss from 
plaintiff to defendant. An injunction would free plaintiff of substantial 
competition which it thinks is causing its loss but it would also stop defend- 
ant in its tracks in attempting to exploit what it regards as a brand new 
product that will win greater consumer acceptance than other products 
serving the same purpose because its form is so closely identified with a 
generally known food product. Defendant would be put to the choice, with 
which perhaps plaintiff is being faced, of changing trade marks or with- 
drawing from the market in the face of growing competition and awaiting 
the final outcome of this case. Generally the object of a preliminary injunc- 
tion is to preserve the status quo at the time suit is brought and not to 
give in effect the final relief sought. In addition, according to the facts 
before me, defendant’s stake in its trade mark is somewhat greater than 
plaintiff’s in its trade mark. Even if the injunction were granted I do 
not think it has been demonstrated that it would eliminate the cause of 
plaintiff’s loss. There are no special circumstances warranting the relief 
sought. Indeed, I find some comfort in the fact that defendant’s financial 
standing is such that plaintiff is assured that defendant can respond in 
damages, if plaintiff succeeds. . 

Aside from the balance of convenience I entertain serious doubt on 
the merits of plaintiff’s claim. It must be conceded that there is some 
degree of similarity both in the sound and the appearance of these two 
trade marks: MODEL-ETTS and MELOZETS. Although I do not regard either 
as being very strong, the similarity in appearance I think is somewhat less 
than that in sound. By mere comparison of the two trade marks, I am not 
prepared to say that confusion on the part of the consumer must be ex- 
pected or is very likely, see Pro-Phy-Lac-Tic Brush Co. v. Hudson Products, 
D.C.D.N.J., 86 F.Supp. 859 [39 TMR 1001], and there is no evidence that 
plaintiff’s advertising has been on radio or television so that more con- 
fusion is to be feared in the area of sound where the similarity is strongest. 
That, however, is not the only factor to be weighed. 


In considering whether a trade mark is so similar that it infringes 
another trade mark, the similarity of the products upon which the trade 
marks are used should be taken into account. Dwinell-Wright Co. v. 
National Fruit Product Co., 1 Cir., 140 F.2d 618 [34 TMR 128]. It is 
true that these two products serve the same purpose and employ the same 
principle, but they are sold in different forms. The difference between a 
cracker and a tablet to a woman who is anxious to relieve her desire for 
food so that she can reduce her weight, one might fairly conclude, is sub- 
stantial. It would be reasonable to expect that the attractiveness to and 
popularity with individual consumers of such products would be signifi- 
eantly different as between the products. Even if I were to regard the 
similarity of trade marks as so strong that ths use of defendant’s trade 
mark ought not to be permitted on a product identical with plaintiff’s, I 
am not compelled to come to the same conclusion here where this difference 
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between the two products exists. See Standard Brands v. Eastern Shore 
Canning Co., 4 Cir., 172 F.2d 144, cert. denied 337 U.S. 925 [39 TMR 203]. 
Considering these two factors, I am not persuaded that the likelihood of 
confusion is very great. 

In addition, I want to comment in passing upon the nature of the 
similarity between the two trade marks. The major element of similarity 
is the suffix, etts. This suffix is a very common one and has been very 
frequently used in drug and drug-type products, indeed by this very 
defendant. The fact that similar trade marks were in use before plaintiff 
chose this one may reduce the degree of protection for his mark that he 
ean expect. See Prichard & Constance v. Aime Co., D.C.E.D.N.Y., 5 
F.Supp. 282 [29 TMR 59]. Also, the suffix gives a diminutive suggestion 
which is to some extent descriptive and it is one that it could be anticipated 
would be popular in trade marks for products used as aids in reducing 
weight. Plaintiff does not contend that it obtained any exclusive rights to 
that suffix and similarities to that extent perhaps should not be given much 
weight. See Pro-Phy-Lac-Tic Brush Co. v. Hudson Products, D.C.D.N.J., 
86 F.Supp. 859, [39 TMR 1001], supra; compare, on the other hand the 
facts in Western Oil Refining Co. v. Jones, 6 Cir., 27 F.2d 205. 

Be that as it may, this is a motion for a preliminary injunction and 
different considerations apply. As Judge Learned Hand put it and as I 
find in this case, ‘‘there is no proof, such as a preliminary injunction de- 
mands, that any confusion has so far occurred.’’ Federal Telephone & R. 
Corp. v. Federal Television Corp., 2 Cir., 180 F.2d 250, 251 [40 TMR 219]. 
Plaintiff relies for evidence of actual confusion on the two letters attached 
to the affidavit and, as I have explained above, I do not think that such 
evidence can be properly presented in that form, nor do I think they 
should be given any weight. Nevertheless, their contents on the question 
of actual confusion merit a few words at this point. Treating them as 
properly sworn affidavits, they are evidence of no more than the fact that 
the sale of MopEL-ETTS has fallen, that the effectiveness of its advertising 
has drastically diminished and that in the opinion of writers the loss of 
business is due to the similarity in name between these two products. The 
remainder of the contents of the two letters on the present point consists 
either of indefinite and insufficiently identified hearsay or speculation. 
See Hart v. Yellowley, 2 Cir., 284 F. 245, 247, supra; Behre v. Anchor Ins. 
Co., 2 Cir., 297 F. 986, 990, supra; Bowles v. Montgomery Ward & Co., 7 
Cir., 143 F.2d 38, 42, supra. I do not regard the opinions of two of plain- 
tiff’s distributors as sufficient evidence that actual confusion has occurred, 
particularly in the absence of corroborating evidence going beyond that 
discussed earlier. This is another reason for denying the motion. What I 
have said applies only to motions for preliminary injunctions. I put aside 
the question whether or not plaintiff must prove actual confusion in order 
ultimately to succeed. 

Another factor which influences me in denying this motion is the differ- 
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ence in the packaging of the two products and the absence of any indication 
of an intent to appropriate plaintiff’s trade mark. The likelihood of injury 
resulting from defendant’s use of its trade mark is to some extent reduced 
by the fact that its product is sold in jars while defendant’s product is 
sold in cardboard boxes. As a general proposition, where the infringement 
charged is in the use of the trade mark, the dress of the packages is not 
considered significant. N. K. Fairbank Co. v. Luckel, King & Cake Soap 
Co., 9 Cir., 102 F. 327, 331. Nevertheless, I think that it is a factor that I 
may consider in exercising my discretion in a motion for a preliminary 
injunction. The same thing is to some extent true with respect to my con- 
sidering what appears from the papers submitted to me to be a showing of 
defendant’s good faith and absence of any evidence showing an intent on 
defendant’s part to appropriate plaintiff’s trade mark or to take any undue 
advantage of plaintiff. 

In view of all these circumstances, therefore, the motion for prelimi- 
nary injunction is denied. The season for the sale of plaintiff’s product is 
very nearly over now. Moreover the serious questions involved in this ease, 
its importance to the parties, and the possibility that they may be resolved 
before any further substantial injury occurs in the next season might well 
appeal to the calendar judge as ground for granting a preference. 


Q-TIPS, INC. v. “Q” PRODUCTS CORPORATION 
D.C. $. D., N. Y.—September 28, 1953 


COURTS—PLEADING AND PRACTICE 
Court is not bound by prior rulings of Examiner of Interferences sustaining 
objection to interrogatories in cancellation proceeding since ruling is not law of 
case nor is it binding on court where same information is demanded by subpoena 
duces tecum. 
CourTs—MorIons 
Petitioner is entitled to information demanded under subpoena duces tecum 
since Registrant denied confusion between marks, alleged laches in that Petitioner 
did nothing while Registrant’s business expanded; hence facts of Registrant’s 
business are pertinent and not privileged since parties are not competitors. 


Cancellation proceeding by Q-Tips, Inc. to cancel registration of ‘‘Q’’ 
Products Corporation. Petitioner seeks certain information by way of 
subpoena duces tecum and registrant moves to quash. Motion denied. 
Penme, Edmonds, Morton, Barrows & Taylor of New York, N. Y. for 

registrant-respondent. 

Adams, Forward & Mc Lean, of New York, N. Y. for applicant-petitioner. 
Noonan, District Judge. 

This a motion brought by the registrant-respondent in a cancellation 
proceeding now pending in the United States Patent Office to quash a 
subpoena duces tecum issued at the request of the applicant-petitioner. 

In the course of the proceeding before the Examiner of Interferences 
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in charge of the cancellation action, the applicant-petitioner filed interroga- 
tories seeking certain information. The registrant-respondent filed an ob- 
jection to one of the interrogatories, this objection was sustained, and the 
registrant-respondent was relieved from responding to this interrogatory. 

Subsequently, the examiner enlarged on his opinion and stated that his 
previous decision would be adhered to; and on a request for reconsidera- 
tion, the examiner denied the request, again enlarging on his opinion. 

Following these three rulings that the information sought need not be 
supplied, the applicant-petitioner has attempted to get substantially the 
same information by having a subpoena duces tecum issued under the 
authority of 35 U.S.C. 24. 

This presents us with two separate questions; namely, are we bound 
by the rulings of the examiner, and, if not, is the applicant-petitioner en- 
titled to this information? 

In his memorandum in support of the motion to quash the subpoena 
duces tecum, the registrant-respondent alleges that the previous rulings 
of the examiner on the matter constitute the law of the case, and hence are 
binding upon this court. We do not agree with this contention, nor can 
we find any authority that does. 


The movant seeks to quash the subpoena duces tecum on the ground 
that the evidence sought thereby is: 


1. irrelevant and immaterial, and 


2. privileged and confidential business information. 


In its answer to the cancellation action the movant denied that the 
mark used by them is confusingly similar to that used by the applicant- 
petitioner and in fact affirmatively averred that the movant’s mark ‘‘does 
not cause and is not likely to cause confusion, mistake or deception among 
purchasers * * *’’. Movant also urged laches as a separate and complete 
defense, alleging that applicant-petitioner stood by and permitted movant’s 
business to expand to its present considerable size. It is, therefore, obvious 
that the elements of confusion and size are relevant and material to the 
action. 


Accordingly the applicant-petitioner should be allowed to inquire into 
details of the movant’s business insofar as they might reasonably be con- 
ceived to lead to the discovery of admissible evidence. 


The examiner has stated that the answers to interrogatories are ‘‘incom- 
petent as evidence on behalf of the party filing the same.’’ Without regard 
to the evidentiary value sustained by such answers themselves, it seems 
apparent that they may well lead to competent evidence that could rebut 
proof that the movant might offer. The answers may also be necessary to 
the discovery of competent evidence bearing on the question of damages 
as required to be shown in any cancellation action. 15 U.S.C. 1064. 


As to the issue of privilege, we do not believe that the furnishings of 
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the information requested would prejudice the movant’s business or offer 
any unfair advantage to the applicant-petitioner. The parties are not 
competitors and we do not believe that the information is privileged. Cool: 
Paint & Varnish Co. v. Cook Chemical Co., 8 F.R.D. 93. 


The motion to quash is denied. 


COOK v. WATSON, COMMISSIONER OF PATENTS 


C.A. D.C.——November 19, 1953 


TRADE-MarkK AcT OF 1946—R. S. 4915 

Applicant in trade-mark application suit under Rev. Stat. 4915 must pay print- 
ing expenses incurred by Patent Office in unsuccessful appeal since statute provides 
that in cases where there is no opposing party all expenses of the proceedings shall 
be paid by applicant and although an Interference was created by the Patent 
Office the opposer joined in prayer for registration and hence there was in substance 
no opposing party. ‘‘Proceedings’’ includes an appeal and ‘‘expenses’’ are not 
limited to costs but include reasonable printing expense. 


Action under R.S. 4915 by Margaret J. Cook, application Serial No. 
512,161, filed November 7, 1946, against Robert C. Watson, Commissioner 
of Patents. Appeal from order of District Court for District of Columbia 
that plaintiff pay printing expenses. Affirmed. 

Case below reported at 42 TMR 546. 


A. Yates Dowell (A. Yates Dowell, Jr. on the brief), of Washington, D. C. 
for appellant. 

E. L. Reynolds for appellee. 

Before Epcerton, Fany and WASHINGTON, Circuit Judges. 

PER CURIAM. 

The question here is whether the plaintiff in a trade mark application 
suit under Rev. Stat. §49151 must pay the printing expenses incurred by the 
Patent Office in an unsuccessful appeal taken by the latter to this court.? 
We think the clear language of the statute requires us to answer in the 
affirmative. The result may be harsh, but that is a matter for Congress. 
At the time this suit was brought, Rev. Stat. §4915 provided that ‘‘In all 
cases where there is no opposing party a copy of the bill shall be served on 
the commissioner; and all the expenses of the proceedings shall be paid 
by the applicant, whether the final decision is in his favor or not.’’? Here 
there was in substance no opposing party. The ‘‘proceedings’’ in a suit 


1. Suit was brought under Rev.Stat. § 4915 (1875), as amended, 35 U.S.C. § 63 
(1946). That section was repealed by Section 5, Act of July 19, 1952, c. 950, 66 Stat. 
815, and is now replaced by 66 Stat 803, 35 U.S.C.A. $8 145, 146. 

2. Marzall v. Cook, 90 U.S.App.D.C. 423, 196 F.2d 241 [42 USPQ 546] (1952). 


3. By the Act of July 19, 1952, supra note 1, at c. 950, , 1, 66 Stat. 803, 35 


U.S.C.A. § 145, this language was changed to read simply: ‘‘All the expenses of the 
proceedings shall be paid by the applicant.’’ The parties argued their case in the 
District Court and in this court on the basis of the old wording, and we rule on that 
basis. 

4. Mrs. Cook sued not only the Commissioner of Patents but also the Newark 
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must be held to include an appeal, by whichever party taken. And ‘‘ex- 
penses”’ are not limited to costs.5 Reasonable printing expense must be 
deemed includable. A reasonable rate for printing is fixed, for purposes 
of allowing costs in this court, at $3.25 per page. See Rule 17(h) of our 
General Rules. Though that Rule has no direct application here, the scale 
it sets should not be exceeded in the present context. As the record does 
not show whether or not the sum allowed by the District Court exceeded 
that scale, we will remand so that it may be applied.® 


So ordered. 


FORD MOTOR COMPANY v. ALLTITE MOTOR PRODUCTS 
CORP. OF FLORIDA, INC. 


No. 414-T-Civil—D.C. .N.D. Florida—January 8, 1954 


REMEDIES—BaSIS OF RELIEF 
Where plaintiff for 20 years offered through dealers Ford factory recon- 
ditioned parts listed in unique catalogue system and more recently authorized 
reconditioning of certain parts by authorized reconditioners under strict standards 
and supervisory control; plaintiff is entitled to enjoin defendant from recondition- 
ing Ford parts and packing them in plain cartons which were sold to Ford dealers 
for resale to public under part numbers identical with Ford catalogue system 
and particularly in view of the concession by counsel for defendant that plaintiff 
is entitled to injunctive relief. 
REMEDIES—ScoPpE OF RELIEF—ACCOUNTING 
Defendant being guilty of fraud in its sale of deceptively marked products, 
plaintiff is entitled to an accounting of profits as matter of law, yet in view of 
assignment to creditors by defendant since institution of suit and cessation of 
business of reconditioning of Ford parts and there being no evidence of record 
showing value of assets passing into hands of receiver, plaintiff will be restricted 
to discovery proceedings to determine whether the assets in hands of receiver are 
sufficient to justify an accounting. 


Action for unfair competition and trade-mark infringement by Ford 
Motor Company v. Alltite Motor Products Corp. of Florida, Inc., Judg- 
ment for plaintiff. 


Jewelry Company. That Company had been named by the Patent Office when it set up 
an opposition proceeding during the course of Mrs. Cook’s attempt to obtain registra- 
tion of her trade mark. Newark Jewelry Company did not at any time, however, regard 
Mrs. Cook’s trade mark as being in conflict with its own mark. After Mrs. Cook’s 
suit was brought that Company filed an answer in which it stated that it did not 
consider a conflict to exist, and that it joined in Mrs. Cook’s prayer that registration of 
her mark be granted. The Jewelry Company and Mrs. Cook were in fact represented by 
the same attorney, who entered appearances for both in the District Court. Under these 
circumstances, we do not believe that there was an ‘‘opposing party’’ in Mrs. Cook’s 
suit, within the meaning of the statute. 

5. Robertson v. Cooper, 46 F.2d 766, 769 (4th Cir. 1931). 

6. Appellant urges that the District Court was without jurisdiction to enter its 
order. We cannot agree. This Court made no ruling as to expenses when the case was 
here previously. We denied appllant’s motion, made after the rendition of our prior 
opinion affirming the District Court’s grant of registration, that costs be not assessed 
against her. This was a ruling as to costs, and was not a determination of the present 
controversy. In any event, it was adverse to appellant, and cannot aid her here. After 
the amount of the Government’s expenses (as distinguished from costs) had been 
ascertained, it could properly go to the District Court for relief. 





294 THE TRADE-MARK REPORTER Vol. 44 T. M. RB. 


Fred H. Kent and Clarence G. Ashby of counsel (Adair, Kent, Ashby & 
Crenshaw ), of Jacksonville, Florida for plaintiff. 

Moore, Henderson and Budford (Rivers Budford, Jr. of counsel), of 
Tallahassee, Florida for defendant. 


De Vang, District Judge. 

This is a suit charging defendant with unfair competition and trade- 
mark infringement and seeks an injunction, an accounting and such 
other further relief as the nature of the case may require. 


Plaintiff claims in the complaint that defendant has sold, is now 
selling and will, unless restrained by this court, continue to sell Ford 
parts, reconditioned by defendant, to Ford dealers for resale, marked in 
a manner calculated to deceive purchasers from Ford dealers and lead 
them to believe that plaintiff is the source of the reconditioning of such 
parts; that sales have been diverted from plaintiff to defendant by rea- 
son of such unfair competition [sic] and plaintiff has been injured in its 
goodwill. 

Defendant’s answer is a general denial of the allegations of the 
complaint and raises the affirmative defenses of laches and statute of 
limitations. 

Both plaintiff and defendant have taken depositions of numerous wit- 
nesses and have introduced in evidence numerous exhibits and the case 


is now before the court on plaintiff’s motion for summary judgment on 
the ground that there is no genuine issue of any material fact and that 
plaintiff is entitled to the relief prayed for as a matter of law. 


Briefly summarized, the evidence in the case discloses that approxi- 
mately twenty years ago plaintiff instituted an exchange system whereby 
Ford dealers offered to Ford vehicle owners Ford factory reconditioned 
replacement parts in exchange for worn-out parts and a payment in eash 
which was less than the outright purchase price of the parts. To assist 
dealers, garages and fleet owners in ordering such parts for Ford ears 
and trucks plaintiff published a parts and accessories catalogue, which 
set forth a basic parts number system and gave a number according to 
that system to each part. The particular number system is unique with 
plaintiff. Customers are invited to and customarily do order Ford parts 
from Ford dealers by use of the numbers appearing in the Ford eata- 
logue. Plaintiff pioneered this system and built up a very large exchange 
business which it alleges that because of the high quality of the recon- 
ditioned and remanufactured parts developed extensive good will for 
plaintiff. 


After the second World War it was determined by plaintiff to 
handle the reconditioning of certain replacement parts on a decentralized 
basis through Ford authorized reconditioners under contract with plain- 
tiff, who reconditioned Ford parts according to reconditioned parts 





Vol. 44T.M.R. FORD MOTOR CO. v. ALLTITE MOTOR CORP. 295 


specifications and quality standards established by plaintiff and under its 
supervision. Certain exchange parts such as clutch disks and clutch 
pressure plates continued to be and still are centrally remanufactured 
by or for plaintiff at the factory according to new parts specifications and 
standards prescribed by plaintiff. 


Under the established exchange system Ford dealers are able to offer 
Ford vehicle owners both the replacement parts reconditioned by author- 
ized reconditioners and clutch disks and clutch pressure plates remanu- 
factured at the factory to new parts standards. Exchange parts recon- 
ditioned by Ford authorized reconditioners bear a distinctive label to 
distinguish them from exchange parts which have been remanufactured 
by plaintiff at the factory. Authorized reconditioned parts are also dis- 
tinguished from remanufactured parts by the cartons in which they are 
packed. 


During the second World War when auto parts became searce and 
hard to get, Charles Scheer began the reconditioning of auto parts and 
offered them for sale to dealers for resale to the public. In 1946 the 
business was incorporated under the name of Alltite Motor Products 
Corp. of Florida, Inc., the defendant in this case. Shortly after its organi- 
zation defendant introduced and has continued the practice of recondi- 
tioning Ford parts and placing them in plain cartons bearing no mark 
denoting the origin of such parts other than Ford basic part numbers 
disclosed by the Ford parts number catalogue. These packages were 
sold to Ford dealers only for resale to the public while other parts recon- 
ditioned by defendant were placed in cartons plainly bearing defendant’s 
name and a part number according to a catalogue supplied to jobbers 
by defendant. This catalogue and parts number differ from the Ford 
basic parts number system. Plaintiff claims that this practice con- 
stitutes [sic] unfair competition and trademark infringement and that 
it is entitled to an injunction prohibiting the same. 


When the case came on for argument on motion for summary judg- 
ment counsel for defendant, in the argument and in the brief filed with 
the court, conceded that defendant has not sustained any of its defenses 
and that plaintiff is entitled to injunctive relief as prayed for in its 
complaint. For this reason it is unnecessary for the court to further 
detail the evidence upon which the injunctive relief should be granted. 
Suffice it to say that the evidence in the case clearly establishes plain- 
tiff’s right to the injunctive relief sought. 


Plaintiff also seeks an accounting for the purpose of forcing the 
defendant to disgorge the illegal profits it has allegedly received as a 
result of its unfair competition and trademark infringement. Defendant 
being guilty of fraud in its sale of deceptively marked products to Ford 
dealers, plaintiff is, as a matter of law, entitled to an accounting of 
defendant’s profits derived from such sales. There is, however, a special, 
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equitable reason why an accounting should not be ordered on the state 
of the record now before the court. Since the institution of this suit 
defendant has made an assignment under the provisions of Chapter 727 
Florida Statutes of 1953 of all its assets for the benefit of creditors and 
is now out of business. It is no longer reconditioning and offering to 
Ford dealers reconditioned Ford parts. There is no evidence on record 
showing the value of the assets that passed into the hands of the re- 
ceiver. If they are substantial plaintiff is entitled to share is [sic].such 
assets along with other creditors and to have the cash realized from the 
sale of such assets impounded until defendant’s liability on the ac- 
counting is determined. Accordingly, plaintiff may have discovery to 
determine whether the assets of defendant in the hands of the statutory 
are sufficient to justify proceeding further in this case for an accounting. 


A final decree will be entered herein giving to plaintiff the injunc- 
tive relief prayed and granting to plaintiff the right of discovery to 
determine whether the assets of defendant in the hands of the statutory 
receiver are sufficient to warrant bringing the receiver into this case for 
the purpose of impounding such assets and proceeding with an accounting. 


Final Decree 


This cause having been brought to a final hearing upon plain- 
tiff’s motion for summary judgment and counsel for the respective 
parties having been heard and the cause having been considered 
by the court and a memorandum decision filed herein, it is, in 
accordance therewith, hereby, 

ORDERED, ADJUDGED AND DecrEED, and the court does order, 
adjudge and decree: 

1. That the defendant, Alltite Motor Products Corp. of 
Florida, Inc., its officers, directors, representatives, associ- 
ates, successors and assigns, and all those acting under the 
authority thereof or in privity with them, and each of them, 
hereby are enjoined from selling or offering for sale or deliv- 
ering to others for sale any part or parts bearing plaintiff’s 
trademarks rorp of [sic] ro mo co, unless and until each said 
part or parts and each carton, container, wrapper or holder 
of said part or parts is, prior thereto, prominently marked in 
some permanent manner so as to indicate clearly; 


a. That the part was rebuilt; 
b. That it was rebuilt by Alltite Motor Products Corp. 
of Florida, Inc. ; 


That other than genuine Ford parts were used in re- 
building; and 
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2. “That defendant, Alltite Motor Products Corp. of Florida, 
Inc., its officers, directors, representatives, associates, succes- 
sors and assigns, and all those acting under the authority 
thereof or in privity with them, and each of them, hereby are 
enjoined from selling, or offering for sale, or delivering or 
selling to others for sale, to any Ford dealer, any part for use 
in a motor vehicle manufactured by plaintiff, Ford Motor 
Company, unless and until defendant has prominently marked 
both such part and the carton, wrapper, or container thereof, 
in some permanent manner, so as clearly to show: 


a. That the part was rebuilt; 
b. That it was rebuilt by Alltite Motor Products Corp. 
of Florida, Inc.; 
That other than genuine Ford parts were used in re- 
building; and 
d. That the rebuilder is not authorized by Ford Motor 
Company to rebuild Ford parts.” 
3. That plaintiff is granted the right of discovery to deter- 
mine whether the assets of defendant in the hands of its statu- 
tory receiver are sufficient to warrant the bringing of the 
receiver into this case for the purpose of impounding such 
assets and proceeding with an accounting. 


Done AND ORDERED at Tallahassee, Florida, this 8th day of 
January, 1954. 


/s/ Dozier A. DEVANE 
Umited States District Judge. 


HILLYARD CHEMICAL COMPANY v. VESTAL LABORATORIES, 
INC.; VESTAL LABORATORIES, INC. v. 
HILLYARD CHEMICAL COMPANY 


Appl. Nos. 5971 and 5982—C.C.P.A.—Decided June 3, 1953, 
rehearing denied September 28, 1953 


TRADE-MarkK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Mark BRITEN-ZIT is confusingly similar in sound, meaning and appearance to 
BRITEN-ALL but BRITEN-ALL is not confusingly similar to SHINE-ALL and both are 
merely suggestive of the nature of the goods. 


Case below reported at 42 TMR 482. 

Opposition proceeding by Vestal Laboratories, Inc. v. Hillyard Chemi- 
cal Company, Serial No. 559,447, filed May 5, 1948. 

Cancellation proceeding by Hillyard Chemical Company v. Vestal 
Laboratories, Inc., Registration No. 228,523 issued June 7, 1927. Both par- 
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ties appeal from decision of Examiner-in Chief sustaining opposition. 

Affirmed as to opposition, reversed as to cancellation. 

Fishburn & Mullendore and Claude A. Fishburn, of Kansas City, Missouri 
for opposer-appellant, petitioner-appellant. 

Alfred W. Petchaft, of St. Louis, Missouri for applicant-appellee, respond- 
ent-appellee. 

O’ConNNELL, Judge. 

These respective appeals considered on the same record involve review 
of the decisions of the Examiner-in-Chief of the United States Patent 
Office, acting for the Commissioner of Patents, in an opposition and a 
cancellation proceeding instituted between the same parties relating to 
three marks, SHINE-ALL, BRITEN-ALL, and BRITEN-ZIT, used by them in the 
sale of a cleaning and polishing compound for furniture, woodwork, ete. 
92 USPQ 289, (42 TMR 432). 


The parties have been doing business in and from the state of Missouri 
where the Hillyard Company of St. Joseph began the sale of its merchan- 
dise about 1915 using the mark sHINE-ALL. That mark not only consisted of 
those two words but also depicted a background of the radiating sun. The 
mark was continuously used since the inception of the business and was 
registered on June 3, 1924 under the Act of 1905, with the words dis- 
claimed apart from the mark as shown in the application. The registration 
was duly renewed June 3, 1944. 


Vestal of St. Louis entered the field in 1924 and began selling its 
merchandise, attached to which the mark ‘‘Briten-All,’’ consisting of those 
two words set over a picture of a radiating barrel head. The mark was 
registered June 7, 1927 under the Act of 1905 and duly renewed in accord- 
ance with the provisions thereof. 


In 1927 Hillyard began to market a cleaner for floors and woodwork 
under the mark BRITEN-zIT, which was registered on December 11, 1928, 
under the Trade Mark Act of 1920. Application for the renewal of that 
registration was made by Hillyard and published in 1948 by the Commis- 
sioner of Patents under the Act of 1946. 

Thereupon Vestal filed a notice of opposition based on its prior and 
continuous use of the registration BRITEN-ALL, Opposition No. 28,169. Hill- 
yard then filed a petition to cancel Vestal’s registration of BRITEN-ALL, 
based on the allegation that the mark is confusingly similar to Hillyard’s 
SHINE-ALL. 

The tribunals of the Patent Office in the opposition proceeding noted 
that the terms BRITEN-ALL and BRITEN-ZIT were confusingly similar in 
sound, meaning, and appearance, and that the concurrent use of a con- 
fusingly similar mark during the five years preceding the filing of Hill- 
yard’s application, based upon the assertion of distinctiveness under section 
2(f) of the Act of 1946, rebuts that allegation. The examiner and the 
Examiner-in-Chief accordingly sustained the Notice of Opposition. We 
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agree that the concurring action of the tribunals of the Patent Office in 
their disposition of the opposition proceeding was correct. 


The examiner in the cancellation proceeding, No. 5,426, dismissed the 
petition (1) on the ground of laches; and (2) on the ground that there 
was no confusing similarity between SHINE-ALL and BRITEN-ALL when con- 
currently used on the involved goods. The Examiner-in-Chief on appeal 
reversed the action of the examiner in both these respects in the cancella- 
tion proceeding. 


It is true that the syllable aLL is identical in both marks, and the 
marks as a whole have a similar meaning. We are of the opinion, however, 
that the remaining portions of the marks give them a separate identity in 
the case at bar by which they are not confusingly similar. Nor are 
we convinced of the validity of the holding of the Examiner-in-Chief 
that the words of the competing marks are descriptive of the goods to 
which they are attached. In re One Minute Washer Company 25 C.C.P.A. 
(Patents) 978, 95 F.2d 517, 37 USPQ 203, (28 TMR 198). 


The decision of the Examiner of Interferences in dismissing the 
petition for cancellation aptly remarked: 


Aside from the question of laches, however, it is the opinion of 
the Examiner that the cancellation should be dismissed because of 
lack of confusing similarity between the notations SHINE-ALL and 
BRITEN-ALL. The notation SHINE-ALL. manifestly is highly suggestive of 
the nature of the goods here involved, and while the notation BRITEN- 
ALL is similarly suggestive therefore, it differs substantially from 
SHINE-ALL in both appearance and sound. The applicant having 
adopted a notation of such character as a trade mark for its goods may 
not prevent others from using similarly suggestive but otherwise dis- 
tinguishable notations as trade marks for their goods. It is believed 
that the marks here involved in their essentials are comparable to the 
notations HAVESOME, for cocoa, and prRINKSUM, for coffee, which were 
held not to be confusingly similar in the case of L. Bartlet v. Arbuckle 
Bros., 307 O.G. 235, 52 App.D.C. 267. In its decision, the court stated : 


“That the words involved here are not confusingly similar 
in appearance or sound we think is apparent, and unless we are to 
rule that the adoption of a suggestive mark by one trader pre- 
cludes all other traders from employing another mark of similar 
suggestiveness but entirely different in appearance and sound, 
applicant is entitled to registration.”’ 


We agree with the views and conclusion expressed by the Examiner- 
in-Chief in the opposition proceeding, but reject them as inapposite in the 
cancellation proceeding. Accordingly, we deem it unnecessary to discuss 
the issue of laches or other points argued by counsel for the parties in 
their briefs. 


Subsequent to the filing of the records in this court the respective 
parties moved for the diminution of the record. The motions having been 
granted with the provision that the costs for printing the additional 
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material be fixed by the court on determination of the case, we conclude 
that such costs should be taxed against appellant in each appeal. 

For the reasons hereinbefore stated, the decisions of the Patent Office 
are respectively affirmed in Opposition No. 28,169, and reversed in Can- 
eellation No. 5,426. 

JACKSON, Judge, retired, was recalled to participate in this case in 
place of Garrett, Chief Judge. 





THE HEWITT SOAP COMPANY, INC. v. LAN-O-SHEEN, INC. 


No. 30560—Commissioner of Patents—September 23, 1953 


TRADE-MarRK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Where opposer previously agreed to use by applicant of mark LAN-O-SHEEN 
on ground it was not confusingly similar to opposers mark LANA OIL and LANA and 
withdrew opposition it cannot now contend it will be damaged by use by applicant 
of LAN-O-sorrT even though LAN-O- is the dominent portion of both marks. 

Mark LAN-O-sorT for cleaning powder not likely to lead purchasers to believe 
it emanates from same source as LANA cosmetic cream and LANA OIL toilet soap 
in view of wide use of lanolin as ingredients in cosmetic creams and soaps and 
since products are marketed for different uses. 


Opposition proceeding by The Hewitt Soap Company, Inc. v. Lan-O- 
Sheen, Inc., Serial No. 589,218, filed December 12, 1949. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 
Erastus 8. Allen, of Cincinnati, Ohio for opposer-appellee. 

Robert M. Dunning, of St. Paul, Minnesota and Jones & Young, of Wash- 
ington, D. C. for applicant-appellant. 


Leeps, Assistant Commissioner. 

Application has been filed to register LAN-0-SorT (sort disclaimed) for 
‘‘a cleaning powder having a general utility prepared especially for use in 
soft water’’ in Class 52, Detergents and soaps. Use is claimed since 
October 24, 1949. Opposition has been filed by the owner of the marks 
LANA OIL, registered in 1894 for toilet soap, and LANA, registered in 1906 
for skin foods, complexion creams and ointments. The Examiner of Inter- 
ferences found that there was no likelihood of confusion, mistake or decep- 
tion of purchasers and dismissed the opposition. This is an appeal from 
that decision. 

The only evidence submitted is opposer’s registrations and chain of 
title. Neither party took any testimony to aid the tribunals of the Patent 
Office in determining likelihood of confusion. 

Applicant owns the mark LAN-0-SHEEN, (SHEEN disclaimed) registered 
in 1949 (Reg. No. 517,694) for a “cleaning powder for rugs, upholstery, 
drapery, clothing, silks, woolens, woodwork, painted surfaces, tile, linoleum, 
silverware, dishes, washing machines, vitreous enamel; for removing ink, 
soot, grease, dust and dirt; and for a cleaning compound having incidental 
water softening properties, but not including bar soap.’’ The specimen 
filed with the present application is a cardboard container for the product 
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LAN-O-SOFT and the descriptive matter on the box reveals that the powder 
is for washing and cleaning family wash, dishes, baby things, blankets, 
sweaters, woolens, lingerie, nylons, silks, rayons; for cleaning linoleums, 
walls, woodwork, painted surfaces, refrigerators, stoves, tile and porcelain; 
and for cleaning rugs, upholstered furniture, draperies, mattresses, cloth- 
ing and spots.’’ The container also informs the purchaser that the prod- 
uct is ‘‘prepared especially for use in soft water.’’ The foregoing indi- 
eates that both products of applicant, LAN-O-SHEEN and LAN-O-SOFT are 
cleaning powders “having a general utility prepared especially for use in 
soft water.’’ They are synthetic detergents, probably known to the 
public, but not the trade, as ‘‘soaps,’’ or ‘‘soap products.’’ 

This opposer filed an opposition to the application to register LAN-O- 
SHEEN, but during the pendency of the case an agreement was entered into 
between the parties stating that since opposer had “no expectations of 
extending the use of its marks to products other than bar soaps,’ and 
applicant had ‘‘no intention of extending the use of its mark to a soap 
product having a composition known to the trade as ‘soap’, both parties’ 
marks may be used on the particular products on which said marks have 
been used without likelihood of confusion in trade.’’ The agreement stip- 
ulated that the applicant would amend the description of goods specified 
in its application by adding at the end the words ‘‘but not including bar 
soap’’; and opposer would file a request that its opposition be withdrawn. 
The application was so amended, and, with applicant’s consent, the oppo- 
sition was withdrawn. At the hearing in the present case, applicant offered 
to make the same amendment limiting this application. 

The word sort has been disclaimed in this application and it cannot, 
therefore, be considered under the authorities as the dominant part of the 
mark. West Disinfecting Company v. Lan-O-Sheen Company, 35 ©.C.P.A. 
706, 163 F.2d 566, and cases cited therein. The Court found that LAN-o 
is the dominant portion of the mark LAN-0-SHEEN. It is likewise the domi- 
nant portion of the mark LAN-O-sorT. If opposer felt that it would not be 
damaged by this applicant’s use of LAN-O-SHEEN on the goods specified in 
its registration, it is not seen how it can be seriously contended that it will 
be damaged by applicant’s use of LAN-O-sorT on what appears from this 
record to be the same, or substantially the same, goods. 

In the absence of evidence supporting the claim of likelihood of con- 
fusion, the conclusion must necessarily be based on opinion. I am of the 
opinion that in view of the nature of the goods, which are closely related 
but marketed for distinctly different uses, and in view of the widespread 
use and advertising of lanolin as an ingredient of cosmetic creams, and 
soaps, and in soap products and detergents, the mark LAN-o-sorT cleaning 
powder is not likely to lead purchasers to believe that it emanates from the 
same source as LANA cosmetic creams and LANA OIL toilet soap. 

The decision of the Examiner of Interferences is affirmed. 
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EX PARTE THE ZIP ABRASIVE COMPANY 


Commissioner of Patents—September 23, 1953 


TRADE-MakK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARK—GOODS OF 
DIFFERENT CLASSES 
Applicants rights are not effected by classification of goods for registration 
purposes since such classifications are designed for administrative conveniences. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENFRAL 
Where coatings are designed to protect exposed parts of ignition systems, 
including insulated parts, from moisture, they are protective coatings rather than 
electrical supplies and hence properly classified in Class 16 and not Class 21. The 
term SHORTSTOP not descriptive of liquid coating material for ignition systems 
but, at most, merely suggestive. 


Application by The Zip Abrasive Company for registration of trade- 
mark, Serial No. 580,112, filed June 7, 1949. Applicant appeals from 
decision of Examiner of Trade-Marks requiring change of classification and 
refusing registration. Reversed. 

Justin W. Macklin, of Cleveland, Ohio for applicant. 
LeEps, Assistant Commissioner. 


Application has been filed to register on the principal register the word 
sHortstTop for a liquid moisture-repellent coating material for coating ex- 
posed parts of ignition system, spark plugs, wires and outside of distributor 
head of internal combustion engines’’ in Class 16, Paints and painters’ 
materials (now designated as “Protective and decorative coatings’’). Use 
is claimed since December 18, 1948. The Examiner of Trade Marks has 
required a classification change to Class 21, Electrical apparatus, machines, 
and supplies,’’ and refused registration on the ground that the mark ‘‘is 
merely descriptive of the function of the goods.’’ This is an appeal from 
the decision of the Examiner of Trade Marks as to change of classification 
and refusal to register. 

The classification of goods for registration purposes is designed to 
facilitate administration within the Patent Office and, under the precise 
statutory language, it does not limit or extend the applicant’s rights. The 
only question on this point then is whether, from the standpoint of con- 
venience of administration within the Office, the goods described in this 
application are properly in Class 16, Protective and decorative coatings, or 
Class 21, Electric apparatus, machines and supplies. The examiner has 
stated that Class 21 covers ‘‘compounds which are used as electrical insu- 
lation, particularly for wire and cable’’ and “electrical insulating varnish’’, 
and has taken the position that the goods involved here are of an ‘‘electrical 
insulatory nature.’”’ The description of the goods, however, indicates that 
they are a moisture-repellent coating material used not as an insulating 
material, but as a protective coating for exposed parts of an ignition sys- 
tem, some of which may already be insulated. 

In other words these goods seem to be of a nature which will protect 
exposed parts, insulation, and insulated parts, from moisture. It seems to 
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me that they are protective coatings rather than electrical supplies and 
are therefore properly classified in Class 16. 


The examiner has stated that he “has no doubt that the expression 
SHORTSTOP is descriptive of the primary function of applicant’s goods.’’ 
We are considering the word sHortTstToP, not an expression. The word is 
the name of an infield position on a baseball team—it is “merely descrip- 
tive’’ of such position and of the baseball player who plays in the position. 
As applied to applicant’s goods it may be suggestive of a delay of short 
duration, and, as such, it is not descriptive. Applicant’s goods, according 
to the specimens filed, are intended for eliminating short circuiting due to 
moisture in the atmosphere. The word SHORTSTOP conveys no immediate 
meaning as related to the goods. Mature thought could lead to a con- 
clusion—but it requires thought to reach the conclusion. As the Court said 
in Reardon Laboratories, Inc. v. B. & B. Exterminators, Inc., et al., 22 
USPQ 22, 24 (C.A. 4), in connection with the term MOUSE SEED for mouse 
poison, ‘‘the words possess an element of incongruity which make them 
unusual and unique, and therefore, in our opinion, a valid trade mark.”’ 
The same is true here. Certainly, the word is not necessary to describe a 
product of this character—and a competitor, in the ordinary course of 
business practice, would not use it to describe his product because it con- 
veys no real meaning as a descriptive term applied to a moisture-repellent 
protective coating. 


The decision of the Examiner of Trade Marks is reversed. 





EX PARTE BURKE 


Commissioner of Patents—September 24, 1953 


TRADE-MarK Act oF 1946—REGISTRABILITY—IN GENERAL 
SHOWER-AIDS descriptive of shower kits of plastic containing caps and slippers 
despite contention of applicant that it does not describe precise use. Sufficient 
if term indicates goods are intended to aid in shower. 
REGISTRATION PROCEDURE—EVIDENCE 
Where only proof of distinctiveness of term ‘‘shower-aids’’ is by affidavit 
referring to national advertisements, use of word in catalogues and use on goods 
sold by mail it is insufficient to establish finding of distinctiveness. 


Application by Vickie Burke, Serial No. 583,464 filed August 15, 1949, 
for registration of trade-mark. Applicant appeals from decision of Exam- 
iner of Trade-Marks refusing registration. Affirmed. 

Tippincott & Smith, of San Francisco, California for applicant. 
LrEEps, Assistant Commissioner. 

Registration on the principal register is sought for the compound 
word SHOWER-AIDS for waterproof plastic, cloth or similar types of kits 
containing caps and slippers in Class 39, Clothing. Use is claimed since 
June 7, 1949. Registration was refused on the ground that ‘‘said term 
is merely descriptive as applied to waterproof plastic, cloth or similar type 
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of kits containing caps and slippers.’’ This is an appeal from the decision 
of the Examiner of Trade Marks. 


The specimens filed with the application describe the contents of the 
package as follows: ‘‘Practical shower cap and slippers with skid-resistant 
soles. Waterproof cap protects hair and ears. Slippers protect against 
skidding and foot infections. Easy to carry in pocket or purse * * * weighs 
only a few ounces. For use at hotels, beaches, camps, ranches, clubs * * * 
all shower rooms.’’ These descriptions indicate clearly that the items are 
designed for use in shower rooms—as aids to the user while shower bathing. 


Applicant argues that the word ‘‘shower’’ has numerous meanings, and 
there is no necessary implication of a “bath” in the use of the word. The 
descriptive matter appearing on the specimens, however, shows that, as 
used in the word SHOWER-AIDS by this applicant, it refers to a shower bath 
room or a shower bath. 

Applicant also argues that the word ‘‘aid’’ has numerous meanings, 
and states that in order to hold the word SHOWER-Alps to be descriptive, 
then it must, of necessity, tell the user the precise use to which the product 
is to be put. It need not tell the user the ‘‘precise use’’, but it is enough 
if it tells the purchaser that the articles are intended for aid in connection 
with taking a shower bath. In my opinion, that is precisely what it does. 

The applicant, in its brief, contends that the word has become dis- 
tinetive through use, but the only evidence in the record is an affidavit of 
the applicant referring to advertising of the product in periodicals of 
national circulation, use of the word in a catalogue distributed by appli- 
cant, and use on the goods which have been sold by mail and by stores 
located in New York, California, and other places. This affidavit is not 
sufficient evidence upon which to base a finding of distinctiveness of the 
word as applied to applicant’s goods. 

SHOWER-AIDS is a term which competitive manufacturers might normally 
use to describe their goods; and since registration on the principal register 
constitutes ‘‘prima facie evidence of * * * registrant’s exclusive right to 
use the mark,” it is doubtful whether or not this applicant should be 
placed in a position where it has a prima facie right to deprive competi- 
tors of the right to describe their goods by a normal use of the words in- 
volved. See: Douglas Laboratories Corp. v. Copper Tan, Inc. (D.C. S.N.Y.), 
95 USPQ 411, (43 TMR 85). 

The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE GENERAL CABLE CORPORATION 
Commissioner of Patents—September 25, 1953 


TRADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register on Supplemental Register, MORE POWER TO You and 
design of human hand clenched about two electrical flashes refused as being con- 
fusingly similar to design mark of human hand clenched around four flashes for 
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alarm systems and phrase MORE POWER TO YOU is insufficient to prevent confusion 
in view of almost identical impression created by the design feature, the nature 
of the goods and possibility that phrase might suggest common origin. 


Application by General Cable Corporation, Serial No. 577,785 filed 
April 27, 1949. Applicant appeals from decision of Examiner of Trade- 
Marks refusing registration. Affirmed. 


Emery, Varney, Whittemore & Dix, of New York, N. Y. for applicant. 
Leeps, Assistant Commissioner. 


Application has been filed to register on the supplemental register a 
composite word and design mark for ‘‘bare and insulated electrical wires 
and cables”’ in Class 21, Electrical apparatus, machines and supplies. The 
mark comprises the words MORE POWER TO you and inserted between the 
words POWER and To is the representation of a human hand clenched 
around two electrical flashes or bolts. Use is claimed since April 1, 1949. 
This is an appeal from the Examiner of Trade Marks refusing registration. 


Registration has been refused on the ground of likelihood of confusion 
with Registration No. 375,168, registered under the Act of 1905, and used 
for bare and insulated copper and copper-alloy wires, cables, and cordage 
used for electrical purposes since 1882. The mark covered by the registra- 
tion is a representation of a clenched fist surrounded by radiating electrical 
sparks, forming a circular design. The impression created by this mark 
is distinctly different from that created by the design feature of applicant’s 
composite mark, and although the goods are the same as applicant’s, it is 
not believed that confusion of origin is likely to result from contempo- 
raneous use of the two marks. 


Registration has been refused, also, on the ground of likelihood of 
confusion with Registration No. 521,691, registered on the principal regis- 
ter, and used for apparatus and parts for electric alarm systems and 
communciation equipment since 1879. The mark covered by the registra- 
tion is a representation of a human hand clenching four electrical flashes 
or bolts. The impression created by this mark is substantially identical 
with that created by the design feature of applicant’s composite mark. 
The goods in connection with which the two marks are used are specifically 
different, but it is a well-known fact that electrical wires and cables (appli- 
eant’s goods) are used in the installation of electric alarm systems and 
communciation equipment (registrant’s goods). 

Applicant contends that the use of the words MORE POWER TO YOU 
in conjunction with the design feature is sufficient to prevent confusion, 
and that the design feature is not ‘‘the essential feature’’ of applicant’s 
mark. It is, however, an integral part of the mark and cannot be disre- 
garded in determining likelihood of confusion of source. In view of the 
almost identical impression created by the design feature of applicant’s 
mark and the registered mark, and of the nature of the goods in connection 
with which the marks are used, it is possible that the word feature of 
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applicant’s mark might serve to suggest a common origin rather than 
to indicate a different origin. There is nothing in the record here which 
indicates that the registrant makes or sells bare or insulated electrical wires 
and cables, but a purchaser of registrant’s alarm systems or communication 
equipment bearing the mark of the human hand clenched around electrical 
flashes or bolts might well be led to believe, upon seeing substantially the 
same mark, accompanied by the words MORE POWER TO YOU, on electrical 
wires and cables, that the wires and cables are made by the same company 
to transmit the electric power to the alarm systems and communciation 
equipment. It is believed that the applicant’s mark as applied to its goods 
is likely to lead to confusion, mistake or deception as to its source. 


The decision of the Examiner of Trade Marks is reversed as to Regis- 
tration No. 375,168, and affirmed as to Registration No. 521,691. 


EX PARTE THE PURE OIL COMPANY 


Commissioner of Patents—September 25, 1953 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—SERVICE MARKS 

Tests to be applied in determining registrability of service mark are twofold; 
is mark used in sale or advertising of bona fide services rendered in commerce 
and does the mark in fact identify applicant’s services. 

BE SURE WITH PURE registrable as service mark since it is used in connection 
with bona fide services rendered in commerce and is suggestive of the reliability 
of applicant’s services but not merely descriptive. 

TRADE-MarK Act oF 1946—REGISTRABILITY—RELATED COMPANY USE 

Applicant relies on use by related companies and merely alleges control by 
applicant. Act of 1946 permits use of trade-mark by other than owner where 
goods are produced under his direction and control and this proviso includes 
service marks but in both instances control must be more than paper control. 
Applicant should be required to submit proof showing method and extent of 
control exercised. 

TRADE-MarkK Act OF 1946—REGISTRABILITY—IN GENERAL 

Statement should be amended since drawing is lined for red and blue but 
evidence shows it particular color combination not always used. Amendment 
should read, ‘‘The drawing is lined for red and blue, but no claim is made for 
color.’ 


Application by The Pure Oil Company, Serial No. 527,522, filed July 5, 
1947. Applicant appeals from decision of Examiner of Trade-Marks 
refusing registration. Reversed. 

Edward H. Lang, of Chicago, Illinois for applicant. 
Leeps, Assistant Commissioner. 

Application has been filed for registration on the principal register of 
BE SURE WITH PURE as a service mark for services rendered to automobiles, 
trucks and other automotive vehicles in Class 103, Construction and Re- 
pair. Use is claimed since December 29, 1935, and it is stated that sub- 
sidiaries, franchised dealers and independent dealers use the mark, and 
the nature and quality of the services of such ‘‘related companies’’ in con- 
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nection with which the mark is used are controlled by the applicant. The 
specimens and exhibits filed in the proceeding show that the mark is used 
as an identifying signature for a radio program advertising applicant’s 
services, in advertising the services in periodicals and publications, and 
on the uniforms of service station attendants. Registration has been 
denied on the ground that the notation sought to be registered is de- 
seriptive as applied to the services. This is an appeal from the decision 
of the Examiner of Trade Marks. 

After the second rejection by the examiner, applicant filed an amend- 
ment claiming distinctiveness of the words BE SURE WITH as a result of 
continuous and substantially exclusive use for five years preceding the 
application filing date. The amendment was not accepted by the examiner 
on the ground that the amendment should include the “entire slogan 
BE SURE WITH PURE. The amendment was withdrawn, and applicant filed 
a disclaimer of the individual words BE suURE and wiTtH. The examiner 
held the disclaimer to be improper ‘‘inasmuch as these words comprise 
part of the unitary term BE SURE WITH PURE. Applicant then deleted the 
disclaimer and the examiner finally refused registration on the ground that 
‘‘The notation sought to be registered is a unitary term, and it is the 
phrase as a whole which is a laudatory term and therefore the term, as a 
whole, is descriptive.’’ The application comes here without a disclaimer 
and without any claim of distinctiveness of the words BE SURE WITH apart 
from the complete phrase BE SURE WITH PURE. Registration is urged on the 
ground that the phrase is solely the property of the applicant, indicating 
origin of the services rendered, and is recognized by a large segment of 
the public as identifying its services. 

In this case, as in every application to register a service mark of this 
nature, there are only two basic questions, namely; (1) is the mark used 
in the sale or advertising of bona fide services rendered in commerce; and 
(2) does the mark in fact identify the applicant’s services and distinguish 
them from the services of others. 

There is no question here but that the applicant is using the mark 
BE SURE WITH PURE in the sale and advertising of bona fide services ren- 
dered in commerce. There is then left only one other basic question, i.e., 
does the mark in fact identify and distinguish the applicant’s services? 
The mark is of a type which suggests reliability or dependability of the 
applicant’s services. It does not merely describe them so as to fall within 
the prohibition of Section 2(e). It suggests a quality of service, but it 
does not merely describe that quality. It is laudatory in a sense, but not 
to the extent that it is merely descriptive within the meaning of the Act. 
The record here is convincing that the mark identifies and distinguishes 
the services of the applicant. 

Two ancillary matters not discussed by the examiner require com- 
ment. The applicant, in relying upon use by ‘‘related companies’’ merely 
recites: “Related companies entitled to use the mark include applicant’s 
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wholly owned subsidiaries, franchised dealers, and independent dealers, 
the nature and quality of whose services in connection with which the 
mark is used are controlled by applicant.’’ The papers filed nowhere indi- 
cate the type or method of control, nor do they indicate the extent to which 
control is exercised over the use by franchised dealers and independent 
dealers. In the Trade Mark Act of 1946 Congress undeniably intended to 
recognize existing commercial practices whereby a trade mark owner per- 
mits others to use his mark on goods produced under his direction and 
control. The statement is similarly true of service marks. If the American 
concept of the law of trade marks is to be preserved, however, it is my 
opinion that the control must be something more than ‘‘paper control”’, or 
“gentlemen’s agreements’’, and when others are permitted to use the mark, 
the Patent Office files should. clearly reflect facts which justify a finding 
that such use inures to the benefit of the applicant. The applicant here 
should be required to furnish evidence, either documentary evidence sup- 
plemented by its own verified explanatory statements, or a clear and con- 
cise verified explanation of the type or method and extent of control 
exercised. 

The second is a small matter of amending the Statement before the 
mark is published. The drawing is lined for red and blue, but the file 
indicates, and applicant admits, that it is not always used in this color 
combination. This question arose in Ex parte Continental Drug & Chemi- 
cal Co., Inc., 142 Ms.D. 187, and it was held that when an applicant does 
not regard color as an essential part of the mark the following statement is 
acceptable; ‘‘The drawing is lined for red and blue, but no claim is made 
to color.’’ Such an amendment should be entered. 

The decision of the Examiner of Trade Marks is reversed, and the 
matter is remanded for further proceedings in conformity with this de- 
cision. 


EX PARTE STANDARD YARN MILLS, INC. 


Commissioner of Patents—September 28, 1953 


TRADE-MarK Act OF 1946—REGISTRABILITY—IN GENERAL 
Registration of Supplemental Register refused for mark LAME with spool of 
thread since lamé is name of metalic thread used in making lamé fabric, and is 
therefore descriptive, despite fact that descriptiveness is no bar to registration 
on the Supplemental Register but mark must still be capable of distinguishing 
the goods of one person from those of another. 


Application by Standard Yarn Mills, Inc., Serial No. 609,503 filed 
February 1, 1951. Applicant appeals from decision of Examiner of Trade- 
Marks refusing registration. Affirmed. 


Benjamin Bronowitz of New York, N. Y. for applicant. 
Leeps, Assistant Commissioner. 
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Application has been filed to register on the supplemental register the 
word LAME with a small representation of a spool of thread for thread and 
yarn in Class 43. The specimens filed with the application show LAME 
displayed with the words ‘“‘the metallic yarn which never tarnishes.’’ Use 
is claimed since January 16, 1951. Registration has been refused on the 
ground that the mark presented is believed to be incapable of distinguishing 
applicant’s goods in commerce. This is an appeal from the decision of the 
Examiner of Trade Marks. 


Applicant contends: (1) that the word LAME is not generic as applied 
to its goods; (2) that even though the word and the design of the spool 
of thread may be descriptive, descriptiveness is no bar to registration on 
the supplemental register; and (3) even though the word LAME and the 
design of the spool of thread are each separately incapable of distinguishing 
the goods, the display of the mark produces a new and unique design. 


LAME is a metallic thread used in making ‘‘lamé’’ fabric. (Webster’s 
New International Dictionary, Second Edition). The only difference be- 
tween the words is the acute accent over the last vowel. There is nothing 
in this record to indicate that the public or the trade makes any distinction 
between the words or pronounces the name of the thread differently from 
the name of the fabric. In the absence of proof to the contrary, it is my 
opinion that the public would believe, upon seeing the mark LAME on 
thread, that it is a metallic thread or yarn for making lamé fabric. Accord- 
ing to the specimens, that is precisely what it is. 


It is true that descriptiveness is no bar to registration on the supple- 
mental register, but the statute requires that the mark for which registra- 
tion is sought must be capable of distinguishing the goods. If the word is 
merely the name of the goods, then anyone making the goods may use the 
name to advise the public of the nature of the goods, and the word is not 
capable of distinguishing the goods of one person from those of another. 
It therefore has no trade mark significance. There is nothing in this record 
which indicates that others making metallic thread or yarn for the manu- 
facture of lamé fabric may not designate it “‘lamé’’ thread or yarn, and it 
is doubtful if convincing evidence to this effect is available. 


The word ‘‘lamé’’ may not be claimed exclusively by any one person 
for metallic thread and yarn. The design of a spool of thread is not a 
trade mark for a spool of thread or yarn. The combination of the two, 
no matter how they are displayed, does not have trade mark significance 
any more than does a new and unique display of the word ‘‘mahogany”’ 
with a stylized drawing of a chair have trade mark significance for a 
mahogany chair. 


The word and design are believed to be incapable of distinguishing the 
goods of the applicant. The Examiner of Trade Marks is affirmed. 
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PETERS & RUSSELL, INC. v. THE GREENFIELD COMPANY 
No. 30,789—Commissioner of Patents—October 6, 1953 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Proposed exhibits identified by notice under Rule 282 and being deflector and 
the carton therefor of opposer and applicant are properly stricken since they 
were not admitted as authentic by answer of applicant nor identified by competent 
testimony and fact that they were referred to in Notice of Opposition does not 
make them competent; photoprint of material from publication properly presented 
under Rule 282 and pleaded in the Notice of Opposition but must stricken since 
it was not admitted in answer; advertising proofs and circulars not ‘‘ special matter 
contained in a printed publication’’ within meaning of Rule 282. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
References to and quotations from decisions of competent tribunals or append- 
ing of decisions to briefs entirely proper as aid to Examiner and need not be 
noticed under Rule 282. 
TRADE-Mark Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
WINDEZE confusingly similar to BREEZIES since both suggest controlled air 
currents and public is apt to believe that they emanate from same source. 


Opposition proceeding by Peter & Russell, Inc. v. The Greenfield 
Company, Serial No. 570,941, filed December 14, 1949. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Reversed. 


Tom Walker, of Dayton, Ohio, for opposer-appellant. 


Callard LInvingston, of Chicago, Illinois and Ivan P. Tashof, of Washing- 
ton, D. C. for applicant-appellee. 


Leeps, Assistant Commissioner. 


Application has been filed to register on the principal register the 
notation WINDEZE, the two syllables being separated by a representation 
of the product (disclaimed), for deflectors for attachment to automobile 
windows, in Class 19, Vehicles. Use is claimed since November 4, 1948. 
Registration has been opposed by the owner of Registration No. 532,746, 
BREEZIES used since June 1, 1948 on air deflectors for use on automobiles. 
The Examiner of Interferences dismissed the opposition. This is an appeal 
from that decision. 

During the prosecution of the opposition proceeding, and before the 
expiration of the time for taking testimony-in-chief, opposer filed a notice 
under Rule 282 specifying certain exhibits, advertisements and circulars 
purporting to be competent evidence pertinent to the issues. The notice 
did not indicate the relevancy of any of such exhibits, advertising matter 
or circulars. A Motion to Strike the evidence from the record filed by 
applicant was considered by the Examiner of Interferences and disposed 
of at final hearing. Exhibits 1 and 2 purport to be opposer’s deflector and 
a carton or container therefor, and Exhibits 11 and 12 purport to be 
applicant’s deflector and a carton or container therefor. These items are 
not proper matter for presentation under Rule 282, and the fact that they 
were referred to in the Notice of Opposition does not make them competent 
evidence for consideration when they were not admitted as authentic by 
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the answer of applicant and were not identified by competent testimony. 
These exhibits are stricken from the record. 


Exhibit No. 3 comprises photoprints of tear sheets from a publication 
entitled ‘‘Autonews’’ of Monday, February 13, 1953. This may be proper 
matter for presentation under Rule 282, but since it was pleaded in the 
Notice of Opposition and not admitted in the answer, it is not properly 
identified for consideration, and therefore is not considered. 


Exhibits 4, 5, 6, 7, 8 and 9 comprise various proofs and circulars ad- 
vertising opposer’s product. They are not “special matter contained in a 
printed publication’’ within the meaning of Rule 282, and are not proper 
matter for presentation thereunder. They were pleaded in the Notice of 
Opposition, placed in issue by denial in the answer, and no proof was 
offered. They are therefore stricken from the record. 


Exhibits 10 and 10-A are a printed copy and a certified copy of 
opposer’s Registration No. 532,746. These exhibits are admitted and are 
properly in evidence. 


Applicant moved to strike also a photostatie copy of the decision of 
the Examiner of Interferences in an opposition proceeding involving this 
opposer and a third party which was appended to opposer’s reply brief, 
references in opposer’s briefs to this decision, references in opposer’s briefs 
to an adjudicated interference between this opposer and a third party, and 
all references in opposer’s briefs to the exhibits hereinabove described. 


The Examiner of Interferences held that ‘‘the copy of the decision 
appended to the opposer’s reply brief may not be considered since it was 
not noticed under Patent Rule 282.’’ It is entirely proper in a brief to 
refer to and quote from decisions of competent tribunals and courts, and 
it is apparent that in this case a copy of the full decision was appended 
only for the convenience of opposing counsel and the Examiner of Inter- 
ferences. The Examiner of Interferences erred in holding that it could 
not be considered since it was not noticed under Rule 282. The case is 
merely precedent. 


Opposer’s argument in its brief with respect to Interference No. 4,401 
likewise was proper and may be given the consideration to which such 
decisions are entitled. Those portions of opposer’s briefs which refer to 
the stricken exhibits are disregarded. 


It is apparent from the descriptions of the goods in opposer’s registra- 
tion and the involved application, as well as from the briefs, that the goods 
of both parties are designed to perform the same function, that is, to 
deflect or control the air currents moving into the automobiles to which 
they are applied. The sole question for determination, then, is whether or 
not the contemporaneous use of WINDEZE and BREEZIES for an article of 
this type is likely to result in confusion, mistake or deception of purchasers 
as to the source of the article. In other words, is the purchasing public 





312 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


likely to believe that the winpEzE deflector is made by the manufacturer 
of the BREEZIES deflector? 


The opposer, the applicant, and the Examiner of Interferences all 
have discussed at considerable length the meaning of the words BREEZE and 
WIND and the meaning of the suffixes res and EzE. We are not concerned 
with these various meanings, since the purchasing public is not required 
or expected, and, in fact, is not likely, to make an analysis of marks used 
on products which they find in the marketplace. Products such as those 
involved here probably are not purchased regularly or frequently, and a 
clear recollection of the identifying mark is not likely to remain with the 
purchaser or prospective purchaser. The impression created by the mark, 
however, may remain for a long time. BREEZIES, when used on air de- 
flectors for automobile windows, is suggestive, at least to some extent, of 
controlled air currents. WINDEZE is suggestive of the same thing. This is 
the impression which is likely to remain. 


No evidence of any kind has been presented by either party to aid in 
determining likelihood of confusion, mistake or deception within the mean- 
ing of the statute. The determination must of necessity be one of opinion, 
and I am of the opinion that in view of the nature of the marks and the 
impression created by them, purchasers of WINDEZE deflectors are likely 
to believe that they emanate from the same source as BREEZIES deflectors. 


The decision of the Examiner of Interferences is reversed, and the 
opposition accordingly is sustained. 


B. A. RAILTON CO. v. THE AMERICAN SUGAR 
REFINING COMPANY 


No. 5705—Commissioner of Patents—October 7, 1953 


CANCELLATION—PROCEDURE—EVIDENCE 
Where petition seeks to cancel registration of suNRAY for sugar on basis 


of various registrations for food products ama sugars for SUNNY and offers 

no proof of any instance of confusion in 21'years of use and offers no testimony of 

any kind, there is a strong presumption against likelihood of confusion in future 
and petitioner has failed to sustain burden of proof necessary in a cancellation 
proceeding. 

Cancellation proceeding by B. A. Railton Co. v. The American Sugar 
Refining Company, Registration No. 266,966 issued February 11, 1930, 
reversed February 11, 1950. Registrant appeals from decision of Exam- 
iner of Interferences sustaining petition. Reversed. 

Theiss, Olson & Mecklenburger, of Chicago, Illinois for petitioner-appellee. 

Chester S. Massett and Quintard Joyner, of New York, N. Y. for respond- 
ent-appellant. 

Leeps, Assistant Commissioner. 

Registrant-respondent has appealed from the decision of the Examiner 
of Interferences sustaining a petition to cancel Registration No. 266,966, 
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; registered on February 11, 1930, under the Act of 1905, renewed February 
j 11, 1950, and published under the provisions of Section 12(¢c) of the Act 
of 1946 on August 29, 1950. 

The mark of petitioner is SUNNY registered under the Act of 1905 as 
a part of a composite mark on December 26, 1922 (Reg. No. 162,870), as a 
part of a composite mark on April 19, 1927 (Reg. No. 226,794), and as a 
single word on July 31, 1928 (Reg. No. 244,828). The goods recited in 
each of the registration certificates are food products, including sugars, 
soft and powdered, except that Registration No. 162,870 includes a number 
of food products and powdered sugar only. The registrations each have 
been renewed, and Registration No. 162,870 has been published under 12(c) 
of the Act of 1946. 

The mark of respondent-registrant, hereinafter referred to as respond- 
ent, is SUNRAY for sugar. 

The petition alleged a plurality of grounds for cancellation. The 
respondent filed a general denial and raised the affirmative defense of 
laches. No testimony was taken by either party, and no evidence was 
introduced other than the registrations heretofore issued to petitioner. All 
grounds alleged by petitioner, except that of likelihood of confusion, mis- 
take or deception, and the respondent’s affirmative defense must fail for 
want of proof. 

In a cancellation proceeding the respondent is one who has obtained 
substantial rights from the Government upon or about which he may 
have built a large and legitimate business. The cancellation of a registra- 
q: tion may have an adverse effect upon the business built around the mark. 
2 The record here, consisting only of petitioner’s registrations, shows no 
; instance of confusion during the twenty-one years since the issuance of 

respondent’s registration, and failure or inability to show even one instance 
of the kind in the past creates a strong presumption against likelihood of 
confusion in the future. In re Myers, doing business as Sure Short Labora- 
tories, 96 USPQ 238 (CCPA), (43 TMR 284). 

Under the circumstances of this case, a petitioner for cancellation is 
under a burden to prove its case, and in my opinion, this petitioner has 
failed to discharge that burden. On the record before me, there is nothing 

to lead me to conclude that the purchasing public is likely to believe that 
SUNRAY sugar is distributed by the same company as SUNNY sugar. The 
4 marks are distinctly different in sound, appearance and significance. 

The decision of the Examiner of Interferences is reversed. 
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EX PARTE RAND RUBBER COMPANY, INC. 
Commissioner of Patents—October 7, 1953 


TRADE-MaRK Acr oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
NEW I00K as applied to baby pants made of rubber or plastic material not 
descriptive nor is it deceptively misdescriptive. 






CEU atts 
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Application for registration of trade-mark by Rand Rubber Company, 
Inc., Serial No. 545,644 filed December 29, 1947. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Reversed. 


Flocks & Simon, of Washington, D. C. for applicant. 
Leeps, Assistant Commissioner. 


Application has been filed to register on the principal register the term 
NEW LOOK for Baby Pants in Class 39, Clothing. Use is claimed since De- 
cember 1, 1947. Registration has been denied on the ground that the mark 
is descriptive of the character of the applicant’s goods. This is an appeal 
from the decision of the Examiner of Trade Marks. 


‘ 


The phrase ‘‘new look’’ became widely known and was widely used 
during 1947 in alluding to the modes in women’s wear which featured 
longer, fuller skirts and narrower waistlines. The ‘‘new look’’ in women’s 
fashions followed the end of material shortages brought about by World 
War II. It was so popularized as a term in the field of women’s fashions 
that it was soon used in connection with radical innovations introduced 
in numerous fields. 

Applicant makes, among other things, baby pants made of rubber film 
and plastic or synthetic film. It is common knowledge that baby pants 
made of such water resistant materials have been made for many years by 
a number of manufacturers, and are strictly functional in design. There- 
fore, the design has changed little through the years. The term NEW LOOK 


was apparently adopted by this applicant during the height of the fashion 
change in women’s clothes, but as applied to the articles involved here, it 
ean hardly be said to be descriptive of them in that sense. Nor ean it be 
said that it describes a “radical innovation’’ in protective baby pants. It 
might have a suggestion of misdescriptiveness, but it is not deceptively 
misdescriptive. 

The decision of the Examiner of Trade Marks is reversed. 


CARAFIOL-SILVERMAN COMPANY v. JULETTE ORIGINALS 
No. 30375—Commissioner of Patents—October 8, 1953 


TRADE-MarK Act OF 1946—REGISTRABILITY—IN GENERAL 
Registrability of mark composed of first name and surname extremely doubtful 
in absence of proof of distinctiveness since registration of mark unregistrable 
under section 2(e) should be granted only after convincing evidence is submitted 
under section 2(f) and for these reasons PAULA DEAN ORIGINALS is refused registra- 
tion. Testimony of trade witnesses offered by opposer that in their opinion the 
purchasing public would be confused between opposer’s and applicant’s marks is 
opinion evidence not entitled to any weight but further testimony that they would 
curtail advertising of PAULA BROOKS ORIGINAL or give up line if competitors com- 
menced handling and advertising of PAULA DEAN ORIGINALS goes directly to question 
of damage and is entitled to consideration. 
TRADE-MaRK Act oF 1946—REGISTRABILITY—EVIDENCE 
Registrations under Act of 1920 have no evidentiary value as to ownership, 
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validity or exclusive right to use as does registration on Principle Register under 
section 2(f) Womens dresses non competitive with night gowns, pajamas, sleep- 
coats and house coats. Opposer need not show distinctiveness of PAULA and BROOKS 
since they appear as single entity PAULA BROOKS. Record contains no evidence of 
actual confusion but likelihood of confusion is sufficient and it appears that 
PAULA DEAN is confusingly similar to PAULA BROOKS. Where confusion, mistake or 
deception is likely use of one’s own name may be circumscribed. 


Opposition proceedings by Carafiol Silverman Company v. Julette 
Originals, Serial No. 581,134 filed June 27, 1949. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Affirmed. 


Alfred W. Petchaft, of St. Louis, Mo., for opposer-appellant. 


G. H. Braddock, of Minneapolis, Minnesota and Albert H. Kirchner, of 

Washington, D. C. for applicant-appellee. 

Leeps, Assistant Commissioner. 

Application has been filed to register on the principal register the 
notation PAULA DEAN ORIGINALS (ORIGINALS disclaimed) for women’s dresses 
in Class 39, Closing. Use is claimed since May 27, 1949. Opposition has 
been filed by the owner of PAULA BROOKS for women’s dresses, registered 
under the Act of 1920 on December 28, 1937, and on the principal register 
of the Act of 1946 on the basis of evidence of distinctiveness submitted 
under Section 2(f) on May 24, 1949. The opposition was sustained by the 
Examiner of Interferences. This is an appeal from that decision. 


It is extremely doubtful that a mark composed of a first name and a 
surname, whether fictitious or real, is registrable in the absence of proof 
of distinctiveness. Ex parte J. Lewis Cigar Mfg. Co., 98 USPQ 265 
(CCPA) (44 TMR 66). In many cases where the name has been used for 
a long period of time and is widely known as identifying and distinguish- 
ing the goods of the applicant, the affidavit of five years’ exclusive use 
referred to in Section 2(f) may be sufficient, but when the name is newly 
adopted or is not widely known, it would seem the sounder practice for 
the Patent Office to require the submission of evidence sufficient to estab- 
lish secondary meaning of the name before issuing a registration. The 
substantive rights which a registrant obtains from a principal registration 
under the Act of 1946 are such that registration of marks or names un- 
registrable under Section 2(e) should be granted only after convincing 
evidence of the applicant’s rights is submitted under the provisions of 
Section 2(f). 

On the basis of the foregoing, registration of PAULA DEAN ORIGINALS is 
refused ex parte on the ground that it is not, on the basis of this record, 
deemed to be distinctive as applied to applicant’s goods. 

The notice of opposition alleges that opposer believes that it will be 
damaged by the registration of PAULA DEAN ORIGINALS because of likelihood 
of confusion with its PAULA BROOKS ORIGINAL. Exhibits filed in the case 
show that opposer uses the word ORIGINAL on its labels displaying the trade 
mark PAULA BROOKS. In support of its contention, opposer took testimony 
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from four witnesses who are engaged in buying and selling at retail 
women’s dresses bearing the label PAULA BROOKS ORIGINAL; and the testi- 
mony of the controller of opposer company showing that opposer has spent 
thousands of dollars in advertising in newspapers and magazines of 
national circulation and that many of the advertisements feature PAULA 
BROOKS ORIGINAL dresses. In addition, this witness testified that individual 
stores to which it sells its PAULA BROOKS ORIGINAL dresses advertise the 
brand name, and it is not possible to estimate the total amount of money 
spent in such advertising. 


Applicant contends that the testimony thus presented is from biased 
witnesses, but it must be remembered that the four witnesses who buy and 
sell women’s dresses at retail are purchasers of opposer’s dresses and appear 
to be interested witnesses only to the extent that they wish to preserve the 
market in PAULA BROOKS ORIGINAL dresses which they have built up through 
expenditure of the funds of their own stores in advertising opposer’s 
goods. These witnesses also testified, in effect, that in their opinion the 
purchasing public would be confused between opposer’s and applicant’s 
marks. This is opinion evidence not entitled to any weight, but three of 
them went farther and said that if a competitor commenced handling and 
advertising PAULA DEAN ORIGINALS, they would curtail their advertising of 
PAULA BROOKS ORIGINAL dresses of opposer, and one testified that ‘‘I think 
I would be tempted to give up the PAULA BROOKS line.’’ This testimony 


goes directly to the question of damage upon which the opposition is based, 
and is entitled to weight in this connection. 


Applicant has introduced, under Rule 282, seven registrations which 
it contends show the name PAULA to be registered by a number of persons 
other than opposer and applicant. Three of the registrations in which the 
name PAULA appears are registered under the Act of 1920 and therefore 
have no evidentiary value as to ownership, validity, exclusive right to use, 
nor is any evidence of use of any of the marks in the record. Two of the 
registrations are under the Act of 1905, but they feature PAULINA and 
PAULETTE and do not support applicant’s contention. The remaining reg- 
istration is the name PAULA alone, registered under the Act of 1905 for 
nightgowns, pajamas, sleep-coats, housecoats and hospital coats, which are 
non-competitive with opposer’s goods. Furthermore, if any of these regis- 
trations were to be given consideration, they would necessarily have an 
adverse effect on applicant’s right to register, since opposer’s registration, 
which is prima facie evidence of ownership, validity and the exclusive right 
to use (and use by opposer is shown by competent evidence), was issued 
after submission of satisfactory evidence of distinctiveness of the mark 
PAULA BROOKS. Applicant has presented no such evidence. It is not neces- 
sary for opposer to show distinctiveness of PAULA and BROOKS, since they 
appear as a single entity PAULA BROOKS. 


No evidence of actual confusion is in the record, but the statute refers 
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only to “likelihood of confusion’’ and evidence of actual confusion is 
unnecessary. Obviously, neither party is entitled to any exclusive rights in 
ORIGINAL OF ORIGINALS in view of the general custom in the trade to use the 
word on labels for women’s dresses. The record here leads me to the 
conelusion that there is some likelihood that PAULA DEAN dresses, appear- 
ing in the market some thirteen years after PAULA BROOKS dresses, will 
cause some confusion or mistake among the purchasing public. 


By stipulation of the parties, a birth certificate of one Paula Deane 
Gurstel,! daughter of the members of the applicant firm born in 1944, was 
introduced, and applicant states that said Paula Deane Gurstel ‘‘owns an 
interest in the applicant firm.’”’ Apparently this document is intended to 
support the proposition that one may use his own name in his own busi- 
ness. The birth certificate alone cannot support such proposition, and in 
any event, it is well established that the use of one’s own name in his 
business may be circumscribed if it is likely to result in confusion, mistake 
or deception. 

The decision of the Examiner of Interferences is affirmed. 


JOSEPH S. FINCH AND COMPANY v. WESTERN WINE 
AND LIQUOR CO. (PAXTON & GALLAGHER COMPANY, 
assignee substituted) 


No. 30353—Commissioner of Patents—October 9, 1953 


TRADE-MarK Act or 1946—REGISTRABILITY—EVIDENCE OF CONFUSION 
Label of GOLDEN weEsT for liquor is distinctly different than that of GOLDEN 
WEDDING label for same goods yet registration of GOLDEN WEST is refused since it 
is common knowledge that whiskey is sold by the drink over bar in noisy taverns 
and GOLDEN WEST might be confused for GOLDEN WEDDING; and any doubts should 
be resolved in favor of senior user. 


Opposition proceeding by Joseph S. Finch and Company v. Western 
Wine and Liquor Co. (Paxton & Gallagher Company, assignee, substi- 
tuted), Serial No. 594,605 filed March 24, 1950. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Reversed. 
Jacobi & Jacobi, of Washington, D. C. for opposer-appellant. 

James J. Fitzgerald, Jr. and James R. Brown, of Omaha, Nebraska and 

Charles A. Schoor for applicant-appellee. 

Leeps, Assistant Commissioner. 

Application has been filed to register on the principal register the 
words GOLDEN wEsTt for whiskey, in Class 49, Distilled alcoholic liquors. 
Use is claimed since November 3, 1943. Opposition has been filed by the 
owner of the words GOLDEN WEDDING, registered on March 19, 1935 under 
the Act of 1905 on the basis of use claimed since 1869, for whiskey or 


1. The birth certificate shows the name as PAULA DEANE, whereas the mark sought 
to be registered is PAULA DEAN. 
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other potable spirits. The Examiner of Interferences dismissed the oppo- 
sition, holding that in view of the differences in the commonly accepted 
meanings of the two terms, confusion was not likely to result from their 
contemporaneous use. This is an appeal from that decision. 

The examiner is unquestionably correct in his findings concerning the 
well recognized meanings or connotations of the two marks. The labels 
of both parties are designed to illustrate those connotations, the applicant’s 
featuring the picture of a cowboy on horseback in a terrain typical of the 
West, and the opposer’s featuring the picture of two elderly gentlemen 
toasting each other and a representation of an old-fashioned bride and 
groom enclosed within a bell jar. If the products of both parties were at 
all times sold in the package bearing these trade marks and labels, the 
examiner’s conclusion would be the proper one. 

It is common knowledge, however, that whiskey is sold by the drink, 
over the counter, at bars and taverns. Englander, doing business as Fed- 
eral Products Co. v. Continental Distilling Co., 37 USPQ 264 (CCPA) ; 
(28 TMR 265); Wardall v. Camden County Beverage Company, 45 USPQ 
530 (Com’r.) (30 TMR 403); McKesson & Robbins, Inc. v. Sherbrook 
Distributing Co., 57 USPQ 195 (Com’r) (33 TMR 299). Counsel for both 
parties stated at the hearing that the respective products involved here 
were so dispensed. This means that the customer does not necessarily see 
the package bearing the label. 

It is also a matter of common knowledge that bars and taverns are 
frequently noisy places, with the sound of voices, glasses and ice, and 
usually a television set in operation, the combination of which dulls, at 
least to some extent, the auditory sense. There is no evidence here regard- 
ing the frequency with which aleoholic beverages are ordered by brand 
name in bars and taverns, but it is a well-known fact that in all places 
which dispense aleoholic beverages there are some brand name orders. This 
being true, the possibility of mistake being made between an order for 
GOLDEN WEST and one for GOLDEN WEDDING by the bar attendant is what 
merits consideration here. While this is not the type of confusion, mis- 
take or deception ordinarily involved in this kind of proceeding, never- 
theless, it should not be overlooked, since a purchaser is entitled to get 
what he asks for when he identifies a product by brand. If the bar attend- 
ant makes a mistake as result of thinking he heard GOLDEN WEDDING when 
he should have heard GOLDEN WEST, or vice versa, confusion, mistake or 
deception results, and this is what the statute is aimed at preventing. 

It is my opinion that there is sufficient similarity between the marks 
to create a likelihood of confusion, mistake or deception under the cireum- 
stances and conditions discussed above. There may be some doubt, but 
the earlier user, in this case earlier by some seventy-four years, is entitled 
to its benefit. 

The decision of the Examiner of Interferences is reversed. 


Lc 
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THE BORDEN COMPANY v. LAURITZEN & COMPANY, INC. 
No. 30305—Commissioner of Patents—October 20, 1953 


TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Applicant’s description of goods as being packaged and sold in drums mere 
surplusage since, if trade-mark indicates origin manner of packaging not pertinent. 
Record fails to disclose trade practices of opposer or trade recognition of 
family of marks which would justify relief under ‘‘family of marks’’ theory 
hence registrations must be considered individually. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
FORTILAC not confusingly similar to BREADLAO, STARLAC, PARLAC or AKRELAC 
but FoRTILAC is confusingly similar to PROTOLAC since any doubt must be resolved 
in favor of opposer. 


Opposition proceeding by The Borden Company v. Lauritzen & Com- 
pany, Inc., Serial no. 595,842 filed April 17, 1950. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Reversed. 


Arthur C. MacMahon and John A. Wortmann, of New York, N. Y. and 
Harris D. Hineline, of Mt. Vernon, New York for opposer-appellee. 


Whitney Campbell, E. Marvin Buehler, Charles R. Sprowl, and FE. 8. Booth, 
of Chicago, Illinois for applicant-appellant. 


Leeps, Assistant Commissioner. 


Application has been filed to register on the principal register the word 
ForTILAC for a food product ‘‘in powder form containing milk serums 
and vegetable extracts and used in commercial baking, said food product 
being packaged and sold in drums.’’ Use is claimed since January 24, 1950. 
Opposition has been filed by the owner of the marks proro.ac (Registra- 
tion No. 145,077) for a casein food product; BREADLAC (Registration No. 
157,714) for powdered milk; starLac (Registration No. 181,001) for 
powdered skimmed milk; parLac (Registration No. 171,105) for whole- 
milk powder; AKRELAC (Registration No. 205,191) for a powdered milk 
product made from a combination of skimmed milk and cream soured with 
a pure lactic culture; and BioLac (Registrations Nos. 348,312 and 348,662) 
for milk food for infants. The dates of first use of each of these marks, as 
indicated by the registrations, long antedate applicant’s claimed date. The 
Examiner of Interferences dismissed the opposition, and this is an appeal 
from that decision. 


It is noted that in applicant’s description of its goods, the phrase 
“‘said food product being packaged and sold in drums’’ appears. These 
words may be considered as mere surplusage, since if a trade mark indicates 
origin of a product, it indicates origin no matter how packaged. 


Neither party has taken testimony in support of its position, and the 
only evidence in the appeal are the pleadings, copies of opposer’s registra- 
tions relied upon, and certified copies of five registrations (one of which 
has expired), noticed and relied upon by applicant under Rule 282. None 
of the existing registrations relied upon by applicant show a date of first 
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use prior to opposer’s first use of PROTOLAC, BREADLAC, STARLAC, PARLAC and 
AKRELAC, although all of them antedate—both in claimed date of first use 
and registration—applicant’s first use. How these registrations can be 
helpful to applicant’s right to register is not apparent—even if use of the 
marks disclosed had been proved. In fact, one of the marks so closely resem- 
bles applicant’s mark as to require a re-examination of this application to 
determine whether or not applicant’s mark, when applied to its goods, is 
likely to cause confusion, mistake or deception with the previously regis- 
tered mark. 


Opposer relies upon what it terms a “family of marks,’’ each ending 
in the suffix ‘‘lac.’’ On this point, the Examiner of Interferences said: 


‘*It is obvious that a mark cannot well be mistaken for a member 
of a family of marks unless it is confusingly similar to at least one 
member of the family; nor could it resemble a family as a unit as 
much as it might a single member thereof which it may more closely 
resemble than it does another.’’ 


This precise meaning of this statement is somewhat obscure, but it is 
doubtful whether this is a correct exposition of the theory of protection 
of a ‘family of marks.’’ There is nothing in the record in this case, how- 
ever, to show trade practices of the opposer, trade recognition of its marks 
as a family, or any other evidence which would indicate that it is entitled 
to such relief as may be afforded under the theory. Since reliance is had 
merely on its five registrations, they must each be considered separately. 


FORTILAC does not, in my opinion, so resemble BREADLAC, STARLAC, 
PARLAC, Or AKRELAC as to be likely to cause confusion, mistake or deception, 
even though the goods of both parties are basically products resulting from 
milk processing of some kind. 


Applicant contends that the suffix ‘“‘lac’’ is descriptive and states 
that there is great dissimilarity between rorT1 and proto. The Examiner 
of Interferences held that ‘‘there is no such similarity between rort1 of 
applicant’s mark and * * * proto of opposer’s mark[s] as would be likely 


? 


to cause confusion.’? The marks under consideration are not FoRTI and 
PROTO, but FORTILAC and proToLAC. The sole question here is whether 
FORTILAC, when applied to applicant’s goods, is likely to cause the public 
to believe that it emanates from the earlier producer of proro.ac. I am 
of the opinion that it is likely to do so—particularly since any doubt which 
may exist must be resolved in favor of the opposer here. 


The decision of the Examiner of Interferences is reversed; and at such 
time as the Examiner of Trade Marks re-acquires jurisdiction of the 
application, re-examination should be made to determine likelihood of con- 
fusion between applicant’s mark as applied to its goods and Registration 
No. 409,253. 





Vol. 44T.M.R. CONFECTIONS, INC. v. KIENTZEL NOODLE 


CONFECTIONS, INC. v. KIENTZEL NOODLE CO., INC. 
No. 5781—Commissioner of Patents—October 20, 1953 


TRADE-MARK AcT OF 1946—CANCELLATION—CONFUSING SIMILARITY 

Marks FLUFFY POP and FLUF-Y-POP substantially identical when used on pop 
corn and, therefore, registration under Section 2(f) of 1946 Act of mark FLUFFY 
pop should be cancelled since Registrant can show no advertising of goods and only 
extremely limited sale to support claim of secondary meaning and cannot claim 
substantially exclusive use of mark for five years preceding application. 

Damage from Principal Register registration will be presumed where marks 
are substantially identical and goods are the same. 


Cancellation proceeding by Confections, Inc. v. Kientzel Noodle Co., 
Inc., Registration No. 540,624 issued April 10, 1951. Registrant appeals 
from decision of Examiner of Interferences sustaining petition. Affirmed. 
Wilkinson, Huxley, Byron & Hume, of Chicago, Illinois for petitioner- 

appellee. 

Bruninga & Sutherland, of St. Louis, Missouri for respondent-appellant. 
Leeps, Assistant Commissioner. 

This is a cancellation proceeding filed by a user of FLUF-Y-POP on 
shelled popcorn against the registrant of rLurFry pop for popped and sea- 
soned popcorn (Registration No. 540,624, issued April 10, 1951). The 
Examiner of Interferences sustained the petition to cancel and recom- 
mended cancellation of the registration. This is an appeal from that 
decision. 

The petitioner obtained a registration on the supplemental register of 
the Trade Mark Act of 1946 for rLur-y-Pop for shelled popeorn on March 
14, 1950. On October 30, 1950, a cancellation proceeding was instituted 
by respondent here, and on March 14, 1952 petitioner’s registration was 
ordered cancelled. That petition was based on prior use of a confusingly 
similar mark. 

During the pendency of that cancellation proceeding, on April 10, 
1951, the respondent in the present case obtained a registration of its mark 
FLUFFY POP on the principal register. The application which resulted in 
this registration was based on a claim that the mark had become distinc- 
tive through substantially exclusive and continuous use thereof in com- 
merce for the five years next preceding the date of filing the application. 

On October 23, 1951, this petition to cancel the registration was in- 
stituted. Petitioner here has taken testimony, and respondent relies on its 
testimony taken in the prior proceeding which it has, by motion, trans- 
ferred to this case. 

Respondent’s record shows that it commenced using its mark FLUFFY 
POP on popped corn in 1945; that it has not sold its popped corn other than 
in Missouri in the St. Louis area; that it has sold to a jobber who sells in 
the East St. Louis-Alton-Granite City-Belleville area; that its product has 
never been advertised; that in 1945 it sold about $2000 worth of its product 
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under the mark; and that in 1949 it sold about $1200 worth of its product 
to the jobber selling across the State line. Its application to register was 
filed under the Act of 1905 in 1946 and converted to the principal register 
of the 1946 Act in 1950. 

Petitioner’s record shows that it commenced using its mark FLUF-Y-POP 
on shelled, unpopped corn in 1946; that its sales were practically nation- 
wide at first; exhibits show invoices of sales in Missouri, Kansas, Nebraska 
and Iowa; that in 1946 its sales of its product under the mark amounted 
to $87,870.02—$90,385.25 in 1947—$95,786.42 in 1948—and $20,895.30 in 
1949. Petitioner applied for registration under the Act of 1905 in 1946, 
and after a third rejection, filed a new application to register on the sup- 
plemental register in 1948. The registration issued in 1950 and was ean- 
celled on petition of this respondent in 1952. 

There is no doubt that respondent knew of petitioner’s use of its mark. 
A letter was written in 1946 requesting discontinuance of sales of peti- 
tioner’s product in the State of Missouri, and in 1951, the Secretary- 
Treasurer of respondent testified that petitioner’s product was still on the 
market in the St. Louis area. 

Obviously, the marks are substantially identical. 

In view of the facts of record here, it is not seen how this respondent 
can seriously contend (1) that its mark has acquired a secondary meaning 
when there has been no advertising of the goods bearing the mark and the 
sales have been so extremely limited; or (2) that it had substantially 
exclusive use of the mark for the five years next preceding the filing of its 
application. 

The statutory presumptions inherent in a principal register registra- 
tion are, under the facts of this case, sufficient to presume inevitable 
damage to petitioner when it uses a mark substantially identical with 
respondent’s mark on the goods here involved. 


The Examiner of Interferences is affirmed, and Registration No. 
540,624 should be cancelled. 


YARD-MAN, INC. v. SAVAGE ARMS CORPORATION 


No. 5801—Commissioner of Patents—October 20, 1953 


TRADE-MarK AcT OF 1946—REGISTRABILITY 
No confusing similarity between composite mark SAVAGE and smaller YARD 
CHIEF superimposed on head of Indian Chief and YARD-MAN for lawn mowers since 
the words differ in significance and sound and YARD is not dominant portion of the 
SAVAGE mark. 


Cancellation proceeding by Yard-Man, Inc. v. Savage Arms Corpora- 
tion, Registration no. 536,200 issued January 9, 1951. Petitioner appeals 
from decision of Examiner of Interferences. Affirmed. 


Townsend F. Beaman, of Jackson, Michigan for petitioner-appellee. 
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Francis J. Sullivan, of New York, N. Y. for registrant-appellant. 
Leeps, Assistant Commissioner. 


This is a cancellation proceeding filed by the owner of the trade mark 
YARD-MAN registered June 11, 1940 (Registration No. 378,647), for manu- 
ally operated and power driven lawn mowers against the owner of Registra- 
tion No. 536,200, issued January 9, 1951 on the Principal Register for a 
composite mark comprising the pictorial representation of the head of an 
Indian Chief enclosed within a circle, and superimposed upon which are 
the words SAVAGE in large block letters and YARD CHIEF in smaller script 
letters. The words YARD CHIEF appear on two lines beneath the word 
SAVAGE upon the headdress and face of the picture. The word yarp is dis- 
claimed in respondent’s registration, but there is no disclaimer in peti- 
tioner’s registration. The Examiner of Interferences dismissed the petition, 
and this is an appeal from that decision. 


In a stipulation of facts filed in lieu of testimony it is agreed that: 
petitioner owns Registration No. 378,647; it has used the mark YARD-MAN 
since May 1933, on lawn mowers in excess of 350,000, of which approxi- 
mately 8,000 were power driven; the trade mark YARD-MAN has not been 
abandoned; respondent owns Registration No. 536,200 sought to be 
canceled; the name SAVAGE and the pictorial representation of an Indian 
has been used by respondent since January 1, 1906, and respondent owns 
Registration No. 100,629 covering the mark; petitioner did not oppose 
respondent’s registration; petitioner knew of respondent’s use of the 
words YARD CHIEF in conjunction with the composite mark; petitioner 
requested discontinuance by respondent of its mark, which was rejected, 
and in subsequent correspondence and conferences respondent refused to 
delete the word yarp from its mark; and respondent’s trade mark is pre- 
dominated by its corporate name SAVAGE and the pictorial representation 
of the head of an Indian chief. Specimens showing each mark as used on 
the respective products were attached to the stipulation and made a part 
thereof. 

The two marks differ widely in appearance. An examination of re- 
spondent’s mark shows that it is dominated by the word savaGE in large 
block letters and the representation of an Indian chief’s head in red. The 
words YARD CHIEF are secondary in size and position. Petitioner’s mark 
consists only of the compound word YARD-MAN. 

The marks differ widely in significance. The word savaag, the pictorial 
representation of the head of an Indian, and the word curer result in a 
single connotation completely different from the connotation of petitioner’s 
compound word YARD-MAN. 

The sound of the marks—yYARD-MAN and SAVAGE YARD CHIEF—is differ- 
ent. 

It is doubtful if any person may exclusively appropriate the word 
YARD to identify lawn mowers; and where, as here, the only point of 
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similarity between petitioner’s compound word mark and respondent’s 

composite word and picture mark is the word YArp, it is not believed that 

confusion, mistake or deception is likely to result. There is, in my opinion, 

no likelihood that the public will believe that both products emanate from 

the same source, particularly since the identifying word of respondent’s 

corporate name SAVAGE is predominant in size and position in its trade mark. 
The decision of the Examiner of Interferences is affirmed. 


ST. JULIAN WINE COMPANY, INC. v. OLD MONASTERY 
WINE COMPANY, INC. 


No. 4634—Commissioner of Patents—October 27, 1953 
TRADE-MarRK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Mark consisting of SHALOM and subordinate design, for wine, is confusingly 
similar to SHOLOM, for like goods. 
REGISTRATION 9PROCEDURE—INTERFERENCE 
Since word SHALOM first used by junior party in interference is identical with 
that used by senior party, and change in spelling to SHOLOM is not such as to avoid 
the two from being confusingly similar, senior party is not entitled to registration. 
Since decision in interference does not determine concurrent use proceeding, 
motion for stay of proceedings in interference is denied. 

Interference proceeding between St. Julian Wine Company, Inc., 
Serial No. 596,525 filed April 28, 1950 and Old Monastery Wine Company, 
Inc., Serial No. 592,217 filed February 9, 1950. Senior party appeals from 
decision of Examiners of Interferences awarding priority to junior party. 
Affirmed. 

John B. Hosty, of Chicago, Illinois for junior party—appellee. 
Leech & Radue, of Washington, D. C. for senior party—appellant. 

This is an interference between two applications for registration of 
trade marks in which the Examiner of Interferences awarded priority to 
the junior party, and the senior party has appealed. 

The application of the senior party, Old Monastery Wine Company, 
Ine., was filed on February 9, 1950, Serial No. 592,217, and alleges use 
of the mark since January, 1950. The mark disclosed consists of the word 
SHALOM and a design, used for wine. The senior party took no testimony 
and is confined to February 9, 1950, as its earliest date. 

The application of the junior party, St. Julian Wine Company, In- 
corporated, was filed on April 28, 1950, Serial No. 596,525. It discloses 
the word SHOLOM, written in letters apparently designed to somewhat 
resemble Hebrew characters, used as a trade mark for wine. 

The word SHALOM is listed in Webster’s New International Dictionary, 
2nd Edition, on page 2301 with the following definition : 

shalom (sha-lom’; sho’lom), n. [Heb. shalom, well-being, peace. ] 

Jewish. Literally, peace;—used as a Jewish greeting and farewell, 

and also in the phrase shalom’ a-le’khem. * * * peace unto you. 


SHOLOM is not found listed in the main part of this dictionary, except 
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as it appears in the above quotation as a spelling indicating pronunciation 
but it appears in the cross reference below the line on page 2318 reading 
as follows: 

sholom a-lei’chem or a-ley’chem. See shalom. 


The marks of both parties are used with Kosher wine. 


The testimony of the junior party shows that it began the use of 
SHALOM as a trade mark for wine in June, 1949, and that substantial 
quantities bearing the mark were regularly sold during the remainder of 
the year. Sales continued into 1950 but near the middle of the year the 
mark was changed to sHoLoM. The reason given by the president of the 
junior party for this change was that he had been told that the latter was 
the correct spelling. 

The Examiner of Interferences held that the two marks are intended 
to be the same in meaning and that they are substantially indistinguishable 
in pronunciation and appearance, and awarded priority to the junior party. 

The senior party urges in the appeal that the junior party has failed 
to show prior use of sHOLOM, the word disclosed in its application, prior 
to the senior party’s filing date and hence is not entitled to an award of 
priority. The senior party also urges that the two marks are not confus- 
ingly similar and hence the interference should be dissolved. 

On the latter argument it is asserted that the design features of the 
senior party’s mark have as much or more import than the word, and that 
the words used by the two parties are different in meaning since the word 
used by the junior party has no meaning. Neither of these arguments is 
convincing. The word is considered the dominant feature of the senior 
party’s mark and, aside from the intended meaning of the junior party’s 
mark, the two words are so similar in appearance and pronunciation that 
they must be regarded as confusingly similar. 

Since the word first used by the junior party is identical with that used 
by the senior party, and the change in spelling is not such as to avoid the 
two from being confusingly similar, it is not seen how the change in spell- 
ing can entitle the senior party to registration, and the decision of the 
Examiner of Interferences holding that the senior party is not entitled to 
registration on its application involved is affirmed. 

After the decision of the Examiner of Interferences, and after appeal 
in this case had been taken, the senior party filed an application for a 
concurrent registration, and a concurrent use proceeding between that 
application and the junior party’s application involved herein has been 
instituted. The senior party has moved for a stay of proceedings in this 
interference on the ground that the decision would not be fully determina- 
tive of the rights of the parties. The motion is denied since the decision 
herein does not determine the concurrent use proceeding, and is without 
prejudice to the issue involved therein. 
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THE PERRY KNITTING COMPANY et al. v. MIGHTY MITE 
No. 30399—Commissioner of Patents—October 30, 1953 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
In determining likelihood of confusion, proper test to be applied is whether 
or not goods are of such nature that, if sold under similar marks, public is likely 
to believe they emanate from same source; in other words, might public reasonably 
assume that applicant’s goods are additional products in opposer’s ‘‘line?’’ 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Similarity in sound of names of goods becomes an increasingly important con 
sideration in decision of cases of confusion, with growing emphasis on radio and 
television advertising. 
Similarity of sound alone is sufficient to conclude that MIGHTY MITE, for a 
variety of children’s garments, is confusingly similar to NITEY NITE, for children’s 
sleeping garments. 


Opposition proceeding by The Perry Knitting Company and Glendale 
Knitting Corporation v. Mighty Mite, Serial No. 591,794, filed February 
1, 1950. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 

Munn, Liddy & Nathanson, of New York, N. Y. for opposer-appellee. 
John P. Chandler, of New York, N. Y. for applicant-appellant. 
Leeps, Assistant Commissioner. 

Registration of the term MIGHTY MITE superimposed on the representa- 
tion of a sphere for ‘‘certain garments for infants and children, namely, 
creepers, cardigan sweaters, polo shirts, pajamas, and outer suits formed 
in one, two and three pieces,’’ (Class 39, Clothing) has been opposed by the 
owner of the word mark NITEY NITE, registered on August 18, 1925 (Reg. 
No. 202,164) for ‘‘children’s sleeping garments in the nature of a com- 
bination garment with feet attached’’ (Class 39, Clothing). Applicant’s 
first use is claimed as of February 2, 1949, and opposer’s first use, as in- 
dicated in the registration, is June 27, 1924. The Examiner of Interferences 
sustained the opposition and refused registration. This is an appeal from 
that decision. 

Both parties have taken testimony and introduced exhibits which are 
relevant and material to the issues. Briefs were filed, and both parties 
were ably represented at the hearing. 

The first error assigned in the appeal deals with the examiner’s finding 
that the goods involved ‘‘are closely related, if not in part competitive, 
goods of the same descriptive character, and the specific differences be- 
tween such goods are deemed to be negligible.’’ Since the function of a 
trade mark is to indicate origin, and since the Trade Mark Act of 1946 
eliminated reference to ‘‘goods of the same descriptive properties’’ in 
determining likelihood of confusion, mistake or deception, the proper test 
to be applied is whether or not the goods are of such nature that, if marketed 
under the same or confusingly similar marks, the purchasing public is likely 
to believe that they emanate from the same source. In other words, are. 
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the applicant’s goods in this case of a type or character which the public 
might reasonably assume to be manufactured and sold by the prior user, 
i.e., additional products in opposer’s ‘‘line?’’ An examination of the 
description of the goods involved leaves no doubt, and the answer here 
must be in the affirmative. 


Turning to the resemblance between the marks, applicant assigns as 
error the examiner’s finding that the marks, though differing in appear- 
ance and meaning, are practically indistinguishable in sound, and their 
contemporaneous use on the goods of the parties would inevitably result 
in confusion in trade, regardless of any specific difference in the goods. 
There is no question but that the significance of the term MIGHTY MITE is 
different from NITEY NITE. As for appearance, the applicant’s mark for 
which registration is sought shows the word micHty above the word MITE 
—both in bold lower case letters—superimposed on what appears to be an 
unfinished representation of a globe (the earth). Opposer’s mark comprises 
the words NITEY NITE, displayed in a single line in a kind of stylized capital 
and lower case type. There is not much similarity in appearance between 
the registered mark and the mark sought to be registered. 


Opposer’s testimony shows extensive radio advertising of its NITEY 
NITE sleepers for children. The language of the Court of Customs and 
Patent Appeals in Marion Lambert, Inc. v. O’Connor, 32 USPQ 41, 42 
(1936), is particularly applicable to this case: 

‘*Similarity in the sound of the names under which goods are sold 
is becoming a more important consideration in the decision of cases 
of this kind as the effective advertisement of goods becomes increas- 
ingly dependent upon radio facilities.’’ 

(See also Traders’ Oil Mill Company v. Lever Brothers Company, 40 
USPQ 470 [CCPA]). In connection with this case, the statement may have 
even greater force under present day conditions of television advertising 
where the goods are frequently shown in conjunction with spoken com- 
mercial announcements. 


Similarity of sound alone in this case is, in my opinion, sufficient to 
conclude that applicant’s mark so resembles opposer’s registered mark as 
to be likely, when applied to its goods, to cause confusion, mistake or de- 
ception. Celanese Corporation of America v. E. I. Du Pont de Nemours 
& Co., 69 USPQ 69 (CCPA), (36 TMR 130); Celanese Corporation of 
America v. E. I. Du Pont de Nemours & Co., 69 USPQ 101 (CCPA), (36 
TMR 133) ; Skol Co., Inc. v. Olson, 67 USPQ 96 (CCPA), (35 TMR 306); 
E-Z Mills, Inc. v. Martin Bros. Co., 37 USPQ 199 (CCPA), (28 TMR 207); 
Bordo Products Co. v. B. A. Railton Co., 81 USPQ 378 (CCPA), (39 
TMR 409). 

Furthermore, the record in this case reveals instances of actual con- 
fusion or mistake. Retailers handling applicant’s goods have made re- 
turns of merchandise to opposer, and writers for certain trade publications 
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have confused NITEY NITE and MIGHTY MITE. Applicant argues that these 
instances were ‘‘error’’ but not ‘‘confusion.’’ The statute, by its terms, 
prohibits registration of a mark if it is likely to cause mistake (errors). It 
is not necessary in cases of this kind to prove actual instances of con- 
fusion or mistake, but when they are proved, the conclusion as to likeli- 
hood of confusion or mistake is removed from the realm of conjecture. 

The decision of the Examiner of Interferences is affirmed. 


SPRAGUE PRODUCTS COMPANY v. WILKOR PRODUCTS, INC. 
No. 5784—Commissioner of Patents—October 30, 1953 


TRADE-MarK Act oF 1946—-REGISTRABILITY—DESCRIPTIVE TERMS 
‘*Ohm’’ is term so closely related to resistors as to be unregistrable for them. 
TRADE-MarK Act OF 1946—REGISTRABILITY—IN GENERAL 
Registration in Patent Office is government’s recognition of rights in trade 
marks acquired through use and not mere adoption. 
Trade mark must be used openly and continuously to identify goods and services 
before protection of statute is available. 
CANCELLATION—CONFUSING SIMILARITY 
TRADE-MaRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Marks must be considered in their entireties; discussion of sound, meaning, 
connotation or appearance of elements thereof is improper. 
coROHM, for resistors, is not confusingly similar to KooLOHM for like goods. 
Purchasers and users of resistors are discerning group not likely to believe, 
by marks alone, that COoROHM and KOOLOHM resistors emanate from same manu- 
facturer. 





Cancellation proceeding by Sprague Products Company v. Wilkor 
Products, Inc., Registration No. 540,712 issued April 10, 1951. Petitioner 
appeals from decision of Examiner of Interferences dismissing petition. 
Affirmed. 

Arthur G. Connolly, of Wilmington, Delaware for petitioner-appellant. 
Oberlin & Limbach, of Cleveland, Ohio for respondent-appellee. 

Leeps, Assistant Commissioner. 


A petition has been filed to cancel the registration of coroHM, regis- 
tered on April 10, 1951 on the principal register (Reg. No. 540,712) by 
the owner of KOOLOHM registered on February 28, 1939 under the Trade 
Mark Act of 1905 (Reg. No. 365,238) and published under the provisions 
of Section 12(c) of the Act of 1946 on May 3, 1949. The petition was 
dismissed by the Examiner of Interferences, and this is an appeal from 
that decision. 

According to stipulation of facts filed in lieu of testimony, the marks 
KOOLOHM and COROHM are applied to wire wound, ceramic shell encased, 
electrical resistors having cylindrical bodies with wire terminals projecting 
at the ends. The resistors of both parties are sold to manufacturers for 
assembly sets involving electronic tubes, and the products have been 
advertised under the respective marks in trade publications, such as 













iT de omctze 


SA Bh ng Be da 


pars Eas 


*t ag 

















Sp SIR ORE REE Bag . 


Sear te Wekig en aT 










eS ae 





<n LieABA. 

















KAM gt 





- 










kine snatecaatng tc ae eee 





Vol.44T.M.B. SPRAGUE PROD. CO. v. WILKOR PROD., INC. 329 





‘‘Blectronies’’ and ‘‘Electrical Manufacturing.’’ Petitioner’s mark has 
been used since 1938, and respondent’s mark has been used since 1947. 


Respondent contends that ‘‘ohm’’ is ‘‘merely descriptive’’ of the goods 
of both parties. An ohm is the unit of measurement of electrical resistance, 
and, technically, does not describe a resistor. It bears such a relationship 
and is so closely associated with resistors of the type involved here, however, 
that the word, standing alone, would be as unregistrable for resistors as 
if it were descriptive. 


Respondent also contends that petitioner ‘‘attempts to assert a monop- 
oly centering on the word ‘ohm’ ’’; the word ‘‘ ‘ohm’ cannot be monopol- 
ized by petitioner’’; and the term ‘‘ ‘ohm’ is not monopolizable by anyone 
in the trade.’’ There is nothing in the record which even remotely 
suggests propriety of such a contention. In fact, respondent refers in its 
brief to seven registrations, each of which includes the word ‘‘ohm’’ as a 
part, and there is no evidence and no suggestion that this petitioner has 
proceeded against any of them on the ground that it has exclusive rights 
in the word ‘‘ohm.’’ Nor does it assert any such rights in this case. Its 
position is that the mark coroH™ so closely resembles the mark KOOLOHM 
as to be likely, when applied to respondent’s goods, to cause confusion, 
mistake or deception of purchasers. It is clearly within its rights in assert- 
ing such a position, and if the tribunals of the Patent Office find such 
likelihood of confusion, petitioner will prevail. Trade marks are not 
government ‘‘grants’’ (Trade Mark Cases, 100 U.S. 82). Rights in trade 
marks are acquired through use and not mere adoption (United Drug v. 
Rectanus, 248 U.S. 90). Registration in the Patent Office is the Govern- 
ment’s recognition of such rights, and the statute provides certain safe- 
guards for those rights upon registration. (Public Law 489—79th Congress, 
Chap. 540, 2d Session.) The purpose of the registration statute is twofold 
—the protection of the public so that it may be confident that, in purchase- 
ing a product bearing a trade mark which it favorably knows, it will get 
the product it asks for and wants; and the protection of a trade mark 
owner in his good will built up through investment against its misappro- 
priation by others (Senate Committee Report No. 1333, 79th Congress, 2d 
Session; Prestonettes v. Coty, 264 U.S. 359). One may not adopt a word 
or symbol and rely on such adoption to prohibit others from using it to 
identify goods or services. It must be used to identify and distinguish goods 
or services, and the use must be open and continuous before protection 
of the statute is available. As has been said by the Supreme Court, ‘‘a 
trade mark confers no monopoly at all, in a proper sense.’’ (United Drug 
v. Rectanus, supra). Petitioner’s argument on this point is not only en- 
tirely without foundation, but is improper in a proceeding such as this. 


The sole question for determination here is whether the purchasing 
public, upon seeing respondent’s coroH™M resistors in advertisments, cir- 
culars or the marketplace is likely to believe that they are made by the 
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same company which makes KOoLouM resistors. It is not necessary to dis- 
cuss the meaning of ‘‘ohm’’, and it is not proper to discuss the sound, 
meaning, connotation, or appearance of KooL and cor. The involved marks 
are KOOLOHM and cCoROHM, and the commercial impression is derived 
from the marks as a whole—not from their elements separated and con- 
sidered in detail. Judson Dunaway Corporation v. Hygienic Products Co., 
(C.A. 1) 84 USPQ 31, (40 TMR 113). The established principle that, in 
determining likelihood of confusion, the marks must be considered in their 
entireties should be followed. Synchromatic Corp. v. Eureka Williams 
Corp., (C.A. 7) 81 USPQ 434, (39 TMR 571) ; Valpo v. Solis, Entrialgo y 
Compania, (C.C.P.A.) 82 USPQ 182, (39 TMR 699); Apollo Shirt Co. v. 
Enro Shirt Co., Inc., (C.C.P.A.) 76 USPQ 329, (38 TMR 314, 317); Gaby, 
Inc. v. Irene Blake Cosmetics, Inc., (C.C.P.A.) 76 USPQ 603, (38 TMR 
450) ; Atlantic Seafood Packers v. Florida Fruit Canners, Inc., (C.C.P.A.) 
77 USPQ 96, (38 TMR 553). 


The marks coROHM and KOOLOHM, in my opinion, neither look suffi- 
ciently alike nor sound sufficiently alike to lead to a conclusion that con- 
fusion, mistake or deception is likely. As to significance, or meanings of 
the marks, petitioner’s may suggest a rapid dissipation of the heat 
generated in the resistor, whereas there is no suggestive meaning apparent 
in respondent’s. Purchasers and users of the goods bearing the respective 
marks—being manufacturers of sets involving electronic tubes, according 
to the stipulation of facts, and others who service and repair items in- 
volving electronic tubes, according to admissions of counsel at the hearing 
—are a discerning group not likely to be led, by the marks alone, to believe 
that KOOLOHM resistors and coROHM resistors emanate from the same 
manufacturer. 


The decision of the Examiner of Interferences is affirmed. 


THE STYRON-BEGGS COMPANY v. AMAZA LABORATORIES 
No. 30304—Commissioner of Patents—October 28, 1953 


TRADE-MarK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MarKS—Goops oF 
SAME CLASS 
Preparation for cleaning hands and water softener and cleanser designed 
primarily for wall washing and paint cleaning are goods of such nature that if 
sold under same or confusingly similar marks, public might assume they emanated 
from same source. 
TRADE-MaRK AcT Or 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
E-Z CLEAN, for water softener and cleanser designed primarily for wall washing 
and paint cleaning, has a highly descriptive significance. 
E-Z-GO, for preparation for cleaning hands is highly suggestive, but is regis- 
trable. 
TRADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
E-Z-G0, for preparation for cleaning hands, is not confusingly similar to GREAT 
SEAL E-Z-CLEAN, for water softener and cleanser designed primarily for wall washing 
and paint cleaning. 
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Opposition proceeding by The Styron-Beggs Company v. Amaza . 
Laboratories, Serial No. 592,181, filed February 9, 1950. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Re- 

versed. 










John F. Brezina, of Chicago, Illinois for opposer-appellee. 
Oberlin & Limbach, of Cleveland, Ohio for applicant-appellant. 
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LEeEps, Assistant Commissioner. 

Application has been filed to register the mark r-z-co for a prepara- 
tion for use in cleaning the hands, in Class 52, Detergents and soaps. 
Use is claimed since October, 1948. Opposition has been filed by the user 
of E-Z-CLEAN for a water softener and cleanser designed primarily for | 
wall washing and paint cleaning. Opposer has no Federal registration 











of the mark E-Z-CLEAN, but it relies upon its common law rights acquired 
3 through use since 1940 and certain of its state registrations of GREAT SEAL 
2 E-Z-CLEAN. The Examiner of Interferences sustained the opposition and 
refused registration. This is an appeal from that decision. 
: Priority of use by opposer is not disputed by applicant. The goods 





of the parties are of such nature that if they were sold under the same 
mark or confusingly similar marks, the purchasing public might be likely 
to assume that they emanated from the same source. The marks are not 
the same, so the only question is whether or not applicant’s mark so 
resembles opposer’s as to be likely, when applied to its goods, to cause 
confusion or mistake or to deceive purchasers. 







testy Mg daa Ai lapels 






Opposer has taken testimony and introduced in evidence a number 
of exhibits. Among the exhibits are cardboard containers for opposer’s 
product, advertisements featuring opposer’s product, and photostats of 
four of the eight State registrations alleged to have issued to opposer. 
Each of the cartons shows the mark E-Z-CLEAN in conjunction with the 
words GREAT SEAL; three of the four State registrations identify the regis- 
tered mark as GREAT SEAL E-Z-CLEAN; and each of the advertisements fea- 
tures GREAT SEAL E-Z-CLEAN. Some of them also feature the phrase 
CLEAN PAINTED WALLS AND WOODWORK THIS -E-Z- WAY. 


The president of opposer company testified that ‘‘The GREAT SEAL is 
our family trade mark for all of our products, some of which are Pure 
Vanilla, and other flavoring extracts, Castor Oil, Epsom Salts and so on; 
and many of our customers identify the entire line by the use of the words 
GREAT SEAL, and others identify our cleaning product by the title or trade 
mark of E-z, which represents the manufacture and the source of the 
cleaning preparation.’’ It would appear that opposer claims trade mark 
s rights in GREAT SEAL, GREAT SEAL E-Z CLEAN, E-Z CLEAN, and E-z. The use 
, on the packages and in advertising, however, indicates that GREAT SEAL 
E-Z CLEAN is the mark which actually is used by opposer to identify its 
goods. It may be that it is entitled to assert rights in each of the cited 
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words and phrases, but there is insufficient evidence in the record to lead 
to that conclusion. 


If the term E-Z CLEAN as used by this opposer is entitled to protection, 
it must be of a limited nature in view of the character of the mark. The 
term has a highly descriptive significance. Ex parte The Diamond Fer- 
tilizer Company, (Com’r.) 91 USPQ 343; Ex parte William J. Smith 
Music Co. Inc., (Com’r.) 71 USPQ 208; Ex parte Welch (Com’r.) 64 
USPQ 310. There is no competent evidence in the record to indicate that 
the mark has acquired secondary significance. 


Applicant’s mark r-z-co has a somewhat different significance in that 
it comprises a portion of the well-known and familiar phrase EASY COME 
—rASy Go. As such, it is highly suggestive of the function of the applicant’s 
product, but it is a registrable notation. 


The involved marks do not sound alike, they do not look alike, and 
they do not have the same meaning. Their contemporaneous use on the in- 
volved products is not likely, in my opinion, to lead to confusion, mistake 
or deception of purchasers. 


The decision of the Examiner of Interferences is reversed. 


EX PARTE GREYVAN LINES, INC. 


Commissioner of Patents—November 17, 1953 


TRADE-MarkK Act OF 1946—REGISTRABILITY—SERVICE MARK 
Act of 1946 permits a mark being used as service mark and a trade-mark at 
the same time. Mark GREYVAN LINES used as a service mark on barrels, cartons 
and other containers sold for use in moving or rented to its moving and transfer 
clients not refused registration for reason that users of service would look upon 
mark as identification of moving service rather than mark indicating origin of 
cartons since applicant has proceeded in accordance with statute and affixed his 
service mark to the cartons and transports them in commerce. Mere use on some of 
cartons of words which advertises other services performed under same mark not 
sufficient basis for refusing registration. 


Application for registration of trade-mark by Greyvan Lines, Inc. 
Serial No. 519,654 filed March 27, 1947. Applicant appeals from deci- 
sion of Examiner of Trade-Marks refusing registration. Reversed. 
Parker & Carter, of Chicago, Illinois for applicant. 

Leeps, Assistant Commissioner. 


Application has been filed to register on the principal register 
the mark GREYVAN LINES for corrugated cartons, fibre board wood re- 
inforced wardrobe containers, and barrels used in moving. Use is claimed 
since December 15, 1953. Registration has been refused on the ground 
that purchasers would look upon the mark as an identification of or adver- 
tisement for applicant’s transfer and moving service rather than as a 
trade mark indicating origin of the boxes and containers. This is an appeal 
from the decision of the Examiner of Trade Marks. 
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Applicant is engaged primarily in the business of rendering a moving 
and transfer service. In connection with such service, it uses cartons, 
wardrobe containers and barrels which are sold to the buyer of the services. 
5 A specific charge, separate from the moving or transfer charges, is made 
for them. The cartons and containers are sometimes sold to persons 
other than customers of the service. The mark GREYVAN LINES identifies ; 
and distinguishes the moving and transfer service performed by this 
applicant ; but it does not necessarily follow that the mark GREYVAN LINES 
does not also identify and distinguish the cartons, containers and barrels 
sold by applicant. 
There is nothing in the statute which prohibits a mark from being 
at the same time a service mark and a trade mark. Ex parte Handmacher- 
4 Vogel, Inc., 98 USPQ 413 (Com’r. 1953). 















4 The examiner was of the opinion that the use of GREYVAN LINES on 
i the cartons and containers was not a trade mark use because the specimens 
filed with the application show the mark accompanied by a ribbon-like 





display featuring the words LONG DISTANCE MOVING, thus indicating a 
moving service rather than the boxes, and containers. These words are 
not shown in other exhibits filed. 

The statute provides for registration of words, names, symbols and 
devices, or any combination thereof adopted and used by a manufacturer 
or merchant to identify his goods and distinguish them from those man- 
ufactured or sold by others. It further provides that a mark shall be 
deemed to be used on goods when it is placed in any manner on the goods 
or their containers or the displays associated therewith or on tags or 
labels affixed thereto and the goods are sold or transported in commerce. 

This applicant has adopted a mark to identify its cartons, containers 
and barrels; it affixes the mark to the cartons, containers and barrels; and 
it sells the cartons, containers and barrels and transports them in commerce. 
It has complied with the letter and the spirit of the statute. The mere use 
on some of the cartons and containers of words which, in a sense, advertise 
the service performed under the same mark is not sufficient basis for 
refusing registration in view of the language of the preamble of Section 
2 of the Trade Mark Act of 1946. 

The decision of the Examiner of Trade Marks is reversed. 























L. J. MUELLER FURNACE COMPANY v. UNITED 
CONDITIONING CORPORATION 


Commissioner of Patents—November 17, 1953 










TRADE-MarK Act or 1946—CONFUSINGLY SIMILAR MARKS 
Sole question is one of likelihood of confusion and it is unnecessary to dissect 
mark to determine descriptiveness since the commercial impression is created by 
entire mark CLIME-MATIC used on air conditioners not confusingly similar to 
CLIMATROL used on furnaces and air conditioners since marks are different in sound 
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and appearance, and significance of terms differ, and because in view of cost pur- 
chasers are discriminating. 


Opposition proceeding by L. J. Mueller Furnace Company v. United 
Conditioning Corporation. Serial No. 589,538, filed December 17, 1949. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 


Morsell & Morsell, of Milwaukee, Wisconsin for opposer-appellee. 
Sawyer, Kennedy & Murray, of New York, N.Y. for applicant-appellant. 
Leeps, Assistant Commissioner. 


Application has been filed for registration on the principal register 
of CLIMEMATIC for air conditioning units. Use is claimed since May 12, 
1949. Registration is opposed by the owner of cLimaTROL (Reg. No. 
408,491) issued for gas furnaces on August 15, 1944, and MUELLER 
CLIMATROL (Reg. No. 527,679) issued on July 18, 1950 for furnaces, boilers 
and heaters, conversion burners, air cooling units, air moisteners, blowers, 
and air conditioning, ventilating and heating apparatus, and parts and 
equipment therefor. The examiner sustained the opposition and refused 
registration. This is an appeal from that decision. 


The stipulation of facts filed by opposer in lieu of testimony shows that 
opposer has been manufacturing and selling heating equipment since prior 
to 1900; it presently manufactures and sells the items listed in its Registra- 
tion No. 527,679; the mark cLIMATROL has been used on gas furnaces 
since 1937 and the marks MUELLER CLIMATROL and CLIMATROL have been 
used on the other items since 1947; in 1939, it disseminated a pamphlet 
entitled ‘‘Climate Control with Climatrol’’; and it has spent more than 
$1,214,000 in advertising its products under the CLIMATROL mark. 


Applicant’s stipulation of facts filed in lieu of testimony shows that it 
has used the mark cLIME-MaTICc to identify its air conditioning units since 
1949; that air conditioning units are expensive and their sales are not 
‘“‘over-the-counter transactions’’; and that purchasers of the type of equip- 
ment involved here are discriminating buyers, such as architects, builders 
or engineers, who know their business, are careful in their selection of 
such equipment, and who specify the type and brand of units desired. 


The sole question for determination is that of likelihood of confusion, 
mistake or deception of purchasers from contemporaneous use of the two 
marks. There was considerable discussion in the briefs regarding the 


meaning of the prefixes and suffixes of the marks, applicant claiming © 


CLIME to be descriptive and opposer denying it. It is not necessary to 
decide which is correct. The marks must not be dissected, since the com- 
mercial impression is created by the entire mark. Beckwith v. Commis- 
sioner of Patents, 252 U.S. 538 (S.Ct. 1920); Synchromatic Corp. v. 
Eureka Williams Corp., 81 USPQ 434 (39 TMR 571) (C.A. 7, 1949); 
Valpo v. Solis, Entrialgo y Compania, 82 USPQ 182 (C.C.P.A., 1949); 
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Apollo Shirt Co. v. Enro Shirt Co., Inc., 76 USPQ 329 (38 TMR 314, 317) 
i (C.C.P.A., 1948). 

The examiner, after finding the marks to be confusingly similar, then 

held that although the goods involved and relatively expensive and engi- 

neers and contractors who generally purchase them exercise more dis- 

A crimination and care than does the general public purchasing cheaper 

goods, these factors are not controlling where the marks so resemble each 

other as to be likely to cause confusion. It is believed, however, that these 

are important factors in determining likelihood of confusion when the 

marks are not the same. The marks here are different in sound and in 

oe appearance. As to significance, applicant’s mark suggests ‘‘automatic 

i climate’’ and opposer’s mark suggests ‘‘climate control’’, as advertised 

‘ by opposer. Considering the type of goods involved, their cost, and the care 

exercised by the people who purchase them, I am of the opinion that there 

are sufficient differences between the marks to avoid likelihood of confusion. 






















The decision of the Examiner of Interferences is reversed. 


EX PARTE BLUM’S 


Commissioner of Patents—November 18, 1953 







TRADE-MarRK AcT OF 1946—CONFUSINGLY SIMILAR MARKS 
Mark PARADE OF SWEETS for candy not confusingly similar to BIG PARADE for 

same goods since marks are different in sound, appearance and significance and 
marks are not dominated by word PARADE where unitary mark BIG PARADE has well 
known and familiar connotation. Marks must be considered as a whole since dis- 
section destroys the recognized significance of the mark as a whole. 








Application for registration of trade-mark by Blum’s, Serial No. 
592,865 filed February 23, 1950. Applicant appeals from decision of 
Examiner of Trade-Marks refusing registration. Reversed. 


Naylor & Lassagne, of San Francisco, California for applicant. 







Leeps, Assistant Commissioner. 






# 

4 Application has been filed to register on the principal register the 
y term PARADE OF SWEETS (SWEETS disclaimed) for candy. Use is claimed 
4 since August 3, 1944. Registration has been refused on the basis of like- 





lihood of confusion with BIG PARADE for candy registered by another on 
November 9, 1926 (Reg. No. 220,418) and renewed on November 9, 1946. 
This is an appeal from the refusal of the Examiner of Trade Marks to 
issue the registration. 

The involved marks do not look alike—nor do they sound alike. The 
examiner held that both marks are ‘dominated by the word PARADE.’’ 
Such a holding is believed to be improper where a unitary term such as 
BIG PARADE has a well-known and familiar connotation. To hold that one 
word in such a term dominates the other amounts to a dissection of the 
mark for purposes of comparison, and such dissection destroys the recog- 







a Bese. 
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nized significance of the mark as a whole. Marks must be considered as 
a whole. Synchromatic Corp. v. Eureka Williams Corp., 81 USPQ 434 
(C.A. 7, 1949) (89 TMR 571); Valpo v. Solis, Entrialgo y Compania, 
82 USPQ 182 (C.C.P.A., 1949) (39 TMR 699); Apollo Shirt Co. v. Enro 
Shirt Co., Inc., 76 USPQ 329 (38 TMR 314, 317) (C.C.P.A., 1948); 
Atlantic Seafood Packers v. Florida Fruit Canners, Inc., 77 USPQ 96 
(88 TMR 553) (C.C.P.A., 1948). 


BIG PARADE suggests a circus parade, or other formal exhibition or 
display. It may also call to mind the celebrated motion picture of World 
War I. PARADE OF SWEETS, suggests an assortment of sweets, in this case 
candies. The wide difference in significance is clearly apparent. 


Since the marks are different in sound, appearance and significance, 
it is not believed that confusion, mistake or deception is likely to result 
from their contemporaneous use. 


The decision of the Examiner of Trade Marks is reversed. 


EX PARTE CARON CORPORATION 


Commissioner of Patents—March 2, 1954 


TRADE-MAaRK AcT OF 1946—REGISTRABILITY—PACKAGES, LABELS & CONFIGURATIONS 

Section 23 permits registration as a mark on the Supplemental Register of the 
conformation of a perfume bottle, if it is capable of distinguishing applicant’s 
perfume, even though subject of an expired design patent. 

TRADE-MarK Act OF 1946—CONSTRUCTION—-SECTION 23 

Intent of section was to provide for registration of matter entitled to protec- 
tion from unfair competition in this country but which would receive no protection, 
in the absence of registration, in countries having no common law remedy for unfair 
competition. 

Function of design patent and trade-mark and purpose underlying their pro- 
tection differ. Protection afforded a trade-mark cannot be considered an extension 
of protection afforded a patented design. 

Designs not patentable because they are not new and design never patented 

are in the public domain but such designs may, through use, come to identify a 
given trader’s product and hence be entitled to protection and are registrable under 
Section 23. Subject of expired design patent is in public domain in like manner 
and rights of public to use subject are as great but no greater than its rights in 
an unpatented or unpatentable design. 
‘*Exclusive use’’ during 14 years period of design patent is not the ‘‘exclusive use’’ 
contemplated by trade-mark law necessary to create a mark capable of distinguish- 
ing but where record shows more than 10 years exclusive use by applicant since 
expiration of design patent and such use has been in nature of a distinguishing 
mark registration will be permitted on the Supplemental Register. 


Application for registration of trade-mark by Caron Corporation, 
Serial no. 563,308, filed August 13, 1948. Applicant appeals from deci- 
sion of the Examiner of Trade-Marks refusing registration. Reversed. 
Choate, Byrd, Leon & Garretson and William A. Moore of New York, N. Y., 
for applicant. 
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Leeps, Assistant Commissioner. 

Application has been filed to register as a mark on the Supplemental 
Register the conformation of a bottle used as a container for applicant’s 
perfume. Use is claimed since July, 1927. Registration has been refused 
on the ground that the bottle is identical with the bottle shown in Design 
Patent No. 78,686, issued on June 4, 1929 for a term of 14 years; and the 
refusal was supported by the following reasons: (1) the design, upon 
its expiration, became dedicated to the public; (2) the protection accorded 
under the design patent law cannot be extended under a trade-mark regis- 
tration; and (3) the 1946 Act was not intended to repeal the law as to 
design patents, nor was it intended to create an alternative form of pro- 
tection without limitation as to time. Applicant has appealed. 

The records of the Patent Office show that an application for design 
patent showing the bottle design for which registration is now sought was 
filed on February 4, 1929 by one Ernest Daltroff. Simultaneously, there 
was filed and recorded an assignment of the design, dated January 21, 
1929, from Daltroff to Caron Corporation, the present applicant. The 
patent was granted on June 4, 1929. It appears, therefore, that the design 
patent, which expired on June 4, 1943, was owned during its fourteen 
year term by this applicant. 

The sections of the Trade-Mark Act of 1946 which are applicable to 
this case are as follows: 


*‘See. 23. . . All marks capable of distinguishing applicant’s 
goods or services and not registrable on the principal register herein 
provided . . . which have been in lawful use in commerce by the 


proprietor thereof, upon or in connection with any goods or services 
for the year preceding the filing of the application may be registered 


on the supplemental register . 
* * * * * 


‘‘For the purposes of registration on the supplemental register, 
a mark may consist of any . . . package . . . but such mark must 
be capable of distinguishing the applicant’s goods.’’ 
* * 


* * + 

If the package, or bottle, involved here is capable of distinguishing 
applicant’s perfume, it would appear to be registrable under Section 23. 
Capability of distinguishing may involve a question of law, or a question 
of fact, or a question of mixed law and fact. It was apparently the exam- 
iner’s position that this case must be received on a question of law i.e., 
as a matter of law, the subject of an expired design patent is, per se, 
incapable of distinguishing a product in connection with which it has 
been used because the design, upon expiration of the patent, was ‘‘dedi- 
cated to the public.’’ The examiner relied upon Scott Paper Co. v. Mar- 
calus Mfg. Co., 326 U.S. 249 (1945); Kellogg Co. v. National Biscuit Co., 
305 U.S. 111 (1938), (28 U.S.P.Q. 569) ; Lucien Lelong, Inc. v. Lander Co., 
Inc., 75 U.S.P.Q. 302 (C.A. 2, 1947), (88 TMR 57); Ex parte Minnesota 
Mining & Mfg. Co., 92 U.S.P.G. 74 (Com’r., 1952), (42 TMR 164); and 
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Ex parte Mars Signal-Invght Co., 85 U.S.P.Q. 173 (Com’r., 1950), (40 
TMR 377). 


Registration of packages or containers as distinguishing marks was 
introduced into our statutory law upon enactment of the Trade-Mark Act of 
1946. The legislative history of the applicable section is not too enlighten- 
ing. The only real discussion of the section of the Act involved here took 
place on March 28, 1939, at the House Committee Hearings on H.R. 4744 
(76th Congress 1st Session, reported at pages 125-137). The section is 
mentioned briefly on two other occasions at subsequent hearings.1 The 
discussion leads to but one conclusion—that the section was intended to 
provide for registration of matter which would be entitled to protection 
from unfair competition in this country, but which would receive no protec- 
tion, in the absence of a registration, in those countries which have no 
common law basis for supression of unfair competition. 


The determination to be made in the instant case would seem neces- 
sarily to include the question of whether or not the user of a certain con- 
formation of bottle is deprived of his right to protection from unfair 
competition merely because the design was once protected by a patent 
which has expired. A comparative statement concerning the applicable 
statutes would seem in order. 


A design patent may be obtained by any person who invents any 
new, original and ornamental design for an article. The patent protects 
only the appearance of the article, and does not protect its structural 
or utilitarian features. A design patent is a grant to the patentee, his 
heirs or assigns, for a term of years (in this case the term was fourteen 
years) conferring the right to exclude others from making, using for any 
purpose, or selling the article covered by the patent. 

The registration of a distinguishing mark in trade may be obtained 
by any person who owns the mark as a result of having used it to identify 
his goods and distinguish them from those of others. 

The registration protects only the good will symbolized by the mark 
and furthers the suppression of unfair competition by preventing the 
passing off of one person’s products for those of another. Registration 
is a recognition of the registrant’s claim of his right to continue his exclu- 
sive use of the mark to identify and distinguish his product. 

The function of a design patent is to protect the patentee in his right 
to exclude others from making, using or selling the article covered by the 
patent. 

The function of a trade-mark is to indicate origin of goods—to iden- 
tify and distinguish the goods of one person from those of another. 

The purpose underlying the protection of patented designs is to grant 
exclusively of the design of the article to the patentee for a term of years 


1. House Hearings on H.R. 102, H.R. 5461, and S. 895, 77th Congress 1st Session, 
pp. 186 and 241. 
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as a reward for his ultimate contribution to the public of something new, 
original and ornamental. The patent affords protection to the design itself. 

The purposes underlying the protection of trade-marks are: (1) rec- 
ognition of the right of potential purchasers to get that which they ask 
for and want to get without being confused, deceived, or mistaken as to 
the source of goods, anonymous though that source may be; and (2) recog- 
nition of the right of the owner of a mark to be protected in his investment 
of time, energy and money in presenting his product to the public under 
the mark. The trade-mark affords protection to the good will of the 
product and of the business symbolized by the mark. 

It is apparent from the foregoing that the functions of design patents 
and trade-marks and the purposes underlying their protection are differ- 
ent; and the protection accorded a trade-mark cannot, in any real sense, 
be considered an extension of the protection accorded a patented design. 

Turning now to the cases relied upon by the Examiner, we find some 
clear statements of principle, some diets, and some paraphrasing of lan- 
guage of earlier cases by tribunals deciding subsequent cases—the combi- 
nation of which presents a situation which can hardly be characterized as 
“erystal clear.’’ 

Kellogg Company v. National Biscuit Company, 39 U.S.P.Q. 296 
(S.Ct. 1938), (28 TMR 569), involved, among other things, the right to 
exclusive use of the pillow-shaped biscuit made by machines which were 
the subject of an expired mechanical patent and sold under the name 
‘‘shredded wheat.’’ The plaintiff had obtained a design patent on the 
shape of the biscuit. The design expired by its terms in 1909, but it was 
held invalid in 1908 on technical grounds.? In holding that the plaintiff 
did not have the exclusive right to sell shredded wheat in the form of the 
pillow-shaped biscuit, the Court said: ‘‘That is the form in which shredded 
wheat was made under the basis [mechanical] patents. The patented 
machines used were designed to produce the pillow-shaped form . 
Hence upon expiration of the patents the form, as well as the name, was 
dedicated to the public.’’ It is apparent that the facts in that case were 
so different from those in the present case that the decision is not appli- 
cable here. 

Scott Paper Company v. Marcalus Mfg. Co., Inc., 67 U.S.P.Q. 193 (S.Ct. 
1945) involved infringement of a mechanical patent, and neither questions 
of unfair competition nor trade-mark questions were presented. In dis- 
posing of the patent infringement questions, the majority of the Court, 
by way of obiter dictum, stated: ‘‘Hence we have held that the patentee 
may not exclude the public from participating in that good will [built 
up by the patentee in the patented article] or secure, to any extent, a 
continuation of his monopoly by resorting to the trade-mark law and 
registering as a trade-mark any particular descriptive matter appearing 


2. Natural Foods Co. v. Buckley, U.S. Dist.Ct., N.D. Ill., E. Div., No. 28,530. 
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in the specifications, drawings or claims of the expired patent, whether 
or not such matter describes essential elements of that invention or 
claims.’’ It does not appear that the obiter dictum has any binding effect 
upon the question in the present case. 


Lucien Lelong, Inc. v. Lander Co., Inc., 75 U.S.P.Q. 302 (C.A. 2, 1947), 
(388 TMR 57), was an action for unfair competition in which the plaintiff 
claimed a common law trade-mark in the shape of its cologne bottle 
which was the subject of an expired design patent. The Court said: ‘‘A 
patent is the grant of a temporary monopoly to the patentee; at its 
expiration all are free to use the invention.’’ There is nothing in the 
decision, however, to indicate that the Court would have sanctioned an- 
other’s use of a bottle which copied the shape of plaintiff’s if it had been 
shown that confusion had been created in the marketplace. In fact, the 
Court specifically stated: ‘‘Under the circumstances here present, plain- 
tiff may prevail only if it proves that its style of bottle has acquired a 
secondary meaning. Without that it was not unfair competition for the 
defendant to copy it . . . To establish such secondary meaning it must 
be shown that (1) the design is a mark of distinction identifying its 
source, and (2) purchasers are moved to buy the article because of its 
source. Failing this, protection must be denied . . . Moreover, the sec- 
ondary meaning must have been established when the defendant entered 
the field . . . Further, the plaintiff must show that confusion has been 
created by defendant’s entrance in the market . . . This it has not done.’’ 


In Lucien Lelong, Inc. v. George W. Button Corp., 58 U.S.P.Q. 527 
(S.D. N.Y., 1943), (33 TMR 399), the same plaintiff had successfully 
enjoined a defendant from selling cologne in bottles similar to plaintiff’s 
in shape. In the later Lelong case, the Court of Appeals commented on 
the earlier case as follows: ‘‘But a sufficient differentiation of the two 
eases is found in the different facts and findings. There the Court found 
confusion to exist. None has been found here.’’ 


The decision of the Court of Appeals in the Lelong case relied upon 
by the Examiner seems to stand for the proposition that a bottle con- 
formation which has acquired a secondary meaning will be protected from 
unfair competition, irrespective of the expiration of a design patent, if 
confusion is created by the entrance in the market of another who uses 
the same conformation. In the instant case we are not concerned with 
whether or not the conformation of bottle has actually acquired a second- 
ary meaning, but only with whether or not it is capable of distinguishing 
applicant’s perfume. The issuance of a Supplemental Register registra- 
tion to this applicant would not offer any protection to the design as 
such, but it would merely be a recognition that the design is capable of 
indicating origin; and if, in fact, it does so, then any use by another 
which results in confusion, mistake or deception of the public would, 
under the case law, be likely to be enjoined. 
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The decision of the Commissioner of Patents in Ex parte Mars-Signal 
Light Company, 85 U.S.P.Q. 173 (1950), (40 TMR 377), is not controlling 
here. In that case there was no design patent, expired or unexpired, 
involved. In holding a certain configuration of goods, being the over-all 
design or manner of mounting the applicant’s seal beam headlight, to be 
incapable of performing a trade-mark function and thus incapable of 
acquiring distinctiveness, the Commissioner discussed the relationship 
of the design patent laws and the trade-mark laws and their applicability 
to the subject matter of the case. 


Ex parte Minnesota Mining & Manufacturing Co., 92 U.S.P.Q. 74 
(Com’r., 1952), (42 TMR 164), involved registrability on the Principal 
Register of the patented design of a holder for dispensing pressure sensi- 
tive adhesive tape. The applicant claimed that the design had acquired 
a secondary meaning, i.e., distinctiveness. The primary holding in the 
case is simply stated in the decision as follows: ‘‘It is held that the subject 
matter sought to be registered cannot be registered on the Principal Reg- 
ister under the Trade-Mark Act of 1946.’’ There is no question here of 
registration on the Principal Register. The decision contains comments 
on a second ground of refusing registration as follows: It has been held 
that upon the expiration of a design patent, the subject matter becomes 
dedicated to the public, and that an extension of protection cannot be 
obtained under the form of trade-mark or analogous protection,” citing 
Lucien Lelong, Inc. v. Lander Co., Inc., supra, and cases cited therein. 
This is a paraphrasing of the Court’s language in the Lelong case in which 
it was also held that if plaintiff had proved secondary meaning and had 
proved that confusion had been created by the defendant’s use of the 
bottle design, it might have been entitled to prevail. 


Designs which are not patentable because they are not new, and 
designs which were never patented are in the public domain. There seems 
to be no question but that such designs may, through use, come to identify 
a given trader’s product, and in such cases they are entitled to protection 
from another’s use which creates confusion. There also seems to be no 
question but that they are registrable under Section 23 of the Trade-Mark 
Act of 1946. Designs which are the subject of an expired design patent 
are also in the public domain. No reason is seen why this category of 
‘‘publie domain design’’ is in a position different from the other. In other 
words, it is my opinion that the design of an article which was once the 
subject of a patent is in the public domain to the same extent and in the 
same manner as if it had not been patented or had not been patentable; 
and the rights of the public to use such an article are as great as, but no 
greater than, its rights in an unpatented or unpatentable design. 


The conformation of bottle here involved, according to the applica- 
tion, was used almost two years prior to issuance of the patent. During 
the fourteen year term of the patent, applicant was fully protected against 
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all uses by others, and use of the bottle by applicant during that period 
probably was not a use which would entitle it to claim any rights under 
the trade-mark laws. The “exclusive use’’ during that period was by 
virtue of its right to exclude under the patent laws and was not the ‘‘exclu- 
sive use’’ contemplated by the trade-mark law as a distinguishing mark. 
Upon expiration of the patent, however, the conformation was in the 
public domain. For more than ten years since it entered the public domain, 
this applicant has used it exclusively, so far as the record shows—and such 
use has been in the nature of use of a distinguishing mark. 


In arriving at a conclusion as to capability of distinguishing, it may 
be desirable to ask a subsidiary question, namely: Is the shape of appli- 
eant’s bottle sufficiently distinctive that a court would, under proper 
proofs, protect it from use by another for a competitive product? I 
believe that it is; and I believe that purchasers of perfume would recognize 
the photographie specimens and drawing submitted with the application 
as showing the bottle long used for applicant’s ‘‘Bellodgia’’ perfume. 


The decision of the Examiner of Trade-Marks is reversed. 


LIST OF OTHER TRADE-MARK ARTICLES AND LEGAL NOTES* 
ARTICLES 


Sorensen, Robert C. and Theodore C. Sorensen 

The Admissibility and Use of Opinion Research Evidence. (New York Uni- 
versity Law Review, v. 28, no.7, November 1953, pp. 1213-1261). 
Tillinghast, David R. 

The Law of Commercial Disparagement: Business Defamation’s Impotent 
Ally. (Yale Law Journal, v. 63, no. 1, November 1953, pp. 65-104). 
Timberg, Sigmund 

Antitrust and Foreign Trade. (Northwestern University Law Review, v. 48, 
no. 4, September-October 1953, pp. 411-426). 


*Copies of these articles and legal notes are available in the Association’s library. 
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